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PART I 


TRADE-MARKS* 
By Hon. John A. Marzall** 


Mr. Chairman and members of the Patent and Trade-Mark Section: 

I was very happy to accept the cordial invitation of the Trade-Mark Section 
to take an active part in this symposium, even though it may be impossible for 
me to tell you anything with which you experts in trade-mark law are not familiar. 
Such remarks as I may make are purely general. 

These sessions on trade-marks are an excellent thing. They give an oppor- 
tunity for those lawyers, who are particularly interested in trade-marks, to meet 
and present and discuss various phases of the subject. It gives us the opportunity 
of exchanging ideas and for developing our thinking in connection with the trade- 
mark law. 

Trade-mark law is a very fascinating branch and presents many interesting 
points. At first glance one is apt to consider trade-marks as relatively simple, as 
compared with other branches of the law. This simplicity however, is apparent 
only at the beginning. Further study and experience teaches us the latent intricacies 
and complications in which trade-marks actually reside. 

Some of the problems presented, and those which are the most difficult to 
decide, are concerned with the determination of confusing similarity of marks 
and goods. 

A registration, of course, must be refused to a later user, if the mark of the 
later user so resembles a prior registered, or used mark, “‘as to be likely, when applied 
to the goods of the applicant, to cause confusion or mistake,—or to deceive 
purchasers.” 

That part of the trade-mark statute applies to the ex parte cases and to oppo- 
sitions, cancellations and interferences. 

The statute also provides, that the goods constitutes infringement of the mark, 
if the use thereof is “likely to cause confusion or mistake, or to deceive purchasers 
as to the source of origin.” 

This problem requires comparison of the respective marks as used in connec- 
tion with the goods of the parties involved. 

Cases arise where the marks are the same, or practically the same, and the 
sole consideration relates to the respective goods. 

Other cases arise where the respective goods are the same, or practically the 
same,—and the marks vary. 

In most cases, both the marks, and the goods, of the respective parties, are 
different. Therefore, it must be determined whether the use of the mark, of the 


* Address presented September 14, 1952, at the American Bar Association symposium 
on Trade-Marks at San Francisco, California. 
** Commissioner of Patents. 
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later user, on his goods, would be likely to cause confusion or mistake with respect 
to the use of the mark of the first user, upon his goods. 

There are at least two variables; the marks and the goods. The differences 
in connection with each of the variables also varies. Numerous factors in connec- 
tion with the marks, be it words, or symbols, as well as the goods, must be 
considered. 

It is not surprising therefore, in view of the many factors involved, that 
decisions are very often inconsistent with each other. These inconsistencies may 
arise from the decisions of different courts. They even may be decisions of the 
same court, rendered at different times. 

As you all know, the present trade-mark law uses the expression “likelihood 
of confusion” in contrast with the prior law which referred “to goods of the same 
descriptive properties.” 

As aptly pointed out, in a somewhat recent decision, the new law is more 
flexible than the old law, even though the results might not be different in the 
majority of cases. 

Since most of us here today work in trade-marks, and have been following 
the developments in the last five years, it is unnecessary for me to make any attempt 
to summarize these developments. However, I feel that it may not be amiss to say 
a few words in connection with administrative problems with which the Patent 
Office is confronted in interpreting the new law. 

The Trade-Mark Act of 1946 gave rise to quite a number of new problems, 
even though it may be true that the major part of trade-mark work, arising in 
applications for registration, is substantially the same under the new law, as it was 
under the old. 

The new Trade-Mark Act of 1946 also, in some instances, has created some 
problems which did not exist before. 

To mention a few, I might refer to the question of the registrability of 
surnames. 

Under the prior law, surnames were not registrable. 

Under the Act of 1946 the language was changed to bar registration only 
to a word which is “primarily merely a surname.” 

Under the old law, all that was necessary, or all that was done, in adminis- 
tering the law, was merely to determine if the word could be found somewhere, 
and used as a surname. Thereafter, there was no problem. Under the new law 
it is not sufficient to show that a word has been used as a surname in order to 
refuse registration. Consequently, problems arise which did not exist before. 

One such case was answered by the Kimberly-Clark decision.1 That case 
held that the two names coupled together as “Kimberly-Clark” was not registrable 
under Sec. 2(e) paragraph (3) because it was primarily merely a surname,—that 
two or more names are merely considered the plural of the singular. 

It has been said that this decsison is warranted in view of the way the Act 
is now written. 

That brings you to the point that Lord and Taylor in New York probably may 





1. 93 U.S. P. Q. 191; 41 T. M. R. 259 (1950). 











‘ calineeinienenimnti ee, ee e 


42 T.M.R. TRADE-MARKS 807 





not be registrable under that section, while perhaps John Wanamaker, probably, 
might be. Julius Garfinckel, in Washington, probably may be held registrable, and 
Woodward and Lothrop of the same city, probably, may not be. Also, Marshall 
Field, probably, may be registrable, and another great store in Chicago,—Carson 
Pirie Scott & Company probably may not be registrable under Sec. 2(e), para- 
graph 3. 

In contrast with that decision, there is the Andre Dallioux case,2 which the 
Patent Office allowed as not being “primarily merely a surname.” 

We now come to the proposition as to whether or not D. B. Smith would be 
registrable in that the initials D. B. removes the objection of that part of the section. 

Similarly, in connection with geographic names, under the prior statute, the 
registration of a word would be refused, merely if it were geographical. There were 
no problems, as far as the Patent Office was concerned. 

The mark is refused, under the new law, if it is primarily geographically 
descriptive, or misdescriptive of the goods. 

Consequently, new problems arise in connection with the determination of the 
registrability of a mark which is also a geographical word. 

Registrations under section 2(f) ; service marks; as well as other parts of the 
Act of 1946 have, of course, created several new problems, many of which are still 
under consideration for decision. 

With respect to concurrent registrations, I would like to point out that the 
provision now in the statute is a great deal narrower, and more inflexible than 
the provision as originally introduced. It is also much narrower than the provision 
in the British trade-mark laws. 

In the earlier drafts of the bills, which led up to the new trade-mark act, the 
requirement was that concurrent registrations could be issued under conditions, 
and limitations, which would minimize any likelihood of confusion. 

The section was revised to provide that concurrent registrations could be 
granted only when confusion or mistake is not likely to result. This changed the 
requirement, from that of “minimizing likelihood of confusion,” to that of “elimi- 
nating likelihood of confusion.” 

There have been about 110 concurrent registration proceedings instituted dur- 
ing the five years that the Trade-Mark Act has been in force. During this period, 
about 60 concurrent registrations have been granted. This is in contrast with the 
dozen, or so, concurrent use cases decided by the courts during the 100 years prior. 

I suggest to the bar, that it give further careful consideration to whether, or 
not, concurrent registrations should be granted only in those cases where it would 
be inequitable to do otherwise. 

We are now nearing the time when registrations will be issued under the new 
act in cases where the marks are more than five years old. This includes those 
registrations which issued under prior acts, as well as those republished more than 
five years. 

The provisions of the new act which require certain affidavits after five years 
will come into play. 





2. 39 T. M. R. 965 (1949). 
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Section 8 of the Act provides that a registration, granted under the new 
act, is to be cancelled at the end of the sixth year, unless, the registrant files an 
affidavit during the sixth year,—‘“‘showing that the mark is still in use.” Or, show- 
ing that the nonuse of the mark is due to special circumstances which excuse such 
nonuse, and that it is not due to any intention to abandon the mark. 

The same affidavit is required during the sixth year in connection with old 
law registrations which have been republished. 

The Patent Office must pass on the sufficiency of affidavits under section 8, 
and an appeal is provided from a holding of insufficiency. Many questions will 
arise in connection with these affidavits. 

In the language of the statute, the registrant must show that the mark is 
“still in use.” Questions will arise as to the meaning of “show” and of “still in use.” 

Must the “use” be in commerce which may be controlled by Congress, or is 
any use sufficient? 

In connection with foreign registrants is “use” purely in the foreign country 
sufficient? 

How is the “use” to be shown? 

Note that the language of section 8 differs from the language of section 9 
relating to renewals. 

In the case of the renewal affidavit, the registrant need merely state that the 
mark is still in use, etc. 

Should specimens of the mark as currently used, be required as part of the 
showing? 

The Patent Office has rules on the procedural aspects of these section 8 
affidavits. Also, it has suggested forms. 

The rules and forms were written over five years ago, with no experience 
under the new trade-mark act. 

Can these rules and forms be now improved? 

These questions are mentioned for the purpose of suggesting that it might 
be very helpful to the Patent Office if the views of the trade-mark bar could be 
developed. The Patent Office always considers suggestions which are made. 

There is a collateral matter on which the views of the trade-mark bar might 
also be very helpful. 

In view of the fact that registrations of unused marks will be automatically 
canceled under section 8, (with some exceptions) at the end of the sixth year, 
the practice may no longer be necessary. 

We have had some discussion as to the possibility of discontinuing the practice 
of accepting ex parte showings of abandonment of a reference registration on which 
an applicant has been rejected. 

Another matter close at hand is in connection with section 15, which relates 
to incontestability. The registrant may file an affidavit any time after five years, 
from the date of registration, or from the date of republication, as the case may be. 

The affidavit under section 15, among other things, must set forth those goods 
stated in the registration on which the mark has been in continuous use for five 
consecutive years, and is still in use. 
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Note the difference in the requirements. 

The affidavit under section 15 is not required, broadly, to show that the mark 
is still in use, but is required to state the goods on which the mark has been in 
continuous use. 

In connection with the section 15 affidavits, the Patent Office is given no 
function except to notify the registrant of the receipt of the affidavit. 

These are just a few of the many things before the Office. I am sure your 
other speakers will discuss these, and other problems relating to the new act. Your 
suggestions, of course, will be valuable. 
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PROGRESS AND PRINCIPLE 


By Lenore B. Stoughton* 


It has become axiomatic to say that good law can never be static. It can be 
strong and useful only through a realistic relationship to prevailing conditions. 
Its vigor is dependent upon steady progress by continuing adjustment to new 
problems. But the adjustment must be made without sacrifice of basic principle. 
Such sacrifice is retrogression, not progress, no matter how plausibly disguised or 
how speciously excused. 

Firm adherence to principle is most certainly essential in the field of trade- 
marks and unfair competition. The fundamental purpose here is simple: to protect 
the trader and the public against deception. The superstructure of the law may 
be altered to accommodate increasing complexities of business operations, but 
it will all collapse if the foundation is weakened by relaxation of the upright prin- 
ciples which are buttresses. 

These principles are both outgrowths from the fundamental purpose of the 
law and implements for its accomplishment. They are not new. They are so old 
that they go back through American legislation and jurisprudence to a deep 
entrenchment in the English law. Their virtue cannot be tarnished by age, but 
their preservation may depend upon frequent recurrence to and repetition of them, 
lest they be forgotten as other wisdoms of the past have been. 

There is perhaps no better way to refresh one’s apperception of them than to 
turn back to some of the early pronouncements. Commercial knavery is not a 
phenomenon of the present, as a brief excursion into British cases of the last 
century will show; but as the years go by such an excursion to the wellspring of 
our law becomes increasingly interesting and valuable, in disclosing the parallel 
of problems then and now, and the straight-forward way in which the law was 
formed to deal with them. 

The year 1886 was a notable one in English jurisprudence because in that 
year Mr. Justice Chitty, sitting in the Chancery Division of the High Court of 
Justice, rendered his classic decision in the case of Lever v. Goodwin.1 That deci- 
sion enunciated many corollary precepts but made probably its greatest contribu- 
tion in its insistence that the essential right is not one of any exclusive ownership, 
but the simple right to be protected against fraud, through whatever means 
accomplished. 

The holdings in that case and other British cases dealing with trade-mark 
infringement and “passing off” have grown familiar to American lawyers through 
repeated citation, quotation, and restatement; and American decisions in like 
cases are inestimably richer for their heritage from the English law. They might 
be richer still if more of them were couched in the succinct language so frequently 


* Member of the New York Bar and of the firm of Rogers, Hoge & Hills. 
1. Affirmed in the following year by the Court of Appeal, and reported with the 
appellate proceedings in 4 R. P. C. 492. 
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used by the English judges-—as when, in the Lever case, Mr. Justice Chitty made 
this pithy observation: 
“I will state my experience again in these matters. No Defendant ever, so far as 

I know, puts forward an exact copy. The imitation would be too gross, and con- 

sequently—I am sorry to say, I have known this in many cases—what is done 

is this:——He tries to take many of the striking points in his adversary’s wrapper, 

or the like; then he puts in certain points of distinction . . . the intention being 

to make it as like as can be for the purpose of deceiving the ultimate purchaser, 

and still reserving a loop-hole for escape when the matter is brought into Court, 

by saying the two things are not alike.’’2 


The pungency of judicial remarks was not always confined to so impersonal 
a statement. It was frequently directed straight to a personal target. The same 
Justice Chitty did that in M. Melachrino and Co. v. The Melachrino Egyptian 
Cigarette Co., in demolishing the excuse offered by the defendants for their use 
of a name already made famous by the plaintiff: 

“The business which is being carried on is Poulides’ and I shall hold that a 
man cannot sell his own name to another for the purpose of carrying on a rival 
trade, and particularly so where it is for the purpose of carrying on a rival trade 
fraudulently; and that is . . . what the Defendant Ulysses Melachrino has been 
doing. It is said that he sold his name to Poulides. I say he has lent the use of his 
name to Poulides for the fraudulent purpose of taking away the Plaintiffs’ business.” 


An equally unhesitating imputation of deliberate fraud was made by the 
Privy Council in Somerville v. Schembri. The question of infringement there was 
said to depend upon how far the resemblance of the defendants’ mark to the 
plaintiffs’ was “calculated to deceive incautious purchasers.” Speaking for the 
Council, Lord Watson said: 

“Upon this part of the case their Lordships entertain no doubt. Schembri 
and Navarro put up their cigarettes for sale in boxes of the same size and shape with 
those used in their trade by the Appellant’s firm, and the device on the lid of each 
box is an exact copy of that firm’s label with one or two colourable variations. 
Whilst retaining all the essential features of the label the Respondents have intro- 
duced certain differentiae which may very fairly be described in the language used by 
Lord Blackburn in Johnston and Co. v. Orr Ewing and Co.: “These are differences 
which might prevent persons being deceived. I do not think they are such as to 
prevent its being likely that they might be deceived.’ In that state of the facts 
it is not necessary to the Appellant’s success that the Respondents should have in- 
tended to mislead, but their Lordships agree with the Judge of the Court of Com- 
merce in thinking that it is impossible to acquit them of that intention.’’4 


The Apollinaris Company v. Herrfeldt and Campbell,® was an action charging 
infringement of the trade-mark “Apollinaris” for mineral water, by the defendants’ 
adoption of ‘“Apollinis” to replace the previous designation of the spring from 
which their mineral water came. Defendants by “temperate and sensible” letters 
had been asked to drop the word but had declined to do so, and Lord Justice 
Lindley observed, “That satisfies me of a great deal more than they wish us to 
believe.” 


2. 4R. P. C. 502. 
3. 4R. P.C. 215 at 224. 
4. 4R. P.C. 179 at 183. 
5. 4R. P. C. 478. 
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The defendants attributed the change of name to a legend about a nymph 
and her lover, which was discussed in some detail by the several Justices. Their 
counsel drew a rebuke for his statement of the legend, which was taken “with 
more or less accuracy—and I should say with less accuracy than perhaps is his 
wont” from books and pamphlets which the Lords Justices also examined for 
themselves. They found it a poor excuse, as Lord Justice Lindley said: 







“In 1876 it is re-christened for no earthly reason that I can see except, of 
course, the very obvious reason of deriving such benefit as flows from the use of the 
word ‘Apollinis,’ in consequence of the great reputation of the water called ‘Apol- 
linaris.’ That is too obvious to require comment. That being the case it does appear 
to me that the use of the word goes a long way to show what the object was in 
using it; and it does appear to me, also, that a person who designedly uses a word 
which closely resembles a trade-mark, but does it for the purpose not of infringing 
the trade-mark, because that is precisely what he does not want to do, but for the 
purpose of getting the benefit of the trade-mark without infringing it, I do not think 
it is uncharitable in a case of that kind to attribute to him a certain portion of 
success in his endeavour, that is to say, to come to the conclusion that he has 
succeeded or will succeed in accomplishing his object.’’6 















No more patience was shown with an infringer of the trade-mark “Sanitas” in 
The Sanitas Company v. Condy. On a motion for interlocutory injunction, Mr. 
Justice Kay of the High Court of Justice said: 





“The Defendant rejoicing in the name of Condy had, some little time ago, 
approached as nearly as he dared to the use of the word in using the word ‘Sanitants.’ 
| That occasioned a negotiation between him and the Plaintiffs, on which it was 
pointed out that he was probably trenching in using that word on their rights in 
' the word ‘Sanitas.’ However, they did not proceed against him to restraint him 
from using the word ‘Sanitants,’ and thereupon becoming emboldened by that im- 
punity he proceeds to use the word ‘Sanitas,’ and in order to veil his dishonest in- 
tention to acquire the business and profits of somebody else, he adds on the letters 
‘C-o-n-d-i,’ which do not spell his name rightly, because his name is ‘C-o-n-d-y,’ and 
he calls his preparation ‘Condisanitas,’ which he advertised very largely 
The purpose is so apparent, that I suppose he must consider Courts of Justice 
to be as blind as they are figured in fables. No tradesman ought to be dishonest, 
and this act of dishonesty I at once put a stop to by granting an Injunction. . . .”7 













When the case came before Mr. Justice Kekewich for trial as to both infringe- 
ment and passing off, the defense was that the defendant’s product was different 
from the plaintiff’s in composition and color and was offered for sale in a different 
way, and that no actual confusion or probability of deception had been shown. 
But the taking of the word “Sanitas” was held to be “a distinct indication of 
fraud” and the decision continued: 

















“To my mind . . . he has gone as near as he thought he safely could, with the 
intention of cutting out the Plaintiffs, and cutting them out dishonestly—that is 
passing off his goods as theirs. That is my distinct conclusion on the evidence; and 
to say that he has put his name, and has not used a yellow label, only goes to show 
that his impudence was not so great as some fraudulent persons sometimes exhibit.” 










4R. P. C. 478 at 487. 
4R. P. C. 195 at 197. 
4R. P. C. 533. 
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The courts were strictly impartial, of course, and they showed no more patience 
with a weak case for the plaintiff than with a weak defense. When the plaintiff 
in Watt v. O’Hanlon® tried to establish a trade-mark right in a descriptive word 
by evidence that no one else had used the word, the Master of the Rolls noted 
that “it is difficult to prove a negative” and that “when Mr. Hassan says that no 
whisky so named was generally known in the trade, it only proves that he has 
not come across it himself.” After considering the other evidence he dismissed 
the action on a finding that the words in question were in fact “words of descrip- 
tion” and “upon that ground alone this action must fail.” 

Another familiar principle, which we know as the “unclean hands” rule, was 
firmly applied against the plaintiff in Newman v. Pinto.1° The defendants had 
plainly and closely copied the plaintiff’s labeling for cigars, but they argued that 
the plaintiff was not entitled to protection anyway, because his labeling falsely 
indicated that his cigars were Havana cigars of some other manufacture. The 
plaintiff countered by assertions that the word Havana was commonly used in 
the trade as he had used it and was not deceptive. 

In accepting the contention that “it has not only become a custom of the 
trade, but it has become now a thing which I must take to be well known by 
everybody who deals in tobacco or cigars,” Mr. Justice Kekewich placed a not 
unreasonable limit on the portion of the public to be protected in this particular 
instance: 


“T entirely agree with Mr. Cutler in saying that the Court is bound to protect 
and look to the rights of not only the public in the general sense, and not only 
persons of ordinary intelligence and ordinarily wary, but the unwary. I think he 
wisely left out the school boy. I do not think it is necessary to protect school boys 
who are contemplating smoking a cigar for the first time. . ;an 


When the defendants appealed from his judgment of injunction and costs, 
however, the Court of Appeal took a different view of the plaintiff's misrepresenta- 
tions. Lord Justice Fry observed?” that “unfortunately the case is not more creditable 
to the Defendants than it is to the Plaintiff,’ because “the Defendants have been 
selling the same cigars, the same boxes with the same series of lies.” Nevertheless he 
agreed with his brothers on the bench that the action should be dismissed (and 
without costs) on the principle that 

“a false representation contained in the trade-mark itself did furnish a defence 

alike at law and in equity, and further that where a trade-mark was used exclusively 


in connection with a trade which was itself fraudulent, the fraud in the trade which 
was so carried on by that trade-mark was a defence.” 


The quotations here given can impart only a suggestion of the full scope 
and flavor of these early decisions. The complete opinions, in the cases mentioned 
and others of their time, set forth many other precepts which continue to be 
basic in the United States as in England. They can be recommended as enter- 


% 4B. P.C. I. 
19. 4R. P. C. 508. 

11. 4R. P. C. 508 at 512. 
12. Ibid. at 520. 
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taining as well as instructive reading; and one sometimes wishes that the vigor 
of their approach and the vitality of their style were more often found in our 
contemporary decisions. But there is no need to be captious about exact phrasing 
as long as the principles are plainly preserved—as long as there is no temporizing 
with fraud and deceit. The importance of the matter lies not in the language but 
in the result: that imitators shall move under certain expectation of the short 
shrift illustrated in these quotations and ominously implied by Lord Justice Cotton 
in the Matter of Lyndon’s Trade-Mark: 

“But if parties try to pass off their goods as those of others, they know what the 

Court does.’’13 


13. 3R.P.C. 102, 105. 
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UNFAIR COMPETITION: SCOPE OF THE LANHAM ACT* 
Julius R. Lunsford, Jr.** 


INTRODUCTION 


The extent to which particular situations will be subject to the Lanham Act! 
depends upon the determination by the courts of what practices affect commerce 
and what are actions “arising under the Act.” What is the territorial scope of the 
trade-mark statute of 1946? Does the scope extend to an unfair competition action 
when both parties are engaged in interstate commerce? Does it extend to litigation 
where the plaintiff, owner of an unregistered mark, is engaged in interstate com- 
merce and the defendant is engaged in a local business? These are questions that 
must be finally determined by the courts.” 

The most desirable solution is to find that there is no legal distinction between 
unfair competition and trade-mark infringement.* However, popular demand or 


* Copyright 1952 by University of Pittsburgh. Reprinted by special permission from 13 
University of Pittsburgh Law Review 533. 
** Of the Atlanta Bar; Contributing Editor, The Trade-Mark Reporter. 

AutTuHor’s Note: This article was prepared prior to the release of the decision in 
Bulova Watch Co. v. Steele, 194 F. 2d 567 (CCA 5, 1952) discussed by Derenberg, Federal 
Jurisdiction Over Trade-Mark Infringement and Unfair Competition Abroad, 42 T. M. R. 294 
(1952). Cf. this case and Western Clock Mfg. Co. v. Smith, 2 T. M. R. 522 (N. Y. 1912) 
with George W. Luft Co. v. Zande Cosmetic Co., 142 F. 2d 536 (C. C. A. 2, 1943), cert. 
denied 323 U. S. 756 (1944). A petition for certiorari to the U. S. Supreme Court was filed 
in the Bulova case on April 21, 1952. 

1. Act of July 5, 1946, 60 Stat. 427 (1946), 15 U. S.C. A. §§ 1051-1127 (1948), effec- 
tive July 5, 1947. The literature explaining the Act is voluminous, extending into nonlegal 
publications such as Tide, Fortune, and Printer’s Ink. For a few of the many articles written, 
see Derenberg, The Lanham Act of 1946—Practical Effects and Experiences After One Year’s 
Administration, 38 T. M. R. 831 (1948); Derenberg, The Second Year of Administration of 
the Lanham Trade-Mark Act of 1946, 39 T. M. R. 651 (1949); Derenberg, The Third Year 
of Administration of the Lanham Act of 1946, 40 T. M. R. 914 (1950); Robert, Commentary 
of the Lanham Act, 15 U. S. C. A. 265 (1948); Symposium, Trade-Marks in Transition, 14 
Law & Contemp. Pros. 171-384 (1949). 

2. The basic trade-mark act until 1946 was the Act of 1905, 33 Star. 724 (1905), as 
amended, 52 Strat. 638 (1938), 15 U. S. C. A. § 81 et seg. (1948). Federal courts did not 
have jurisdiction of a question of unfair competition involving unregistered trade-marks prior 
to the Lanham Act. Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 305 U. S. 315 
(1938) ; Magic Foam Sales Corp. v. Mystic Foam Corp., 167 F. 2d 88 (6th Cir. 1948). The 
question is whether the Lanham Act changed the law. In unfair competition suits based on 
diversity of citizenship some courts have held, since the effective date of the Lanham Act, 
that state law governs. Radio Shack Corp. v. Radio Shack, 180 F. 2d 200 (7th Cir. 1950) ; 
Browning King Co. of New York v. Browning King Co., 176 F. 2d 105 (3d Cir. 1949); Food 
Fair Stores, Inc. v. Food Fair, Inc., 177 F. 2d 177 (1st Cir. 1949); Cook Paint and Varnish 
Co. v. Cook Chemical Co., 85 F. Supp. 257 (W.D. Mo. 1949). In Cole of California v. Col- 
lette, 79 U. S. Pat. Q. 267. (D. Mass. 1948), it was held that a purely local infringer was 
liable under the Act on the ground that his sales adversely affected registrant’s right to use the 
mark in commerce. While the opposite conclusion was reached in C. B. Shave Corp. v. Peter 
Pan Style Shop, 84 F. Supp. 86 (N.D. Ill. 1949). The former view is supported by Adam 
Hat Stores v. Scherper, 45 F. Supp. 804 (E. D. Wis. 1942), decided long prior to the Lanham 
Act. In Hazzard Co. v. Emerson’s Shoes, 89 F. Supp. 211 (D. Mass. 1950), it was held that 
retail sale of shoes by defendant in Massachusetts was not in commerce and did not substan- 
tially affect commerce so as to entitle plaintiff to relief under the Lanham Act. In an infringe- 
ment suit of a federally registered mark it has been held that federal law applies. Mendes v. 
New England Duplicating Co., 94 F. Supp. 558 (D. Mass. 1950). 

3. Chaffee, Unfair Competition, 53 Harv. L. Rev. 1289, 1298 (1940); Handler and 
Pickett, Trade-Marks and Trade Names—An Analysis and Synthesis, 30 Cor. L. Rev. 168 
(1930); Zlinkoff, Erie v. Tompkins: In Relation to the Law of Trade-Marks and Unfair 
Competition, 42 Cor. L. Rev. 955 (1942) ; Some Reactions to the Opinion of Judge Wyzanski 
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the desirability of such a finding adds nothing to and detracts nothing from the 
duty of the court to construe the law as it is. Judge Clark has pointed out that “the 


Act is rather clearly the expression of . . . views vigorously held by persons and 
groups who were able to exercise a persuasive influence in the halls of Congress 
during its long period of germination. . . . For some time I have been urging my 


colleagues to a consideration of the impact of the legislation.”* Yet the courts seem 
hesitant to consider the impact of the new Act—now in effect for nearly five years. 
In a recent article® this writer expressed hope that the courts would adopt the policy 
stated by Judge Grosscup: “Are we to fail our plain duty for mere lack of prece- 
dent? We choose, rather to make precedent,’? and answer the question: Does 
Erie R. R. v. Tompkins® still apply to unfair competition actions? 


THE STAUFFER DECISION AND Its ADHERENTS 


In Stauffer v. Exley the Court of Appeals for the Ninth Circuit held that a 
California corporation’s unregistered trade name used in interstate commerce could 
be protected in a federal district court unfair competition suit against a California 
infringer.? While the court failed to answer what law, state or federal, is applicable 
in these unfair competition suits, it did rule that the federal court has jurisdiction 
despite the absence of diversity of citizenship. The decision makes it clear that the 
jurisdiction granted by the Lanham Act is limited to cases where the alleged unfair 
competition affects interstate commerce. The basis for this decision is Section 441° of 
the Act, which provides for federal protection of unregistered trade names belonging 
to nationals of foreign countries with which the United States has a convention or 
treaty relating to trade-marks, trade names, or unfair competition. Subsection (i) 14 
of Section 44 provides that United States citizens “shall have the same benefits as 
are granted” to foreign nationals. 

A contention by the defendant that Section 1338(b) of the new Judicial Code?” 
partially withdrew the jurisdiction over the repression of unfair competition which 





in National Fruit Products Co. v. Dwinell-Wright Co., 37 Buty. 131 (1942); Note, 60 Harv. 
L. Rev. 821 (1947). 

4. 50 Am. Jur., Statutes § 212 (1944); but see Mr. Justice Jackson, The Meaning of 
Statutes: What Congress Says or What the Court Says, 34 A.B. A.J. 535 (1948); Palmer, 
The Courts and the Popular Will: What Is Their True Function in Our Legal System, 35 
A. B.A. J. 101 (1949). 

5. Johnson & Son v. Johnson, 175 F. 2d 176 (2d Cir.), dissenting opinion, 180, 181, 
cert. denied, 338 U. S. 860 (1949) ; Best & Co. v. Miller, 167 F. 2d 374, 378 (2d Cir. 1948) ; 
Rosert, THE New TrADE-MArRK MANUwAL 170-77 (1947). 

6. Lunsford, Trade-Marks and Unfair Competition—The Demise of Erie v. Tompkins? 
40 T. M.R. 169 (1950). 

7. National Telegraph News Co. v. Western Union Telegraph Co., 119 Fed. 294, 299 
(7th Cir. 1902). 

8. 304 U. S. 64 (1938) ; Clark, State Law in the Federal Courts: The Brooding Omnipo- 
tence of Erie v. Tompkins, 55 Yaure L. J. 267 (1946); Keefe et al., Weary Erie, 34 CorneLi 
L. Q. 494 (1949); Snepp, The Law Applied in the Federal Courts, 13 Law & Contemp. 
Pros. 165 (1948). 

9. 184 F. 2d 962 (9th Cir. 1950), noted in 64 Harv. L. Rev. 1209 (1951); 19 Geo. 
Wasn. L. Rev. 701 (1951); 37 Va. L. Rev. 626 (1951). 

10. 60 Strat. 441 (1946), 15 U. S.C. A. § 1126 (1948). 

11. Ibid. 

12. 28 U. S. C. A. § 1338(b) (1948), which provides: “The district courts shall have 
original jurisdiction of any civil action asserting a claim of unfair competition when joined 
with a substantial and related claim under the copyright, patent of trade-mark laws.” 
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had been granted was rejected by the court. It was concluded that reliance on Sec- 
tion 1338(b) is unnecessary where there is an independent ground of federal juris- 
diction. The ground of jurisdiction in this case is the exercise by Congress of its 
power to repress, through the Lanham Act, unfair competition which affects inter- 
state commerce.}% 

Landstrom v. Thorpe'* was an action for wrongful registration of a trade-mark 
and for unfair competition. Both parties were citizens of South Dakota, and, relying 
on this fact, defendant denied the federal court’s jurisdiction to entertain the unfair 
competition claim. However, it was held that there was dependent jurisdiction to 
decide the unfair competition claim, since there clearly was jurisdiction under the 
Lanham Act to redress plaintiff for the damages caused by defendant’s wrongful 
registration. Furthermore, the eighth circuit held that the unfair competition claim 
was governed by federal law and not that of South Dakota, because jurisdiction was 
based not on diversity, but upon the Lanham Act. 


Another case dealing with the scope of jurisdiction under the Act was Dad’s 
Root Beer Co. v. Doc’s Beverages, Inc.1° This was an action for infringement of 
plaintiff's registered marks, used in interstate commerce, and for damages for unfair 
competition. The district court enjoined the infringement and directed an account- 
ing of the profits made by defendant. This was affirmed in an opinion by Judge 
Clark, who denied defendant’s contention that the applicable state law should 
control, and held that Section 43(a) of the Lanham Act was the proper basis of 
federal jurisdiction. Section 43(a) provides the remedy for false representation of 
goods in commerce, in favor of anyone who believes himself likely to be damaged 
thereby. The district court had applied state law, but Judge Clark declared that 
though the Erie case had changed the decisional law from federal to state, that the 
Lanham Act was a return to federal law.!® The decision adverted to the argument, 
which is based on Section 44(h) and (i), which was used in the Stauffer case, but 
declined to decide whether it was valid, stating that Section 43(a) was adequate to 
sustain the award. The theory of the Stauffer case was approved of in In re Lyndale 





13. In Sterling Brewers, Inc. v. Cold Spring Brewing Corp., 92 U. S. Pat. Q. 37 (D. 
Mass. 1952) (background of the case appears in 100 F. Supp. 412 (D. Mass. 1951)). The 
sale of beer bearing plaintiff’s registered marks was almost negligible in New England, where 
defendant’s infringing use had occurred. On the merits, the court enjoined the infringement, 
disagreeing with defendant’s contention that trade-mark rights do not extend beyond the 
territory of use, registrant’s zone of reputation and probable expansion. It held that the 
Lanham Act negatives the defense of “territorial limitation” and that plaintiff was entitled 
to injunctive relief regardless of its expansion situation. Later, on motion of both parties 
as to the scope of the injunction, it held that the injunction must be qualified in territorial 
scope, denying plaintiff's contention, in reliance on the Stauffer case, that the injunction 
should be unlimited. The court stated at page 38: “The purpose of the Lanham Act is to 
regulate commerce within the control of Congress by making actionable the deceptive use of 
marks in such commerce. Defendant’s activities within this Commonwealth which do not 
affect the interstate commerce of the plaintiff cannot, therefore, be enjoined.” (Italics in 
original. 

. re 189 F. 2d 46 (8th Cir.), cert. denied, 72 S. Ct. 37 (1951). See Derenberg, The 
Fourth Year of Administration of the Lanham Trade-Mark Act of 1946, 90 U. S. Pat. Q. 
Part II n. 111 (1951). 

15. 193 F. 2d 77 (1951). 

16. See Giles, Unfair Competition and the Overextension of the Erie Doctrine, 41 
T. M. R. 1056 (1951). 
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Farm‘? and was criticised in Ross Products, Inc. v. Newman.'!* Parallel to the 
Stauffer case, the Root Beer case held that the infringing use must occur in com- 
merce. Judge Clark stated that, although before the Lanham Act, federal remedies 
were available only if defendant’s acts were in commerce, Section 45 manifests Con- 
gressional intent to extend federal power. The Stauffer case held that it was suf- 
ficient if the defendant’s acts, though not themselves in interstate commerce, injured 
plaintiff's interstate business. Here plaintiff is clearly in interstate commerce, thus 
the Lanham Act applies for the accounting period during which it was effective 
(part of the accounting period was prior to the effective date of the Act and was 
governed by the applicable state law). Chief Judge Swan and Judge Frank, con- 
curring in result, felt that the entire case should be put on the basis of local law. 

Shortly after the Stauffer case Judge Ryan in the southern district of New York 
refused to follow the Stauffer decision.19 He concluded that a claim founded solely 
on allegations of unfair competition is not one arising under the Lanham Act and 
the federal courts have no jurisdiction in absence of diversity of citizenship. Specific 
reference was made to the Stauffer case. Judge Ryan stated that the ninth circuit’s 
reasoning rendered Section 1338(b) a nullity. Thus, the Lanham Act, which “cre- 
ated rights uniform throughout the Union,”?° has actually resulted in a lack of 
uniformity and produced a conflict of decisions.*1 These conflicting decisions will be 
discussed in detail, but first it is necessary to examine the historical background in 
an effort to determine the intent of the Act. 


HistToricAL BACKGROUND 


The Lanham Act is entitled “An Act to provide for the registration of trade- 
marks used in commerce, to carry out the provisions of certain international conven- 
tions, and for other purposes.” 

The particular treaties (conventions) which are implemented by the Lanham 
Act are named in Section 44(b).?* This section clearly gives foreign nationals all 


17. 186 F. 2d 723 (C. C. P. A. 1951). See cases cited in notes 40 and 63 infra. 

18. 94 F. Supp. 566 (S.D. N.Y. 1950). 

19. Ibid. See also, Kaplan v. Helenhardt Novelty Co., 182 F. 2d 311 (2d Cir. 1950) and 
Judge Ryan’s decision in Hodgson v. Fifth Ave. Plastics, 94 F. Supp. 160 (S.D. N. Y. 1950). 
Cf. Cutting Room Appliances Corp. v. Empire Cutting Machine Co., 186 F. 2d 997 (2d Cir. 
1951), which held that since the court had jurisdiction for declaratory judgment purposes it 
also had jurisdiction of the unfair competition claim. 

20. Judge Learned Hand, in Johnson @ Son v. Johnson, 175 F. 2d 176, 178 (2d Cir.), 
cert. denied, 338 U. S. 860 (1949). 

21. Lunsford, Trade-Mark Infringement and Confusion of Source, Need for Supreme 
Court Action, 35 Va. L. Rev. 214 (1949); Are Our Courts Protecting Secondary Meaning 
Trade-Marks? 39 T. M. R. 767, 784-85 (1949); Woe Unto You Trade-Mark Owners, 49 
Micn. L. Rev. 1103 (1951). 

22. 60 Strat. 442 (1946), 15 U. S. C. A. § 1126(b) (1948): “Persons who are na- 
tionals of, domiciled in, or have a bona fide and effective business or commercial establishment 
in any foreign country, which is a party to (1) the International Convention for the Protection 
of Industrial Property, signed at Paris on March 20, 1883; or (2) the General Inter-American 
Convention for Trade-Marks and Commercial Protection signed at Washington on February 
20, 1929; or (3) any other convention or treaty relating to trade-marks, trade or commercial 
names, or the repression of unfair competition to which the United States is a party, shall be 
entitled to the benefits and subject to the provisions of this Act to the extent and under the 
conditions essential to give effect to any such conventions and treaties so long as the United 
States shall continue to be a party thereto, except as provided in the following paragraphs of 
this section.” See also, Ropert, THE New Trape-Mark MANUAL 112 (1947); Halliday, Jnter- 
American Convention for Protection of Trade-Marks, 28 Can. B. Rev. 609 (1950), reprinted 
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rights and benefits under the Act that are required to enforce the International Con- 
vention for The Protection of Industrial Property and the General Inter-American 
Convention for Trade-Mark and Commercial Protection. Both treaties relate in 
part to the repression of unfair competition. Section 44(b) specifically provides that 
the nationals of countries who are parties to these conventions shall be protected 
against unfair competition under the remedies provided in the Act. American 
trade-mark owners shall have the same benefits as are granted to foreign nationals.? 

The intent of Congress in enacting this legislation is clearly stated in the fol- 
lowing language: 

“The intent of this Act is to regulate commerce within the control of Congress 

by making actionable the deceptive and misleading use of marks in such commerce; 

to protect registered marks used in such commerce from interference by state, or 

territorial legislation; to protect persons engaged in such commerce against unfair 

competition; to prevent fraud and deception in such commerce by the use of repro- 

ductions, copies, counterfeits, or colorable imitations of registered marks; and to 

provide rights and remedies stipulated by treaties and conventions respecting trade- 

marks, trade names, and unfair competition entered into between the United States 

and foreign nations.”24 (Italics added.) 




















Section 39 provides that the federal courts shall have original jurisdiction of “all 
actions arising under this Act, without regard to the amount in controversy or to 
diversity or lack of diversity of the citizenship of the parties.”*° Federal jurisdiction 
therefore depends on whether the action “arises under” the Lanham Act and not on 
whether the plaintiffs mark is registered.?® 

The test is whether an action involves “commerce which may be lawfully regu- 
lated by Congress.”*” The courts have recognized and sustained the power of Con- 
gress to regulate competitive practices under the Federal Trade Commission Act,?® 
and “unfair methods of competition”*® under that Act include numerous trade- 
mark situations. Chief Justice Stone said in 1942: 


“ . . [T]he marketing of a local product in competition with that of a like com- 
modity moving interstate may so interfere with interstate commerce or its regulation 
as to afford a basis for Congressional regulation of the intrastate activity. It is the 
effect upon the interstate commerce or its regulation, regardless of the particular 
form which the competition may take, which is the test of federal power.’’30 















An infringement committed in intrastate commerce but which affects interstate com- 






in 32 J. Pat. Orr. Soc’y 661 (1950); Rogers, The Inter-American Convention, 26 T. M. 
But. 169, 170 (1931). 

23. 60 Srar. 443 (1946), 15 U. S. C. A. § 1126(i) (1948). 

24. Id. §1127. 


25. Id. §1121. 
26. The term “mark” includes any trade-mark, service mark, collective mark, or certi- 


fication mark, entitled to registration under this Act whether registered or not. Id. §1127. 

27. Ibid., defining commerce. 

28. 38 Strat. 717 (1914), as amended, 15 U. S. C. A. §41 (1948). 

29. False or misleading advertisements, misbranding, passing off, use of misleading 
trade names, and giving products misleading names. See Derenberg, The Patent Office As 
Guardian of the Public Interest in Trade-Mark Registration Proceedings, 14 Law & CoNTEMP. 
Pros. 288, 301 et seq. (1949); Handler, Unfair Competition, 21 Iowa L. Rev. 175 (1936). 
Unfair competition, as used in §44 deals with the broad concept of unfair competition and 
not merely with “passing off.” Subsection (g) alludes to this concept in affording protection 
to trade names “without the obligation of filing or registration whether or not they form 
parts of the marks.” See notes 47 and 51 infra. 

30. United States v. Wrightwood Dairy Co., 315 U. S. 110, 120 (1942). 
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merce could clearly be regulated by Congress.*! The conclusion must be reached 
that since an action for unfair competition and affecting interstate commerce is an 
action arising under the Lanham Act the federal court has original jurisdiction. The 
preamble of the Act and the intent leave no doubt that the Lanham Act has removed 
the application of the Erie Doctrine relating to (1) trade-marks registered in the 
United States Patent Office and (2) common law claims joined with a registered 


mark, decisions to the contrary notwithstanding. It has been suggested that as a 
result of the Act the Erie Doctrine is also inapplicable in deciding cases of unfair 
competition.*? 

Eminent authorities responsible for the drafting and enactment of the Lanham 
Act are of the opinion that the Act establishes a federal code of unfair competition 
and therefore the Erie Doctrine is no longer binding on the federal courts. 
The courts thus far have failed to so interpret the Act.** The late Mr. Edward 
S. Rogers argued in 1945 that the various treaties the United States has made with 
most of the nations of both hemispheres had given us a federal code of unfair 
competition.** Ten years earlier he and Doctor Stephen P. Ladas, as a committee 
of the American Group of the International Association for the Protection of Indus- 
trial Property, reported to the Commissioner of Patents that the International Con- 
vention for the Protection of Industrial Property was self-executing in the United 
States.°° The judiciary attempted to inject this new and broader concept of 
unfair competition into American case law in the case of Bacardi Corp. of America 


31. Wickard v. Filburn, 317 U.S. 111, 122 (1942) ; Houston, East @ West Texas Ry. v. 
United States, 234 U. S. 342 (1914). But see Ex parte Gill, 87 U. S. Pat. Q. 274 (1950), 
where the Commissioner of Patents held that an operator of a paint shop on an interstate 
highway who had advertised in interstate newspapers and had served cars with foreign license 
plates was not doing business in interstate commerce. Cf. Martino v. Michigan Window 
Cleaning Co., 327 U. S. 173 (1945), where window washers engaged in serving customers 
who produced goods for interstate commerce were held to be engaged “in the production of 
goods for commerce.” See also Ex parte Standard Oil Co., 92 U.S. P. Q. 259 (C. P. 1952) 
which affirmed Ex parte Gill. The following language may clarify the apparent conflict: 
“For purposes of registration, a mark must be used in connection with goods or services 
rendered across state lines . . . ; but it does not necessarily follow that protection of a 
registered mark is limited to that commerce. In other words, the federal government may 
not recognize any rights in a mark until it has been used in interstate or foreign commerce, 
but after registration the protection afforded is from interference with the registrant’s rights— 
whether the interference is interstate or intrastate.’ Rospert, THe New Trape-Mark 
MANUAL, 14 (1947); see also pages 164-165. The same author in Commentary On The 
Lanham Act, 15 U. S. C. A. 265, 268-9 (1948) wrote: “It is therefore apparent that purely 
intrastate uses may come under the provisions of the Act if they have a substantial economic 
effect on interstate, territorial or foreign commerce.” See Hy-V Co. v. Campbell Soup Co., 
193 F. 2d 338 (C. C. P. A. 1952) which affirmed the Commissioner’s decision (86 U. S. P. Q. 
219) which distinguished the right to register from the right to use (Remedy). 

32. Rogers, Introduction to Ropert, THE New Trape-Mark ManuaLt XVI-XX 
(1946); New Concept of Unfair Competition Under the Lanham Act, 38 T. M. Rep. 259 
(1948) ; Diggins, Federal and State Regulation of Trade-Marks, 14 Law & Contemp. Pros. 
200 (1949); Lunsford, Trade-Marks and Unfair Competition—The Demise of Erie v. 
Tompkins? 40 T. M. Rep. 169 (1950). See Rogers, The Lanham Act and the Social Function 
of Trade-Marks, 14 Law & Contemp. Pros. 173, 177 et seq. (1949). See also, Giles, Unfair 
Competition and the Overextension of the Erie Doctrine, 41 T. M. Rep. 1056 (1951). Over- 
simplified, it is Mr. Giles’ thesis that the Erie case should never have been construed to 
apply to unfair competition which affects commerce. 

33. See note 2 supra. Cf. Hearings on H. R. 9041, 75th Cong., 3d Sess. 11-13 (1938) ; 
Hearings on H. R. 102, H. R. 5461 and S. 895, 77th Cong., Ist Sess. 137, 138 (1941); and 
Rosert, THE New Trape-Mark MANvaL 228 (1947). 

34. Rogers, Unfair Competition, 35 T. M. Rep. 126 (1945). 

35. 30 Bui. or U. S. T. M. Ass’n 1 (1935). 
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v. Domenech.®® The Bacardi case held that the Inter-American Convention was 
self-executing and created substantive rights. This decision was the basis for Mr. 
Rogers’ argument in 1945. However, the decision has met with passive resistance 
by the courts in the same manner as have the provisions of the Lanham Act on 
this point. Yet treaties represent the supreme law of the land.*7 After the Lanham 
Act was passed Mr. Rogers wrote: 


“I suggest, therefore, that the binding force of the decisions of the courts of the 
various states with respect to unfair competition and the obligation on the Federal 
Courts to apply them, supposed to result from Erie v. Tompkins are now removed. 
I suggest further that State decisions have been supplanted by the conventions and 
the Federal statute, and for the first time citizens of the United States are assured 
in Federal Courts of effective protection against unfair competition by national 
law.”’38 


After the effective date of the Lanham Act, Mr. Rogers again pointed out that 
we have a national code of unfair competition and that federal courts are given 
jurisdiction to enforce it under the Lanham Act.®® Still, the courts, with few 
exceptions, are silent on this specific point.*° 

The provisions of the Act, the treaties, and the conference reports are analyzed 
in The New Trade-Mark Manual.*! The author, Daphne Robert, after discussing 
the Congressional Hearings*? in detail, concluded as follows: 


“Tt is clearly apparent that an action for unfair competition is an action ‘arising 
under the Act,’ and therefore jurisdiction is in the Federal Courts, irrespective of 
diversity or lack of diversity of citizenship. The new Act makes an action for 
unfair competition relief a statutory right of action and protection will be granted 
under the Federal law and not limited to the common law of the States.’’43 


36. 311 U. S. 150 (1940). See also, Freer, Some Concepts of Unfair Competition at 
Home and Abroad, 36 T. M. Rep. 51 (1941); Ladas, The Self-executing Character of 
International Conventions on Industrial Property and Their Effect on Substantive Rights, 
36 T. M. Rep. 5 (1941). 

37. U.S. Const. Art. VI, Clause 2. For a complete treatise on the effect of treaties, 
see McDougal and Lans, Treaties and Congressional-Executive Agreements, 54 Yare L. J. 
181 (1945). 

38. Rogers, Introduction to Ropert, THE New Trape-Mark MANuAL XIX (1947). 

39. Rogers, New Concepts of Unfair Competition Under the Lanham Act, 38 T. M. 
Rep. 259 (1948). 

40. In Lane Bryant, Inc. v. Glassman, 95 F. Supp. 320, 323 (E. D. Mo. 1951), there 
was diversity in a suit for infringement and unfair competition, but conclusion of law number 
three reads: “The Trade-Mark Act of 1946 15 U. S. C. A. §1051 et seg. gives original 
federal jurisdiction of unfair competition claims affecting federal commerce regardless of any 
federal registration, and regardless of the citizenship of the parties or the amount in con- 
troversy.” The Court of Customs and Patent Appeals in In re Lyndale Farm, 186 F. 2d 723 
(C. C. P. A. 1951), in the first appeal arising on an application for registration filed in 
the Patent Office subsequent to the effective date of the Lanham Act, stated at page 726: 
“Thus it is that a federal cause of action exists in behalf of a United States citizen or 
resident whose trade name is unfairly used in a manner affecting commerce whereby the 
remedies of the Lanham Act provided for the infringement of registered marks are made 
available in repressing such acts of unfair competition affecting unregistered trade names.” 
(Italics in original.) The second circuit, Judge Clark dissenting, stayed an action for 
trade-mark infringement and unfair competition pending determination of a prior state 
court, declaratory judgment action between the parties. Beiersdorf @ Co. v. Duke Labora- 
tories, Inc., 187 F. 2d 14 (2d Cir. 1951), noted in 31 B. U. L. Rev. 402 (1951). 

41. Appendix, 241, 265-94, 298, 324. See also, Carter, Legislative History of the New 
Trade-Mark Act, 36 T. M. Rep. 121 (1946). 

42. Tur New Trape-Mark MANUAL 168-78 (1947). 
43. Id. at 177. 
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After setting forth the relevant portions of the International Conventions, the 
author continues with the following language: 


“Under the new Act, a Federal forum is provided and a yardstick is available for 
uniform determination of what constitutes unfair competition. Somewhat indirectly, 
but nevertheless effectively, a Federal Code of unfair competition is thus incor- 
porated into our law.’’44 


One of the more recent treatments of this subject has been by Bartholomew 
Diggins.*° He presents a strong argument to support the contention that the Erie 
Doctrine is eliminated. His construction of Section 39 with Section 44 is certainly 
worthy of consideration and from his discussion it would seem that cases involving 
“effective protection against unfair competition,” which would include all trade- 
mark and trade name cases and unfair competition cases, are actions arising under 
the Act. While it is true that the Act fails to define “unfair competition,” Diggins 
avers that it is for the federal courts to find and decide the meaning of the term in 
the same manner as they would interpret the remedies.*® 

When the definition of the term is left to the courts does this impose upon them 
the duty to legislate? This question would appear to be answered by the following 
statement by Mr. Rogers: 


“. . . [T]he specific methods of doing business which are forbidden are not so 
clearly defined. However, that is as it should be. For the courts are dealing with 
shrewd and ingenious defendants—with calculating competitors—who would like 
nothing better than to be told ‘this is as far as the court will go. You are safe 
so long as you refrain from these specific practices.’ 47 


44. Id. at 180. 

45. Federal and State Regulation of Trade-Marks, 14 Law & Contemp. Pros. 200 
(1949). The following language appears at page 213: “The Lanham Act not only eliminated 
the effects of the Erie decision in the Federal Courts, but makes state law wholly ineffective 
in all cases of unfair competition in commerce subject to the power of Congress.” See Note, 
28 N. C. L. Rev. 417, 422 (1950). 

46. Diggins, supra note 45, at 211. 

47. Rogers, New Concepts of Unfair Competition, 38 T. M. Rep. 259, 269 (1948). 
See also, F. T. C. v. Gratz, 253 U. S. 421, 437 (1920); Haines, Efforts to Define Unfair 
Competition, 29 Yate L. J. 1, 9 (1919-20); Handler, Unfair Competition, 21 Iowa L. Rev. 
175, 179 (1936); March, Unfair Competition Defined, 37 T. M. Rep. 731 (1947); Rogers, 
The Lanham Act and the Social Function of Trade-Marks, 14 Law & Contemp. Pros. ido, 
180 (1949), quoting Senator Pepper’s remarks when the Lanham Bill was reported favorably 
on May 14, 1946; 29 Harv. L. Rev. 763 (1919). See also, International News Service v. 
Associated Press, 248 U. S. 215 (1918) ; Steiff v. Bing, 215 Fed. 204 (S. D. N. Y. 1914), 
where it was said unfair competition consists of selling goods by means that shock judicial 
sensibilities; Philadelphia Leather Goods v. Fenklestein, 84 U. S. Pat Q. 51 (C. P., Pa. 1949): 
“Infringement of trade-mark and other marks of origin is an aspect of the law of unfair 
competition which cannot be reduced in every case to rigid rule... .” In Federal Telephone 
v. Federal Television, 180 F. 2d 250, 251 (2d Cir. 1950), the court concluded that there is 
only one question to be determined in such cases: “what damage to the first user will the 
second do by the use of the first user’s mark, or name or makeup, and what burden will it 
impose upon the second user effectively to distinguish the goods?” Callmann, Trade-Mark 
Infringement and Unfair Competition, 14 Law & Contemp. Pros. 185-86 (1949): “Under 
the theory of unfair competition, any trade-mark or similar device adopted by the plaintiff, 
registered or not, will be protected against stimulation attempted by a competitor which 
violates the rules of unfair competition and does injury to the plaintiff. The theory of unfair 
dealing would protect all trade-marks against injury, even if wrought by the conduct of a 
non-competitor, if such conduct can be characterized as a breach of the usages or ethical 
standards of fair dealing.” In Yale Electric Corp. v. Robertson, 26 F. 2d 972, 973 (2d Cir. 
1928), Judge Learned Hand wrote: “The law of unfair trade comes down very nearly 
to this—as judges have repeated again and again—that one merchant shall not divert 
customers from another by representing what he sells as emanating from the second.” 
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The legislative history of the Act indicates that the proponents of the legislation 
agreed that such an approach would be desirable. The Supreme Court stated in 
International News Service v. Associated Press*® that the right to protection against 
unfair competition is the right to protection in the conduct of a lawful business, 
thereby determining what constitutes unfair competition. Section 44 provides that 
the persons therein shall be entitled to effective protection against unfair competi- 
tion, and the same remedies provided for infringement are available in repressing 


unfair competition. 
A number of articles which have appeared in The Trade-Mark Reporter reach 
the same conclusion as the foregoing writers. Arthur A. March wrote: 


“. , . [W]e now apparently have a law defining Unfair Competition, in one aspect 
made in pursuance of a treaty which constitutes the supreme law of the land. 
Specifically it applies to citizens of the United States as well as to foreign nationals 

. it is urged that by Federal statutory law, applicable to all citizens engaged in 
commerce within the control of Congress, Unfair Competition has been defined.’’49 


Dr. Ladas, who drafted Section 44, agrees with Mr. Rogers that the Act changed 
the situation created by the Erie case.5° Text author, Rudolf Callmann, remarked 
that the Congressional Hearings furnish sufficient proof that the legislators were 
fully cognizant of the implication of Section 44, which deprived the rule of the Erie 
case of an important segment of its newly acquired domain.*! 

It thus appears that it was the intention of the experts who drafted the Act to 
create a federal cause of action for unfair competition. The commentators have 
pointed out that by reading the language of this section in the light of legislative 
history there seems to be a development of a new body of federal statutory law 
against unfair competition, and an action for unfair competition in commerce would 
be one “arising under the Act.” If their view is correct then jurisdiction over such 
causes is granted to the federal courts. If this reasoning is adopted by the courts 
federal substantive law should be applied. 


48. 248 U.S. 215 (1918). 

49. March, Unfair Competition Defined, 37 T. M. Rep. 731, 737 (1947); in a 
subsequent article March wrote: “With the historic foundation of the law on trade-marks in 
mind and with the new concept of the scope of commerce able to be regulated under the new 
Act, it seems unavoidable that intrastate infringement under the said facts would undoubtedly 
burden, affect and in fact interfere with interstate commerce and hence be actionable in 
the Federal Courts.” Territorial Scope of the Trade-Mark Act of 1946, 38 T. M. Rep. 955, 
966 (1948). He discussed the Federal Trade Commission Act, National Labor Relations 
Act, and Federal Food Drug and Cosmetic Act in order to ascertain what commerce may 
be regulated. See note 31 supra. 

50. Trade-Marks and Foreign Trade, 38 T. M. Rep. 278, 288 (1948): “These pro- 
visions have the effect of placing trade names and unfair competition under Federal control 
of Congress. I submit that this could be done directly in so far as interstate commerce is 
concerned, and it may be done thus indirectly in a proyision extending rights to foreigners 
and then securing the same benefits to American citizéns and residents as to foreigners.” 
Professor Braucher, in discussing the Uniform Commercial Code, made the following com- 
ments on the Lanham Act: “Conceivably Congress has power, for example to make the Code 
applicable to the sale of a five-cent candy bar by a local drug store whenever competing 
candy bars are shipped in from other states. Did the proposal mean to cover such a sale? If 
it did, better statutory language is found in the Lanham Act, applicable to trade-marks ‘used 
in commerce,’ which defines ‘commerce’ to mean ‘all commerce which may lawfully be 
regulated by Congress.’” Federal Enactment of the Uniform Commercial Code, 16 Law & 
Contemp. Pros. 100, 105 (1951). 

51. False Advertising As a Competitive Tort, 49 Cor. L. Rev. 876 (1948), 38 T. M. 


Rep. 1048, 1057-58 (1948). 
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The case of Johnson G Son v. Johnson** in a large measure confirmed the 
views of the commentators and the people responsible for the enactment of the 
legislation. Judge Learned Hand said the Lanham Act “did indeed put federal 
trade-mark law upon a new footing.”°? The eminent jurist stated further: 


“The Act of 1905 had made the registration of a trade-mark only prima facie 
evidence of ownership, and the question must be regarded as never finally settled 
whether it created a substantive federal trade-mark law, as distinct from the 
common law of the states, or whether it merely gave jurisdiction to the district 
courts and certain procedural advantages to the owner. The Lanham Act put an 
end to any doubts upon that score, and to the confused condition in which those 
doubts involved the whole subject, especially after Erie Railroad Company v. 


Tompkins . . . it is no longer open to doubt that the present act created rights 
uniform throughout the Union, in the interpretation of which we are not limited 
by local law. . . .”54 


The case of Briddell, Inc. v. Alglobe Trading Corporation®® held that plain- 
tiff could not enjoin defendant’s use of a detailed copy of plaintiff's unique but 
unpatented design, without a showing of (1) a patent on his design or (2) the 
fact that his design had acquired a secondary meaning. There was no patent, 
and the second circuit (per Judge Frank) was not convinced that the evidence 
of consumer confusion was sufficient to establish secondary meaning. Judge Frank 
stated, relying in part on the Johnson case: 

“We have no occasion to consider whether the Lanham Act, 15 U. S. C. Sec. 

1126(h)(i) applies here. This circuit has not yet decided whether that Act creates 

a new federal right against ‘unfair competition.’ See Cutting Room Appliance 

Corp. v. Empire Cutting M. Co., 188 F. 2d 997 (88 U. S. P. Q. 163) (C. A. 2). 

But even if we assume, arguendo, that the Act does apply, we think that it cannot 

affect our conclusion: Under the Act, the likelihood of consumer-confusion remains, 

just as theretofore, the test of secondary meaning. S. C. Johnson & Son v. Johnson, 

175 F. 2d 176, 180 (81 U. S. P. Q. 509, 513) (C. A. 2).”56 
Judge Clark dissented, feeling that the majority established too high a standard 
of proof of consumer confusion. He stated that “That means that even the rawest 
copying will not be actionable. And that is new law. . . .”°7 

Does the Johnson case mean that the doctrine of Erie v. Tompkins is no 
longer applicable to unfair competitive cases? The Stauffer case answers this 
question in the affirmative, but the district court of New York (second circuit) 
does not agree. No doubt it will be argued that the Johnson dicta applies only 
to registered trade-marks. It is suggested that Mr. Justice Pitney furnished the 
rebuttal to this argument in the following language: 


“This essential element [sale of one manufacturer’s goods for another] is the same 
in trade-mark cases as in cases of unfair competition unaccompanied with trade- 


52. 175 F. 2d 176 (2d Cir.), cert. denied, 338 U. S. 860 (1949). Relief was denied by 
the majority and there was a delay of sixteen years in filing the supplemental bill. See 
this writer’s comments 41 T. M. R. 923 at 941 (1951). 

53. Id. at 178. 

54. Ibid. But see Kitty Kelly Shoe Corp. v. Stallings, 84 F. Supp. 816 (E. D. Mich. 
1949), where it was said that “the Trade-Mark Act of 1946 does not give the plaintiffs any 
substantive rights.” This case was discussed by Ross, 11 U. or Pitt. L. Rev. 158 (1949). 

55. 92 U.S. Pat. Q. 100 (2d Cir. 1952). 

56. Id. at 104. 

57. Id. at 104 and 105. 





42 T.M.R. UNFAIR COMPETITION 


mark infringement. . . . The protection accorded trade-marks is merely protection 
against swindling.”58 


Callmann reasons that the law of trade-marks is commonly said to be a branch 
of our law of unfair competition.°® The courts were reluctant to emancipate 
unfair competition from its common-law servitude and to give impetus to the 
development of its common-sense concept. He explained that the Act is in harmony 
with this tradition. Section 43(a)®° codified the proposition, enunciated by the 
cases,®°! that a willfully false use of a geographical name on goods might be 
enjoined and established a broader concept by omitting the word “willful.” He 
aptly pointed out that the second circuit withdrew the comfort offered by the 
Act by holding in the case of California Apparel Creators v. Weider of California®? 
that the new provision merely codifies the doctrine of the earlier cases. However, 
the court was cognizant of the Lanham Act, but unfortunately the decision was 
rendered two weeks prior to the effective date of the Act. The case of Chamberlain 
v. Columbia Pictures Corp.®* was not so liberal with Section 43(a). This case 
was the first appellate interpretation of Section 43(a) of the Act. It held the Act 
had not changed the common law requirement of “passing off’ in an action for 
false advertising. In any event, this section is cited for the purpose of showing 
that Congress provided for unfair competition actions involving false advertising. 


Tue Jupicia, Cope or 1948 


One reason for the conflicting results in the Stauffer and Ross cases was the 
interpretation of the 1948 provision of the Judicial Code. The Court of Appeals 
for the Ninth Circuit construed this section to be a codification of Hurn v. Ousler,® 
which held that because the federal claim, copyright infringement, and the non- 
federal claim, unfair competition, were two grounds supporting a single cause of 
action, the federal court had jurisdiction over the entire complaint. In doing 
so the court decided that the purpose of Section 1338(b) was to extend federal 
jurisdiction to the furthest possible extent by means of the rule that where juris- 
diction is established on a federal ground, the court may dispose of the entire 


58. Hanover Star Milling Co. v. Metcalf, 240 U. S. 404, 412-13 (1916). See also, 
Chaffee, Unfair Competition, 53 Harv. L. Rev. 1289, 1299 (1940). 

59. False Advertising As a Competitive Tort, 49 Cor. L. Rev. 876 (1948), 38 T. M. 
Rep. 1043 (1948). 

60. 60 Srar. 441 (1946), 15 U. S. C. A. §1125(a) (1948): “Any person who shall 

. use in connection with any goods or services . . . false designation of origin, or any false 
description or representation . . . and shall cause such goods or service to enter into com- 
merce . . . shall be liable to a civil action . . . by any person who believes that he is likely to 
be damaged by the use of any false description or representation.” 

61. Grand Rapids Furniture Co. v. Grand Rapids Furniture Co., 127 F. 2d 245 (7th 
Cir. 1942) ; Pillsbury-Washburn Flour Mills Co. v. Eagle, 86 Fed. 608 (7th Cir. 1898). 

62. 162 F. 2d 893 (2d Cir.), cert. denied, 332 U. S. 816 (1947). 

63. 186 F. 2d 923 (9th Cir. 1951), noted in 64 Harv. L. Rev. 1383 (1951). The 
court followed the Stauffer decision with the following comment at 924: “The various 
provisions of the Lanham Act now give protection under federal law regardless of the 
registration under federal law of the trade name concerned, provided the unfair competition 
takes place in interstate commerce.” 

64. 28 U.S. C. A. §1338 (1948), effective Sept. 1, 1948. 

65. 289 U.S. 238 (1933). See also, Musher Foundation v. Alba Trading Co., 127 F. 2d 
9 (2d Cir. 1942). 
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case. However, reliance on Section 1338 is unnecessary where there is an inde- 
pendent ground of federal jurisdiction over an action for unfair competition. It 
was the court’s opinion that the Lanham Act created an independent ground of 
jurisdiction and the provisions of the Lanham Act were not repealed by the 
revised Judicial Code. 

The Ross case, on the other hand, held that the interpretation by the ninth 
circuit court rendered a nullity the most recent Congressional enactment on the 
subject.°* This statement implies that Section 1338(b) repeals Sections 39 and 44 
of the Lanham Act. Furthermore, Judge Ryan did not believe that the Lanham 
Act required the court to take jurisdiction. He averred that if Congress had 
intended to work such a radical change in the law it would have made it clear 
in unmistakable language. 


In Old Reading Brewery, Inc. v. Lebanon Valley Brewing Company®" 
defendant sought to remove the trade-mark infringement and unfair competition 
case from a state to a federal district court. On plaintiff’s motion to remand the 
case to the state court, it was held, since plaintiff's mark was not registered, that 
Section 1338(b) was of no avail in establishing a claim arising under the laws of 
the United States, because an unregistered mark could not support a claim arising 
under the trade-mark laws. Furthermore, the court held that there was no showing 
that defendant had used plaintiff's mark in interstate commerce. Thus, the court 
stated that the Stauffer case was inapplicable even though it did grant protection to 
an unregistered trade name, because there the ninth circuit was careful to point out 
that the unfair competition must affect interstate commerce. The Stauffer case was 
discussed in regard to another point. It protected an unregistered trade name, and 
therefore, it was cited by defendant in the Old Reading case to establish federal 
jurisdiction even though plaintiff’s mark here was not registered. The theory of 
the Stauffer case was somewhat as follows: Section 44(b) protects nationals of 
foreign signatories to the trade-mark treaties; Subsection (g) states that trade 
names of those described in Subsection (b) shall be protected without registration; 
Subsection (h) declares that those described in Subsection (b) shall be entitled 
to effective protection against unfair competition; and Subsection (i) provides 
that citizens of the United States shall have the same benefits as do foreign 
nationals. Thus, defendant here contended that federal jurisdiction is established 
even without registration. However, the court disagreed, stating that the Stauffer 
case may be correct as to unregistered trade names, but that the present case in- 
volved a trade-mark, and that the case of In re Lyndale Farm®* had demon- 
strated that the rule of the Stauffer case must be limited to unregistered trade 
names, as opposed to unregistered trade-marks. Furthermore, the court seemed to 


66. “The district courts shall have original jurisdiction of any civil action asserting a 
claim of unfair competition when joined with a substantial and related claim under the 
copyright, patent or trade-mark laws.” 28 U. S. C. A. §1338(b) (1948). Subsection (a) 
reads as follows: “The district courts shall have original jurisdiction of any civil action 
arising under any Act of Congress relating to patents, copyrights and trade-marks. Such 
jurisdiction shall be exclusive of the courts of the states in patent and copyright cases.” 

67. 92 U. S. Pat. Q. 38 (M. D. Pa. 1951). 

68. 186 F. 2d 723 (C. C. P. A. 1951). See note 40 supra. 
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agree with the Ross case on the interpretation of Section 1338(b) of the Judicial 
Code. 

Which of these decisions sets forth the correct view? To determine this 
question it is necessary to examine the case law and the views of the commentators 
on this subject. Diggins contends that the Judicial Code contains a further 
expression of the Congressional intent to broaden the jurisdiction of the federal 
courts in trade-mark and unfair competition matters and cites Subsection (b) of 
Section 1338.9 In Block v. Platt’® the district court interpreted the section to 
the effect that only those claims joined with claims for infringement come within 
original jurisdiction. A federal district court in New York held that this section 
was merely a codification of the previously existing law as stated in the Hurn case; 
the court failing to comment on Subsection (a).74_ Another court’? held that 
Section 1338 is more than a mere legislative expression of the Hurn doctrine, and 
that the intention was to dispense with the “substantial identity of proof” require- 
ment and to adopt the views of Judge Charles E. Clark.*® This case conflicts with 
Kleinman v. Betty Dain Creations, Inc.,’* a case from the second circuit, which 
held that the claims must be related and which followed the “substantial identity 
of proof” theory. There was a vigorous and cogent dissent by Judge Clark. The 
dissent rather forcefully argues that Section 1338(b) of the new Judicial Code 
is adequate authority for holding that the district court did have jurisdiction of 
the unfair competition claim. Judge Clark points out the wasteful economic 
consequences of the rule followed by the majority. That is, after having gone 
through the trial in the district court, plaintiff must now begin anew in a state 
court if he wishes to recover on his unfair competition claim. Judge Clark shows 
that Section 1338(b) does not require that the unfair competition claim be “sub- 
stantial.” That requirement relates only to the main claim, the “claim under the 
copyright, patent or trade-mark laws.” Here, the main claim, based on a duly 
granted patent, was certainly substantial. Therefore, the related claim should be 
decided on its merits in the federal system and not dismissed, to continue to 
plague the parties and the state courts. 

This view is in substantial agreement with the theory set out in this paper 
and is expressly approved of by Derenberg."® 





- 69. ere and State Regulation of Trade-Marks, 14 Law & Contemp. Pros. 200, 
206 (1949). 

70. 87 F. Supp. 49 (N. D. Ill. 1949). 

71. Newman v. Nursery Plastics, 83 U. S. Pat. Q. 249 (S. D. N. Y. 1949). 

72. Schreyer v. Casco Products Corp., 89 F. Supp. 177 (D. Conn. 1950). 

73. Zalkind v. Scheinman, 139 F. 2d 895 (2d Cir. 1942); Musher Foundation v. Alba 
Trading Co., 127 F. 2d 9 (2d Cir. 1942). These were dissenting opinions. The court in the 
Schreyer case, supra note 72, wrote at page 178: “The revisers attempted in section 1338(b) 
of Title 28 to include in statutory form the existing federal case law on the subject. They 
recognized that there was a difference of opinion, to which they called attention in their 
notes on the section, as to the interpretation of Hurn v. Oursler. The terms they chose to 
express the revision, however, appear more apt to state the view of Judge Clark’s dissents 
than that of the majority in the Second Circuit cases.” See also, Report of the House 
Committee on the Judiciary, H. R. Rep. No. 3214, 80th Cong., 2d Sess. 6 (1948). 

74. 189 F. 2d 546 (2d Cir. 1951). For a discussion of the conflicting decisions, see 
Steinhardt Novelty Co. v. Arkay Infants Wear, Inc., 85 U. S. Pat. Q. 162 (E. D. N. Y. 1950) ; 
cf. Paramount Industries Inc. v. Solar Products Corp., 186 F. 2d 999 (2d Cir. 1951). 

75. The Fourth Year of Administration of the Lanham Trade-Mark Act of 1946, 90 
U. S. Pat. Q. Part II, 1, 14 (1951). 
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District Judge Yankwich, an experienced trade-mark jurist, held that under 
Section 1338(b), when an unfair competition claim is joined with a claim of 
infringement, the court may exercise jurisdiction even though it finds that the 
only remedy to which the plaintiff is entitled is one to repress the unfair com- 
petition and not to redress the alleged infringement.7® 

Very little comfort can be received from trying to reconcile the foregoing 
opinions. It is necessary to resort to the reviser’s note as was done by the ninth circuit 
in the Stauffer case. This note states: 


“Subsection (b) is added and is intended to avoid ‘piecemeal’ litigation to enforce 
common-law and statutory copyright, patent, and trade-mark rights by specifically 
permitting such enforcement in a single civil action in the district court. While 
this is the rule under Federal decisions, this section would enact it as statutory 
authority. The problem is discussed at length in Hurn v. Oursler, 1933, 289 U. S. 
238, 53 S. Ct. 586, 77 L. Ed. 1148, and in Musher Foundation v. Alba Trading Co., 
C. C. A. 1942, 127 F. 2d 9, majority and dissenting opinions.”77 


Mr. Barron”® also wrote: ‘The statutory confirmation of the jurisdiction of federal 
courts in cases like these should not be regarded either as an extension or limitation 
of ancillary jurisdiction in other cases or under other circumstances.”7® 

It is suggested that while the interpretations of this section have been con- 
fusing and complex, it is apparent that Section 1338 did not repeal any of the 
provisions of the Lanham Act. Specific provisions of the new Judicial Code provide 
for specific repeal of statutes to be repealed and categorically prohibit the appli- 
cation of a theory of implied repeal. The sound rule that implied repeals are not 
favored and should be avoided, if a reasonable construction permits, is reinforced 
by Section 39 of the Act of June 25, 1948,8° which sets out schedules of statutory 
provisions which it declares “hereby repealed.” No provision of the Lanham Act 
appears. Therefore, Section 1338(b) does not affect the jurisdiction granted under 
that Act.! 


76. Sunbeam Corp. v. Sunbeam Furniture Corp., 88 F. Supp. 852 (S. D. Cal. 1950). 
Cf. Dubil v. Rayford Camp @& Co., 184 F. 2d 899 (9th Cir. 1950); Bulova Watch Co. v. 
Stolzberg, 69 F. Supp. 543 (D. Mass. 1947), 60 Harv. L. Rev. 821 (1947). In Lane Bryant, 
Inc. v. Glassman, 95 F. Supp. 320 (E. D. Mo. 1951), the court said at page 323: “Where a 
federal court has original jurisdiction because of the claim of infringement of a federally 
registered trade-mark that is not plainly without substance, a federal court has derivative 
jurisdiction of related unfair competition counts, regardless of citizenship of the parties or 
the amount in controversy; the claim of unfair competition here is clearly related to the 
claim for infringement of the federally registered trade-mark.” 

77. 6 U.S. Cope Conc. Serv. 1839 (1948). 

78. Chief Reviser, Title 28, United States Code. 

79. The Judicial Code 1948 Revision, 8 F. R. D. 439, 442 (1949). See Appendix at 
447. In Moore’s COMMENTARY ON THE UNITED States JupiciaL Cope 150 (1949), it is 
said: “This subsection stems from Hurn v. Oursler, is thoroughly consistent with that case, 
but goes much further than the facts required the Court to go in that case. Under Sec. 
1338(b) there is jurisdiction of the claim of unfair competition when the claim under the 
copyright, patent or federal trade-mark law is substantial and related to the claim of unfair 
competition. The latter claim need not involve the identical facts, as some courts have 
insisted on. It suffices if there is a real factual or legal relation. If this broad and fair 
construction of the subsection is adopted it will carry out the revisers intention ‘to avoid 
“piecemeal” litigation’; and federal jurisdiction to that extent has been broadened.” 

80. 62 Star. 992 (1948). 

81. 6 U. S. Cope Conc. Serv. 1670 (1948), contains specifically the laws enacted in 
the year 1946 which are repealed. No provision of the Lanham Act has been repealed; it 
is said at page 1669: “Sections 35 and 36 provide for the specific repeal of all laws incor- 
porated in the revision and other superseded and obsolete revisions relating to the courts. 
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This conclusion is verified when considered with Section 13378? which pro- 
vides: “The district courts shall have original jurisdiction of any civil action or 
proceeding arising under any Act of Congress regulating commerce or protecting 
trade and commerce against restraints and monopolies.” (Italics added.) The 
regulation of trade-marks used in commerce and the protection of commerce 
against unfair restraints is within the purview and scope of the Lanham Act, the 
title of which provides for protection of trade-marks used in commerce. 

It is believed that when Sections 1337 and 1338 of the Judicial Code are read 
in conjunction with Sections 39, 43(a), 44(h), 44(i), and 45 of the Lanham Act, 
it is clearly apparent that the courts have jurisdiction of unfair competition cases 
involving a mark, registered or not, when interstate commerce is involved. With the 
exception of the Stauffer, Landstrom, and Root Beer cases, the courts have not yet 
gone this far, but the interpretations of Section 1338 indicate a trend in this direc- 
tion.8% 

THE JeEwet Case 

Here the Court of Appeals for the Seventh Circuit sustained a claim for 
unfair competition and dismissed the claim for trade-mark infringement because 
of the local, intrastate nature of defendant’s business.“ Nowhere in the body of 
the opinion is there any reference to the Lanham Act or the Judicial Code. 
Jurisdiction was based on federal registration and diversity of citizenship since 
plaintiff is a New York corporation, successor to an Illinois corporation, and de- 
fendant operates only in the vicinity of Chicago. The court stated that it must 
follow the rule of the Supreme Court®> and apply the appropriate state law. 
Instead of referring to the Lanham Act, the Judicial Code, or the Hurn case, 
the court cited Mr. Justice Pitney’s decision,®® to the effect that the law of trade- 
marks is but a part of the broader field of unfair competition, and quoted from 
the case of Armstrong Paint @ Varnish Works v. Nu-Enamel Corp.®’ This excerpt 





The schedule was carefully checked and rechecked many times. This method of specific 
repeal will relieve the courts of the burdensome task of ferreting out implied repeals.” See 
also, Lane Bryant, Inc. v. Glassman, 95 F. Supp. 320 (E. D. Mo. 1951), and notes 40 and 76 
supra. 

82. 28 U.S. C. A. §1337 (1948). For a discussion of this section, see Braucher, Federal 
Enactment of the Uniform Commercial Code, 16 Law & Contemp. Pros. 100, 111 (1951). 

83. Cutting Room Appliance Corp. v. Empire Cutting Machine Co., 186 F. 2d 997 
(2d Cir. 1951); Paramount Industries Inc. v. Solar Products Corp., 186 F. 2d 999 (2d Cir. 
1951). See notes 19 and 74 supra. 

84. Jewel Tea Co. v. Kraus, 187 F. 2d 278 (7th Cir. 1950). Cf. Stauffer v. Exley, 184 
F. 2d 962 (9th Cir. 1950) and Ross Products, Inc. v. Newman, 94 F. Supp. 566 (S. D. N. Y. 
1950). The lower court in the Jewel case, 88 F. Supp. 1003, 1005 (N. D. Ill. 1950), did 
state: “The infringement of a Federally registered trade-mark in which the cause of action 
is dependent on Federal registration requires an allegation that the transactions occurred in 
interstate commerce.” The court cited 2 Nims, UNFrarr CoMPETITION AND TRADE-MaARKS 
1000 (1947). This work of Nims does not deal with the provisions of the Lanham Act. 
Furthermore, on the same page Nims wrote: “However, it is now definitely determined, that 
where several grounds in support of a single cause of action are asserted, some of which 
involve a Federal question and others of which do not, a Federal Court, having obtained juris- 
diction of the cause because of the Federal question involved, it has jurisdiction also over 
non-Federal issues. The absence of jurisdictional averments with reference to the non-Federal 
issue, such as a claim for unfair competition, does not deprive the court of jurisdiction to 
grant relief to such claim.” 

85. Pecheur Lozenge Co. v. National Candy Co., 315 U. S. 666 (1942); Fashion 
Originators’ Guild of America v. Federal Trade Commission, 312 U. S. 457 (1941). 

86. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 413 (1916). 

87. 305 U. S. 315 (1938). 
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is: “The facts supporting a suit for infringement and one for unfair competition 
are substantially the same.” 

This case does substantiate the views of Rogers and the other proponents 
of the Trade-Mark Act of 1946 that an attempt to define unfair competition 
should be avoided. The language of the court is as follows: ‘Whether a claim 
based on unfair competition exists depends upon the peculiar facts of each case. 

. Generally speaking, however, it can be said that in all cases of unfair com- 
petition it is the principles of old-fashioned honesty which are controlling.” 

Of particular significance is the fact that the court, in the passage quoted 
above, cited the cases of Sinko v. Snow-Craggs®® and Radio Shack Corp. v. Radio 
Shack, Inc.®! In the first case the court based its decision upon the general prin- 
ciple that “equity will protect the honest, and restrain the dishonest, trader,’ 
and followed exclusively decisions of the federal courts. The only state decision 
cited was one of Mr. Justice Holmes’ opinions rendered when he was on the 
Supreme Court of Massachusetts. The Sinko case was decided more than a year 
after the Erie case, and eight months after that doctrine was held applicable 
in trade-mark and unfair competition cases?* but failed to apply Illinois law as 
required by the Erie Doctrine. Two years later the same court®* reversed the 
trial court which had decided a case on the basis of International News Service v. 
Associated Press.°° The court of appeals said: 


“It appears that the lower court decided the case upon general Federal law. At 
any rate, it is certain that the law of unfair competition, as announced by the 
Court of Illinois, was not applied. We are therefore at the threshold of our 
consideration met with defendants’ contention that under Erie v. Tompkins .. . the 
law of the state, as announced by its courts must be given effect . . . the law of 
unfair competition, as announced in Illinois, must be applied.’’96 


In the Radio Shack case the court held that the Illinois law must be applied 
but in a footnote®’ referred to an article, “The National Law of Unfair Com- 


88. Ibid. 

89. Jewel Tea Co. v. Kraus, 187 F. 2d 278, 282 (7th Cir. 1950). 

90. 105 F. 2d 450, 452 (7th Cir. 1939). 

91. 180 F. 2d 200, 206 (7th Cir. 1950). 

92. 105 F. 2d 450, 452 (7th Cir. 1939). 

93. Kellogg Co. v. National Biscuit Co., 305 U. S. 111 (1938). It is noteworthy that in 
Armstrong Paint & Varnish Works v. Nu-Enamel Corp., 305 U. S. 315 (1938), reported in 
the same volume, the Supreme Court did not cite a single state decision. Yet this case is 
also cited in the Jewel case. 

94. Addressograph-Multigraph Corp. v. American Expansion Bolt & Mfg. Co., 124 
F. 2d 706 (7th Cir.), cert. denied, 316 U. S. 682 (1941). But cf. Philco Corp. v. Phillips 
Mfg. Co., 133 F. 2d 663, 667, 672 (7th Cir. 1943), which held that federal law applied 
only in situations involving passing off effected solely by the use of the registered marks, but 
that federal law was not applicable if either party’s mark is used only in intrastate commerce 
or if both marks are unregistered; and Dwinell-Wright Co. v. National Fruit Products, 140 
F. 2d 618, 620 (1st Cir. 1944), to the effect that on the question of infringement of registered 
marks, the applicable law is the federal statutory law and if the statute is ambiguous or silent 
then federal case law applies. See Zlinkoff, supra note 3. 

95. 248 U.S. 215 (1918). 

96. Sinko v. Snow-Craggs, 105 F. 2d 450, 452 (7th Cir. 1939). 

97. 180 F. 2d 200, 206 n. 1 (7th Cir. 1950): “But see interesting article . . . entitled, 
‘The National Law of Unfair Competition.’ Professor Bunn cites the provision of the 
F. T. C. Act of 1914, as amended in 1938: ‘Unfair methods of competition in commerce and 
unfair or deceptive acts or practices in commerce are hereby declared unlawful.’ His con- 
clusion is quite persuasive that as the Act nowhere provides that the jurisdiction of the 
F. T. C. is exclusive by authorizing enforcement when the public interest is involved, ‘a 
court having jurisdiction of a private unfair competition case involving interstate commerce 
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petition,”® and Section 43(a) of the Lanham Act. It seems that the court in 


the Jewel case failed in its duty to clear up the conflict of decisions.°® By referring 


to the foregoing cases this circuit invited a clarification of the law as it exists 
today, and it is disappointing that the court failed either to apply or discuss the 
Lanham Act. 
CoNCLUSION 

The deficiencies in the prior law and the confusion and conflict in the laws 
of various states were largely responsible for the enactment of the Act of 1946. 
The need for uniform regulation was recognized as early as 1921. This situation, 
coupled with the inadequacy of the 1905 Act and the added confusion subsequent 
to 1938, resulted in the passage of the Lanham Act.!°° Thus, Congress recognized 
that in the field of trade-marks and unfair competition uniformity is essential to 
protect and preserve commerce, the public,!°! and the rights of trade-mark owners. 
It is hoped that the courts will also recognize this fact and carry out the Congres- 
sional intent. 


should, therefore, apply the federal law established by the Act,’ adding that if there were 
any doubt about this proposition before 1946, it has been dispelled, at least for the most 
important forms of unfair competition, by Sec. 43(a) of the Lanham Act.” 

98. Bunn, 62 Harv. L. Rev. 987 (1949). See also, Sampson Crane Co. v. Union Nat. 
Sales, 87 F. Supp. 218 (D. Mass. 1949); Sheldon-Claire Co. v. Judson Roberts Co., 88 F. 
Supp. 120 (S. D. N. Y. 1949). 

99. ‘Many of the decisions on the question of unfair competition seem to be in conflict. 
One line of cases adopts a narrow rule of construction, where the word appropriated as a 
trade-mark or trade name was originally descriptive and thus is not distinctive, while 
another line of cases extends broad protection where the trade-mark or trade name is arbi- 
trary and fanciful. . . . In other cases the matter of prime concern is whether competition 
actually existed between the parties in the dispute.” Jewel Tea Co. v. Kraus, 187 F. 2d 278, 
282 (7th Cir. 1950). Yet the court makes no comment on the Johnson case, which held that 
the theory of Yale Electric Corp. v. Robertson, 26 F. 2d 972 (2d Cir. 1928), has become 
statutory law under the Act which made protection of the new right coextensive with the 
law of unfair competition as it was in 1946. The language of Judge Sweeney in Mendes v. 
New England Duplicating Co., 94 F. Supp. 558, 560 (D. Mass. 1950), is interesting: “The 
law governing the issues in this case is the federal law. It was decided by this Court that 
issues arising under the head of infringement of a federally registered trade-mark are gov- 
erned by federal rather than by state law. See Bulova Watch Co. v. Stolzberg, 69 F. Supp. 
543 (72 U. S. P. Q. 72), and Dwinell-Wright Co. v. National Fruit Product Co., 140 F. 2d 
618 (60 U. S. P. Q. 304). The present trade-mark statute known as the Lanham Act, 15 
U. S. C. A. Secs. 1051-1127, does not appear to deal specifically with this conflicts question, 
but both the Act itself in 15 U. S. C. A., Sec. 1127, and the Senate Committee Report on 
the Act, 1946, U. S. Code Cong. Serv., pp. 1276-7 manifest an intent to regulate trade-marks 
used in interstate commerce along uniform national lines, thereby avoiding the chaotic 
interference of diverse state laws. Such a policy calls for the application of the rule in the 
Bulova case, supra.” The seventh circuit had remarked in 1943 in Philco Corp. v. Phillips 
Mfg. Co., 133 F. 2d 663, 672 (7th Cir. 1943), that “The intention of Congress was to 
achieve uniformity within the area occupied. Insofar as State law conflicts with the policy 
of the Trade-Mark Acts (1905 and 1920), it must yield to superior law.” 

100. The report of the Senate Committee on Patents, Sen. Rep. No. 1333, 79th Cong., 
2d Sess. (1946), urged passage as follows: “Trade is no longer local, but is national. Marks 
used in interstate commerce are properly the subject of Federal regulation. It would seem 
as if national legislation along national lines securing to the owners of trade-marks in inter- 
state commerce definite rights should be enacted and enacted now.” See also Braucher, 
Federal Enactment of the Uniform Commercial Code, 16 Law & Contemp. Pros. 100, 105 
(1951). 

101. For articles dealing with the public interest, see Derenberg, The Patent Office as 
Guardian of the Public Interest in Trade-Mark Proceedings, 14 Law & Contemp. Pros. 288 
(1950); Lunsford, The Unwary Purchaser in Unfair Trade Cases, 1 Mercer L. Rev. 48, 63 
(1949); Ascertaining the Facts in Unfair Trade Cases, 40 T. M. Rep. 753, 769 (1950); 
Oppenheim, The Public Interest in Legal Protection of Industrial and Intellectual Property, 
7 T. M. Rep. 613 (1950). See also, Stahly, Inc. v. Jacobs Co., 183 F. 2d 914, 917 (7th 
tir. 1950). 
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PART II 


TELECHRON, INC v. TELICON CORPORATION 
No. 10512—C. A. 3—September 9, 1952 


Trape-Mark Act oF 1905—REcIstTRABILITY—SeEcTION 5 (b) 
TrapE-Marks—Worps CAPABLE OF ExcLUSIVE APPROPRIATION—GENERAL 
1905 Act provision corresponds generally to doctrine of equity jurisprudence pre- 
cluding use of descriptive words as technical trade-marks. 
Distinction between descriptive and suggestive words for purposes of trade-mark 
appropriation is not arbitrary; suggestive words may become technical trade-marks. 
Question as to how a particular word has been used and understood is one of fact. 


TRADE-MarKks—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Telechron” held not descriptive of electric clocks and motors. 
Trial court’s findings that “Telechron” had not become name of any article or 
category of articles sustained. 


Trape-Marxs—Loss or Rigots—GENERAL 
Whether word formerly associated with patented article as trade-mark passed into 
public domain upon expiration of patent depends upon whether word has in fact become 
name of article itself. 
TrapE-Marks—CoONFUSING SIMILARITY—-PARTICULAR INSTANCES 
“Telicon” held a colorable imitation of “Telechron” within concept of trade-mark 
infringement. 


Trape-Mark INFRINGEMENT—BASIS OF RELIEF—GENERAL 
It is not essential to infringement of registered trade-mark that junior in the field 
intended to appropriate predecessor’s mark. 
Defendant persisting in use of mark after notice took risk of too close resemblance 
and must stand or fall on merits of contested issue of confusing similarity. 
As between two arbitrary marks any doubt as to likelihood of damage should be 
resolved in favor of first user. 


Trave-M: RKs—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 
Radio sets, television sets, and electric clocks and timers held all within common 
merchandising field; and large radios and television sets held goods of substantially the 
same descriptive properties as electric clocks and small radios. 


Courts—Evipence—JvupiciAL Notice 
Court takes judicial notice that many well known radio manufacturers have added 
television sets to their lines. 
TraADE-MarK INFRINGEMENT AND UNFAIR COMPETITION—ScoPpE OF RELIEF—PARTICULAR 
INSTANCES 
Plaintiff held entitled to injunction restraining defendant from using “Telicon” 
both as part of its name and in connection with merchandising of radio and television sets 
and equipment. 
Injunction predicated on unfair competition held an a fortiori conclusion in view 
of circumstances sustaining it on grounds of trade-mark infringement. 


Appeal from District of Delaware. 

Trade-mark infringement and unfair competition suit by Telechron, Inc. against 
Telicon Corporation. Defendant appeals from judgment granting injunction. 
Affirmed. 

Phillip Handelman, of New York, N. Y., for Defendant-appellant. 
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James F. Hoge, Lenore B. Stoughton and George M. Chapman, of New York, N. Y., 
and Hugh M. Morris and Alexander L. Nichols, of Wilmington, Del., Hector 

M. Holmes, of Boston, Mass., for appellee. 

Before Goopricu and Hastie, Circuit Judges, and Mopare ut, District Judge. 
Hast, C. J.: 

This is an appeal from a decree for plaintiff, Telechron, Inc., against defendant, 
Telicon Corporation, pursuant to a complaint charging trade-mark infringement and 
unfair competition. The district court adjudged that plaintiff’s ‘““Telechron” is a 
valid registered trade-mark, that “Telicon” as used by defendant is a colorable and 
infringing imitation of “Telechron” and that defendant be permanently enjoined 
from the use of “Telicon” both as part of its name and in connection with the 
merchandising of radio and television sets and equipment. 


A careful and elaborate district court opinion,' with nearly 100 supporting foot- 
note references to particular items in the large record of two hearings, and the clear 
briefs and arguments of counsel have simplified our task of identifying, analyzing 
and disposing of the decisive issues. And since we agree with the ultimate conclu- 
sions and the judgment of the district court, this opinion will be restricted to par- 
ticular points upon which additional discussion may be helpful. 


We begin with the status of “Telechron” as a registered trade-mark. In 1918 
Henry Warren obtained letters patent for a timing device, the novel feature of 
which was a self starting synchronous electric motor successfully adapted to the 
operation of a clock. At the outset the device was manufactured and sold by Warren 
Clock Co. That company changed its name in 1926 to Warren Telechron Co., which 
in 1946 became Telechron, Inc. Ever since 1918 this corporation has been engaged 
in the manufacture and sale of synchronous electric motors and clocks and sundry 
related timing and switching devices. The enterprise has been highly successful. 


In 1919 the inventor Warren coined the word “Telechron” which has been used 
ever since by the Warren Clock Co. and its successors in connection with their 
products and, since 1926, as part of the corporate name of the enterprise. In 1923 
the corporation registered “Telechron” as a trade-mark for clocks, and in 1924 
as a trade-mark for electric motors. There have been appropriate renewals of 
registration. 

“Telechron” was formed by prefixing the Greek root “chron” with “tele’’, itself 
a combining form of Greek origin. “Kronos” was the mythological “God of Time”. 
Adverbially, “tele” signified “from afar”. Thus the etymology of the coined word 
yielded a connotation of “time from a distance”. 


The district court has protected ““Telechron” as a statutory trade-mark lawfully 
registered under the Trade-Mark Act of 1905, 33 Stat. 724, 15 U. S. C. c. 3 (1946 
ed.). However, defendant insists that the mark was not entitled to registration in 
first instance, reasoning that the word “Telechron” is “descriptive” within the 
prohibition of Section 5(b) of the Trade-Mark Act that “no mark which consists 
* * * merely in words * * * which are descriptive of the goods with which they 


1. 1951, 97 F. Supp. 131. See also 1947, 70 F. Supp. 439, opinion on granting prelim- 
inary injunction. 
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are used, or of the character or quality of such goods * * * shall be registered 
under the terms of this subdivision of this chapter”. 15 U.S. C. §85 (1946 ed.). 


This statute, essentially no different from an equivalent doctrine of equity 
jurisprudence,? unquestionably precludes the use as a technical trade-mark of a 
word which in primary meaning describes generally or in particular attribute some 
article or articles of commerce.® At the other extreme it is equally clear that this 
limitation does not preclude the registration of a word which is a combination of 
nonsense syllables and thus yields no meaning on its face. Here we have neither 
of those extremes. We are dealing with a coined word, not found even in approxi- 
mation in the English or any other familiar language before Warren devised it 
for the use of plaintiff’s predecessor.® But it is a “coined word with a penumbra of 
suggestion”.® For the derivation of the new word, already alluded to, was such as 
to suggest to those informed in etymology or grounded in classical Greek the in- 
volvement of some conception of “time from a distance.” But this idea was too 
imprecise for meaningful description of any article or object of commerce. We 
are unable to see how at the outset it could have conveyed even the vaguest mental 
image of any particular thing or its attributes. Even later, when the synchronous 
electric clock had become well known we think the idea of “time from a distance” 
was not “descriptive”. It was in the intermediate category of “suggestive” words 
which may become technical trade-marks.* 


This distinction for purposes of trade-mark appropriation between descriptive 
and suggestive words is not arbitrary. The sense of it is made clear by just such 
a case as we have here. The basic reason for refusing to allow the exclusive appro- 
priation of descriptive words in trade-marks is the danger of depleting the general 
vocabulary available to all for description and denomination of articles of com- 
merce. It is unwise to risk the development of a situation in which those attempting 
to market their goods will find that they can not use apt normal words or phrases 
in depicting or characterizing articles because of language preemptions by others. 





2. In the field of equitable protection of trade-marks and names, judicial unwillingness 
to protect descriptive and generic words and phrases antedates the statute. See, for example, 
Canal Co. v. Clark, 1871, 13 Wall. 311, 323, Cf. Restatement of Torts (1938) §721. 

3. Beckwith, Inc. v. Commissioner, 1920, 252 U. S. 538 (‘“‘Moistair”); Standard Paint 
Co. v. Trinidad Asphalt Co., 1911, 220 U. S. 446 (“Ruberoid”’). 

4. See Kotabs, Inc. v. Kotex Co., 3 Cir. 1931, 50 F. 2d 810, 811 [21 T. M. R. 592] 
(“Kotex”) ; Barnes v. Pierce, C. C. 8. D. N. Y. 1908, 164 F. 213 (“‘Argyrol’’). 

5. We note but do not regard as significant that defendant has directed attention to a 
1909 patent of a device for metering telephone service which the inventor called “telechron- 
ometer.” There is no evidence of commercial history of the device or familiar use of the word. 

6. See Lambert Pharmacal Co. v. Bolton Chemical Corp., S. D. N. Y. 1915, 219 F. 
325, 327. 

7. Cf. Pocono Rubber Cloth Co. v. Livingston, Inc., 3 Cir. 1935, 79 F. 2d 446 [25 T. M. 
R. 543] (“Sauvelle”) ; Fitch Co. v. Camille, Inc., 8 Cir. 1939, 106 F. 2d 635 (“Run-R-Stop’”’). 

“Between these two extremes lies a middle ground wherein terms of mingled qualities 
are found. It cannot be said that they are primarily descriptive or that they are purely arbitrary 
or fanciful without any indication of the nature of the goods which they denominate. Such 
terms, indeed, shed some light upon the characteristics of the goods, but so applied they 
involve an element of incongruity, and in order to be understood as descriptive, they must be 
taken in a suggestive or figurative sense through an effort of the imagination on the part of 
the observer. Many such suggestive terms have been approved as valid trade-marks by the 
courts * * *.” See General Shoe Corp. v. Rosen, 4 Cir. 1940, 111 F. 2d 95, 98 [30 T. M. R. 
227, 438]. 
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So the legal protection of trade-marks is restricted in manner calculated to keep such 
descriptive words free for all. 

The devising and registration of Telechron created no such danger of im- 
poverishment of the language. Telechron had no existence as a word before Warren 
devised it. Though its elements were a familiar root and a familiar combining form 
it neither looked like nor sounded like any other word which someone else might 
want to use in merchandising. Thus the only restrictive effect which could be 
anticipated from the exclusive appropriation of this coined word as a trade-mark 
would be to prevent subsequent innovators from devising and employing in con- 
fusing ways still other new words of similar sound or appearance. This is a small 
and relatively unimportant restriction upon future business. It is neither harsh nor 
unfair. It is amply justified by the large interest in protecting the entrepreneur who 
already has developed a new trade symbol and utilized it to designate his own 
output. Thus analyzed any suggestiveness in Telechron does not amount to that 
descriptiveness which invalidates a trade-mark. 

A second argument against plaintiffs claim of exclusive right to “Telechron” 
is predicated upon the holding and language of Singer Manufacturing Co. v. June 
Manufacturing Co., 1896, 163 U. S. 169, 199, “that where, during the life of a 
monopoly created by a patent, a name, whether it be arbitrary or be that of the 
inventor, has become, by his consent, either express or tacit, the identifying and 
generic name of the thing patented, this name passes to the public with the 
cessation of the monopoly which the patent created.” Even if “Telechron” was not 


originally descriptive defendant contends that it has become generic, a familiar 
name given to timing and switching devices of whatever origin employing the 
principle discovered by Warren and for a time exploited and marketed exclusively 
by plaintiff under protection of patents. 

It is not denied that at all times there have been other familiar words apt to 
designate these devices. Indeed this record is full of such use of such words as 


“preselectors,” “synchronous electric motors” and “electric clocks.” But, argues 
defendant, ‘““Telechron” has become a kind of compendious synonym embracing all 
of these devices. This could have happened, although it seems a bit awkward and 
unlikely in view of the dissimilarities of the articles and the doubtful occasion 
for much use of a single word to designate them all, except by way of indicating 
a common source. But the important thing is that this question of how a particular 
word has been used and how it has been understood is a question of fact. In the 
district court it was necessary to discover as a fact whether the public or the trade 
ever came to use or understand Telechron in the fashion alleged by the defendant. 

We have found in the record, as did the district court, substantial and per- 
suasive testimony relevant to this factual issue. It is unnecessary to repeat the 
district court’s reference to and summarization of much of that testimony. The 
district court concluded that ‘““Telechron” had not become the name of any article 
or category of articles. Rather the court found that “Telechron” continued to be 
understood by the public and the trade as a symbol of good will indicating mer- 
chandise from a single source, all in accord with the intention and representation of 
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Warren and the plaintiff. On the evidence that finding was a reasonable and proper 
one. Therefore, we should and do sustain it. 

With controversy as to this issue of fact thus resolved, there is no basis for the 
argument which the defendant predicates upon the holding and language of the 
Singer case. For while that case and other decisions which follow it® do point up 
the possibility and even the likelihood that, when the monopoly of a patent expires, 
a word formerly associated with the patented article as a trade-mark may pass with 
it into the public domain, it is clear that this consequence depends upon whether to 
the public or the trade the word has in fact become a name for the article itself. 
It is common knowledge that “Cellophane”, “Singer”, “Aspirin” and many other 
names have in fact had such a history, with the legal consequences elaborated in 
the Singer case itself. But, as already pointed out, it is established as fact in this 
record that “Telechron” has experienced no such history. To the contrary neither 
during the life of the basic Warren patents nor thereafter did “Telechron” become 
the name of any article of commerce. It has continued a valid registered trade- 
mark. 

But even if ‘“Telechron” is a valid registered trade-mark, defendant insists 
that the district court erred in concluding that there had been infringement, more 
particularly in finding that within the meaning of the Trade-Mark Act, “Telicon” 
was a “colorable imitation” of “Telechron” used in connection with goods of 
“substantially the same descriptive properties” as those marketed under plaintiff’s 
mark.!° This aspect of the controversy must be reviewed in the light of what the 
record shows about the commercial history and activities of both parties. 

Mention has already been made of the long continued use of Telechron by 
plaintiff as a mark for timing and switching devices. As early as 1931 and from 
time to time thereafter manufacturers and vendors of radio sets have incorporated 
in their sets electric clocks, visibly marked “Telechron”, which had been manu- 
factured and sold for such use by plaintiff. In most cases this mark appeared on 
the clock dial in such manner as to be noticeable to purchasers and other viewers 
of the radio. Beginning in 1935 and ever since, except for war time interruption, 
plaintiff has manufactured and sold for attachment to and use with radio sets its 
“preselectors”, marketed under the “Telechron” trade-mark. This device achieves 
the automatic turning on and off of a radio receiver at times predetermined by 
the setting of the preselector. It has enjoyed a substantial national market. 

In 1940 plaintiff began plans for marketing under its own name a clock 
radio incorporating the preselector feature. The project matured after the war 
and retail distribution of this clock radio under the name “Telechron Musalarm” 
began in 1946 and has continued. Throughout the country some 700 wholesalers and 
more than a hundred times that many retailers distribute plaintiff’s products. 

Defendant corporation’s beginnings go back only to 1942. Until 1946 its prin- 





8. Appellant relies upon Kellogg Co. v. National Biscuit Co., 1938, 305 U. S. 111 [28 
T. M. R. 569], and, in this circuit, Amiesite Co. v. Interstate Amiesite Co., 1934, 72 F. 2d 946, 
and Yale and Towne Mfg. Co. v. Ford, 1913, 203 F. 707. 

9. See DuPont Cellophane Co. v. Waxed Products Co., 2 Cir. 1936, 85 F. 2d 75 [26 
T. M. R. 513]; Bayer Co. v. United Drug Co., 8. D. N. Y. 1921, 272 F. 505. 

10. The quoted phrases define infringement under the statute. See 33 Stat. 728, 15 
U. S. C. §96 (1946 ed.). 
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cipal business was the manufacture of piezoelectric crystals, devices for stabilizing or 
accurately controlling the frequency of electronic oscillators, which are used widely 
in various types of radio transmitters and less frequently in radio receivers and 
other manufactures in the field of electronics. 

In 1946 for the first time “Telicon” radio and television sets appeared on the 
retail market. This prospect had been advertised to the trade as early as 1944. 
Indeed, defendant shows that in adopting the name “Telicon” in 1942 it had the 
prospective field of television in mind. For “Telicon” was coined from “eikon”, 
Greek noun for image, and the familiar “tele” to connote “image from afar’. 

In these circumstances defendant urges that its mark is an original conception, 
not intended as an imitation of “Telechron”, quite distinguishable from plaintiff's 
mark and not likely to cause confusion. On the confusion issue it is also pointed 
out that defendant has manufactured only large and expensive radio and television 
sets while plaintiff has marketed only small table radio sets and nothing in tele- 
vision. Confusion is unlikely, it says, where one concern is in the television and 
large radio field and the other is in the field of electric timers and small radios. 
We will consider the similarity of the marks and the similarity of the goods 


separately. 

We agree with the district court that “Telicon” is a colorable imitation of 
“Telechron,” within the conception of trade-mark infringement. It is not essential 
to infringement of a registered trade-mark that the junior in the field intended to 
appropriate his predecessor’s mark or good will.'! Moreover, in this case defendant 


was advised of plaintiff's claim of infringement in January, 1946. At that time 
defendant’s radio and television sets had not been offered to the public. Yet de- 
fendant persisted in its plan to market such articles under the name “Telicon”. 
It took the risk after being warned of too close resemblance between the two words. 
Thereafter it was not in position to urge its original blamelessness as a consideration 
which should be persuasive to a court of equity. Rather it had to stand or fall on 
the merits of the contested issue of confusing resemblance. 

“What degree of resemblance is necessary to constitute an infringement is 
incapable of exact definition, as applicable to all cases. All that courts of justice 
can do, in that regard, is to say that no trader can adopt a trade-mark, so resem- 
bling that of another trader, as that ordinary purchasers, buying with ordinary 
caution, are likely to be misled.”'* In this case the district court was impressed 
that in ordinary pronunciation Telechron and Telicon sound so much alike that 
one may easily be confused with the other. Moreover, this record contains sub- 
stantial direct testimony of several instances of actual confusion in business dealings 
and particularly in the retail marketing of radio sets as a result of the phonetic 
similarity of these two words. Defendant seeks to minimize this evidence. We 
have examined it and regard it as adequate substantiation of tendency to confusion 
inherent in the obvious similarity of the words themselves. 

Moreover, we regard this as a type of case where a court properly requires 
the second comer to stay clearly away from the original mark. This is not like the 


‘11. Thadeus Davids Co. v. Davids Manufacturing Co., 1914, 233 U. S. 461; Saxlehner 
v. Siegel-Cooper Co., 1900, 179 U. S. 42. 
12. See McLean v. Fleming, 1877, 96 U. S. 245, 251. 
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case where the second comer is allowed to use a common word, “Muffler,” despite 
a valid trade-mark, ‘“Mufflet.”!* 

Defendant here cannot claim that he is exercising the normal privilege of using 
ordinary language in his business. This is a case of a first coined word and a second 
coined word resembling it. In such circumstances we think the sound approach 
is that indicated by Judge Learned Hand’s reasoning that as between two 
arbitrary trade names “any possible doubt of the likelihood of damage should be 
resolved in favor of the * * * [first user]. Of course, the burden of proof always rests 
upon the moving party, but having shown the adoption of a similar trade name, 
arbitrary in character, I cannot see why speculation as to the chance that it will 
cause confusion should be at the expense of the man first in the field. He has the 
right to insist that others in making up their arbitrary names should so certainly 
keep away from his customers as to raise no question.”’!4 

The second point on the issue of infringement is whether “Telechron” and 
“Telicon” have been used for goods of “substantially the same descriptive prop- 
erties”. This court and courts generally have made practical rather than technical 
considerations the test here, construing the phrase in question comprehensively in 
the light of the mischief which equity seeks to avoid in trade-mark protection. 
Utilization of articles for related purposes, customary purchase of the articles in 
the same or similar retail outlets of specialized character, or any other reasonable 
and likely basis of association calculated to promote confusion between similar 
marks or designations may be evidence of likeness of descriptive properties.15 One 
court has emphasized this practical approach by phrasing the test of similarity 
inversely—whether there is “enough disparity in character between the goods of the 
first and second users as to insure against confusion”.!® So, in various circumstances 
enough similarity in descriptive properties to support an adjudication of trade-mark 
infringement has been found between automobiles and auto tires, radio sets, and 
component parts thereof, men’s suits and men’s hats, sanitary napkins and pain 
killing medication, razor blades and writing instruments.!7 The case here is at 
least as clear as any of these cited. For both parties sold radio sets and components 
thereof. Moreover, radio sets, television sets and electric clocks and timers are all 
within a common merchandising field and likely to be found in the same store or in 
stores similarly specializing in electrical appliances. 


It is also a proper matter of judicial notice that many well known radio manu- 
facturers have in recent years added television sets to their lines. A mark used in 
connection with radio is on that account more likely to be suggested by and con- 
fused with a similar designation applied to television sets. 

The injunction of the district court also extended to the use of “Telicon” in 


13. Hygienic Fleeced Underwear Co. v. Way, 3 Cir. 1905, 137 F. 592. 

14. See Lambert Pharmacal Co. v. Bolton Chemical Corp., S. D. N. Y. 1915, 219 F. 
325, 326. 

15. See cases cited in footnotes 16 and 17 infra. 

16. See Yale Electric Corp. v. Robertson, 2 Cir. 1928, 26 F. 2d 972, 974. 

17. See Akron-Overland Tire Co. v. Willys-Overland Co., 3 Cir. 1921, 273 F. 674; 
Mohawk Electric Corp. v. Rollinson, D. C. Cir. 1928, 25 F. 2d. 551; Rosenberg Bros. v. Elliott, 
3 Cir. 1925, 7 F. 2d 962; Kotabs, Inc. v. Kotex Co., 3 Cir. 1931 [21 T. M. R. 592]; L E. 
Waterman Co. v. Gordon, 2 Cir. 1934, 72 F. 2d 272 [24 T. M. R. 347]. 
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defendant’s corporate name. Whether such use of a word resembling plaintiff’s 
trade-mark is technically trade-mark infringement or more broadly unfair com- 
petition, it is an important part of the conduct of defendant which has tended to 
create the impression that his goods are derived from another actually unrelated 
source and may properly share such good will as plaintiff has earned for that source 
under its mark. The correction and prevention of that impression is the funda- 
mental purpose of the injunction. Its achievement in part through prohibition of 
use of a confusing word in a corporate name is a familiar and proper expedient of 
equity in this type of case.!® 

Beyond this we deem it unnecessary to reanalyze any other aspects of the 
case as revealing unfair competition somewhat different from technical trade-mark 
infringement. The injunction was predicated on both grounds. We have stated 
in detail our analysis of the infringement aspect and regard unfair competition as 
an a fortiori conclusion in the circumstances. 

The judgment will be affirmed. 





PAGLIERO ET AL. v. WALLACE CHINA COMPANY, LIMITED 
No. 13,094--C. A. 9 July 1, 1952 


Courts—J URISDICTION—GENERAL 
Unrair ComMpetiTion—Basis OF RELIEF—-GENERAL 

Federal Courts held to have jurisdiction, under Lanham Act, of naked claim of 
unfair competition where requisite effect on interstate commerce is present and neither 
diversity of citizenship nor jurisdictional amount is required. 

If complaint raises substantial claim of federal right under Lanham Act, District 
Courts have jurisdiction notwithstanding it may ultimately be found that the alleged right 
was not created by the Act. 

Lanham Act, Paris and Inter-American conventions held to afford no basis for grant- 
ing relief against copying and imitating chinaware patterns and designs not protected 
by statutory authority and not having acquired secondary meaning. 

Area of federal rights to protection against unfair competition under the Lanham 
Act extends considerably beyond that of simple non-technical trade-mark infringement, at 
least so far as rights created by international conventions are made available to citizens 
of the United States but rights created by Section 44(h) of Lanham Act do not go further 
than treaties in this respect. 

Right to relief based upon secondary meaning is tested by same requirements hereto- 
fore applicable. 

Imitation of physical details and designs of competitor’s product may be actionable 
if features imitated are “non-functional” and have acquired secondary meaning but when 
features are “functional” there is normally no right to relief. 


TRADE-MarK INFRINGEMENT AND UNFAIR CoMPETITION—Scope oF RELIEF— 
PARTICULAR INSTANCES 
Plaintiff held entitled to preliminary injunction restraining defendants from using 
terms “Shadowleaf,” “Tweed,” “Hibiscus” and “Magnolia,” in denominative sense as 





18. Cf. Rice &@ Hutchins, Inc. v. Vera Shoe Co., 2 Cir. 1923, 290 F. 124; American 
Insulation Co. v. Eternit Roofing Corp., E. D. N. Y. 1926, 14 F. 2d 235; Ruppert v. Knicker- 
bocker Food Specialty Co., E. D. N. Y. 1923, 295 F. 381. 
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trade-marks on chinaware, as distinguished from descriptive uses of these words, but not 
entitled to relief against copying of designs on china held functional because of attractive- 
ness and eye-appeal. 


Appeal from Northern District of California. 

Trade-mark infringement and unfair competition suit by Wallace China Com- 
pany, Limited against Antone Pagliero et al. Defendants appeal from preliminary 
injunction order. Modified and affirmed. 

Henry Gifford Hardy and Hauerken, St. Clair G& Viadro, of San Francisco, Cal., for 
Defendant-applicants. 

C. A. Miketta, of Los Angeles, Cal., and Naylor G Lassagne and Jas. M. Naylor, 
of San Francisco, Cal., for Appellee. 

Before DENMAN, Chief Judge, and STEPHENs and Orr, Circuit Judges. 

Orr, C. J.: 

Appellee sought relief in the District Court by way of application for a pre- 
liminary and permanent injunction and, for damages because of an alleged com- 
mission by appellants of acts of unfair competition and trade-mark infringement. 
The trial court granted a preliminary injunction and it is an appeal from that 
order which brings the case here. 

Appellee Wallace China Company, hereinafter called Wallace, has manufac- 
tured and sold vitrified hotel china for many years. Purchase of hotel china is 
induced, in part, by virtue of its attractive appearance. Wallace, in common with 
many other manufacturers of china, has employed artists to create suitable designs 
for use in its manufacturing business. Wallace claims to have developed the appli- 
cation of over-all patterns to china, that is, a pattern which in an unbroken fashion 
covers the entire upper surface of the plate. Four distinctive designs are alleged 
to have been first employed by Wallace; and, similarly, Wallace alleges that it 
was first in the field to use the words “Tweed,” “Hibiscus,” “Shadowleaf,” and 
“Magnolia” to denominate these particular patterns. Wallace claims to have 
created a substantial market for its products bearing these designs by virtue of 
extensive advertising, carried on in part by Wallace and in part by its dealers, 
wherein the designs and names adopted to designate them have been popularized 
by their use in catalogues, price lists and other literature distributed by Wallace 
and its dealers. 

At the hearing on the application for the temporary injunction affidavits were 
introduced in evidence purporting to show that Wallace has acquired a reputation 
in the trade, not merely for the excellence and attractiveness of its designs but, in 
addition, because of the allegedly superior quality of its product. The affidavits 
suggest that the source of china is of importance to the purchasing public. Through 
the years both the designs and their names are alleged to have become associated 
in the minds of the trade and the consumer as indicating a Wallace product; hence, 
it is thus attempted to establish a secondary meaning for the designs and for the 
words used to designate them. Appellants Pagliero Brothers, doing business as 
Technical Porcelain and Chinaware Company, hereinafter called Tepco, have been 
competitors of Wallace for some time. Tepco manufactures and sells vitrified hotel 
china to the same dealers and middlemen as does Wallace. Tepco uses the four 
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designs alleged originated by Wallace and applies the design to china of substan- 
tially identical physical dimensions as that of Wallace. In addition, Tepco has 
denominated these designs, as applied to its china, by the same words chosen by 
Wallace for this purpose. Tepco has used said words for such purpose on its ship- 
ping carton and price lists, although the carton and price lists have Tepco’s name 
as manufacturer displayed prominently. Wallace further claims that Tepco’s china 
is of inferior quality. 

The acts of unfair competition alleged are: (1) Simple use of the designs by 
Tepco; (2) use of the designs in view of the secondary meaning sought to be 
established for them and consequent deception of the purchasing public; (3) a 
conspiracy by Tepco with the engraver who prepared engraving rolls for Wallace 
in which the engraver copied the rollers and designs for Tepco; (4) the copying 
of the color, marking and arrangement of Wallace’s shipping cartons by Tepco. 

The act of trade-mark infringement alleged is the use by Tepco of the words 
“Hibiscus,” “Magnolia,” “Shadowleaf,” and “Tweed,” to designate its imitations 
of Wallace designs, such use exemplified by the price lists and shipping cartons. 
Wallace does not contend that the words have been registered as trade-marks, or 
that the designs have been patented or copyrighted. The trial court expressly found 
that they were not. 

Tepco maintains that, in accordance with the custom of trade, all pieces of 
china manufactured by it, including those impressed with imitations of Wallace 
designs, bear on the underside of the china Tepco’s name as manufacturer. Tepco 
alleged that the designs were not original with Wallace, that it had in fact used 
one of the designs, “Tweed,” long before Wallace, and that its china was not of 
inferior quality. 

The preliminary injunction granted by the District Court restrained Tepco 
from “* * * disposing of china bearing patterns deceptively similar to those origi- 
nated by plaintiff * * * and from using plaintiff's trade names or trade-marks 
‘Shadowleaf,’ “Tweed,’ ‘Hibiscus,’ and ‘Magnolia,’ in the identification of hotel 
chinaware manufactured and sold by the defendants.” There is no finding, relative 
to the alleged conspiracy or imitation of shipping cartons and the court’s order 
makes no reference to those matters. 


I. JuRtIspICcTION 


While the complaint is denominated “Complaint for Unfair Competition and 
Trade-Mark Infringement,” it is apparent that there is no registered trade-mark 
infringement involved. The words used to designate the designs were never reg- 
istered under any law. The designs were neither patented, nor copyrighted. Hence, 
it is clear no jurisdiction exists in a federal court under 28 U. S. C. §1338 (b) 
because there is no “related claim” disclosed in the complaint. Diversity of citizen- 
ship is not present since Wallace and Tepco are residents of California. There is, 
however, an independent ground for federal jurisdiction in a case such as this 
involving, as it does, a “naked” claim of unfair competition. In Stauffer v. Exley, 
184 F. 2d 962 [40 T. M. R. 960], we held that where there is present the requisite 
effect on interstate commerce, the Lanham Act created substantive rights and 
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remedies available to United States citizens and neither diversity of citizenship 
nor jurisdictional amount need be present.1 15 U. S. C. §1121. The scope of the 
rights created by the Lanham Act, 15 U.S. C. $§1125, 1126 (b), 1126 (g), 1126 (h) 
1126(i), has not as yet been subjected to full judicial scrutiny; but the test in this 
situation is no different from that of other tests for federal jurisdiction. If the 
complaint raises a substantial claim of federal right under the Lanham Act the 
District Courts have jurisdiction of the case notwithstanding it may ultimately be 


found that the alleged right was not created by the Act. Bell v. Hood, 327 U. S. 678. 


II. THe INJUNCTION 
A. Appropriation of the Designs 


We do not attempt here to lay down definitive limits to the rights created in 
assumption they have not acquired a secondary meaning. Wallace’s complaint 
is that Tepco copies and imitates its (Wallace’s) designs to the latter’s competitive 
detriment. The theory of the wrong is apparently that Tepco has benefited from 
the fruits of Wallace’s business activities and efforts. Authority for granting relief 
under such circumstances must be found to exist, if at all, in the Lanham Act. 
Our conclusion is that said Act grants no such relief. 

There has been much discussion as to the meaning of the term “unfair com- 
petition” as used in §44 (h) of the Act and the scope of protection afforded 
under the International Conventions mentioned in §44 (b) (1) and (2). The 
general consensus of the commentators is that, at the least, the area of federal rights 
extends considerably beyond that of simple non-technical trade-mark infringement. 
Indeed, in view of the seemingly broad language of the conventions, such a con- 
struction is justified, at least so far as the rights created by international conven- 
tions are made available to United States citizens by §44(b) and §44(i) of the Act. 

We do not attempt here to lay down definitive limits to the rights created in 
the Lanham Act by adoption from the conventions. See 53 Stat. 1748. (Paris Con- 
vention as modified) ; 46 Stat. 2907 (Inter-American Convention). So far as the 
conventions declare specific acts and practices unlawful a more or less definite area 
has been established, but so far as interpretation of designedly broad terms is con- 
cerned, words uttered in a different context over thirty years ago by Justice Brandeis 
are still relevant: “* * * an enumeration however comprehensive of existing meth- 
ods of unfair competition must necessarily soon prove incomplete, as with new 
conditions constantly arising novel unfair methods would be devised and developed.” 
Federal Trade Commission v. Gratz, 253 U. S. 421, 437. 

The wrong alleged is Tepco’s use of designs virtually identical to those used 


1. There was no point raised in the case of Sunbeam Furniture Corp. v. Sunbeam Corp., 
191 F. 2d 141 [41 T. M. R. 818], as to the jurisdiction of the District Court in regard to 
unfair competition. Examination of the briefs in that case reveals that both parties relied upon 
California cases as defining unfair competition in that state and no claim was made that other 
than the local state law as to unfair competition was applicable. 

2. Robert, The New Trade-Mark Manual, 168 et seg.; Andrus & Sceales, The New 
Trade-Mark Act, 1947, Wis. L. Rev. 618, 628-9; Diggins, Federal & State Regulation of 
Trade-Marks, 14 Law and Contemp. Prob. 200, 209-13 (1949); March, Unfair Competition 
Defined, 37 T. M. Rep. 731, 735 (1947); Rogers, New Concepts of Unfair Competition, 38 
T. M. Rep. 259, 271-2 (1948) ; Note, 51 Col. L. Rev. 1053 (1951). 
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by Wallace. Wallace’s right to exclusive use of these designs does not and cannot 
(since the trial court found the time for patent or copyright applications has long 
expired ) depend upon statutory authorization. Wallace asks to be protected in 
its market, and the enjoyment of a monopoly, because it has worked hard and spent 
money to develop this market and because it was the first to use and successfully 
exploit the allegedly “distinctive” designs in question. We find nothing in the con- 
ventions that requires this result. See Ladas, International Protection of Industrial 
Property, §§483-487, §§563-565. The specific acts and practices condemned by the 
conventions, Article 10% of the Paris Convention, and Article 21 of the Inter- 
American Convention, do not include the acts charged against Tepco here. Com- 
petition by imitation where secondary meaning is not involved apparently was not 
considered sufficiently important to merit particularization as an unlawful act. 
Insofar as those specific provisions shed light on the content to be given the general 
definitions of unfair competition, substantially similar in language in both con- 
ventions compare “ * * * act of competition contrary to honest practice in industrial 
or commercial matters * * * ”, Article 10% of the Paris Convention, with “ * * * 
act * * * contrary to commercial good faith or to the normal and honorable devel- 
opment of industrial or business activities * * *,” Article 20 of the Inter-American 
Convention), they do not help Wallace, since the present claim is not analogous to 
the specific acts condemned. Cf. Note 51, Col. L. Rev. 1053 (1951) and articles 
cited in note 1. 

We do not think that the rights created by §44 (h) go further than the treaties 
in this respect. Cf. Toulmin, Trade-Mark Act of 1946, 132 (excerpt from Senate 
Report) ; House Hearing on H.R. 4744, 76th Cong. Ist Sess. 164-9. Legislation 
specifically granting greater protection to designs has failed of passage in Congress 
in prior years. Even though we accept the view that “unfair competition” is used 
in a sense broader than its common law meaning,’ nevertheless federal courts have 
not felt impelled to grant relief in this type of situation. The authoritative case 
that lends the most support to Wallace’s claim is, of course, International News 
Service v. Associated Press, 248 U. S. 215. But the logic of the International News 
rationale has not been extended to the design situation. Cheney Bros. v. Doris Silk 
Corp., 35 F. 2d 279 [19 T. M. R. 225, 491], certiorari denied 281 U. S. 728. It has 
been said “that much discussed decision really held no more than that a western 
newspaper might not take advantage of the fact that it was published some hours 
later than papers in the east, to copy the news which the plaintiff had collected at 
its own expense.””4 


B. “Passing Off” 


In this branch of the instant case the allegations of the complaint and sup- 
porting affidavits attempt to establish a cause of action for unfair competition based 


3. Cf. 1 Callman, Unfair Competition & Trade-Marks, § 4.1 (2d Ed. 1950), with Charles 
D. Briddell, Inc. v. Alglobe Trading Corp., 194 F. 2d 416, 421 [42 T. M. R. 207]. 

4. See R. C. A. Mfg. Co. v. Whiteman, 114 F. 2d 86, 90, certiorari denied, 311 U. S. 
712 [47 U. S. P. Q. 531]. See Handler, Unfair Competition, 21 Iowa L. Rev. 175, 187-191 
(1936) ; Chafee, Unfair Competition, 53 Harv. L. Rev. 1289, 1314 (1940); Note 31 Col. L. 
Rev. 477 (1931); Cf. Mavco v. Hampden Sales Ass’n, 273 App. Div. 297; Charles D. Briddell, 
Inc. v. Alglobe Trading Corp., 194 F. 2d 416 [42 T. M. R. 207}. 











844 TRADE-MARK REPORTER 42 T.M.R. 


on secondary meaning. Such a right of action is given by §44(h) of the Act, as well 
as by the provisions of the Conventions. A right to relief allegedly based upon 
secondary meaning is tested by the same requirements hitherto thought applicable. 
See Charles D. Briddell, Inc. v. Alglobe Trading Corp., 194 F. 2d at page 421 
[42 T. M. R. 207]. 


Tepco’s use of the designs in question cannot be enjoined even though it 
be assumed that Wallace can establish secondary meaning for them. Imitation of 
the physical details and designs of a competitor’s product may be actionable, if 
the particular features imitated are “non-functional” and have acquired a secondary 
meaning. Crescent Tool Co. v. Kilborn & Bishop Co., 247 F. 299. But, where the 
features are “functional” there is normally no right to relief. “Functional” in this 
sense might be said to connote other than a trade-mark purpose. If the particular 
feature is an important ingredient in the commercial successs of the product, the 
interest in free competition permits its imitation in the absence of a patent or 
copyright.° On the other hand, where the feature or, more aptly, design is a mere 
arbitrary embellishment, a form of dress for the goods primarily adopted for 
purposes of identification and individuality and, hence, unrelated to basic con- 
sumer demands in connection with the product, imitation may be forbidden where 
the requisite showing of secondary meaning is made.® Under such circumstances, 
since effective competition may be undertaken without imitation, the law grants 
protection. 

These criteria require the classification of the designs in question here as 
functional.’ Affidavits introduced by Wallace repeat over and over again that one of 
the essential selling features of hotel china, if, indeed, not the primary, is the design. 
The attractiveness and eye-appeal of the design sells the china. Moreover, from 
the standpoint of the purchaser china satisfies a demand for the aesthetic as well 
as for the utilitarian, and the design on china is, at least in part, the response 
to such demand. The granting of relief in this type of situation would render 
Wallace immune from the most direct and effective competition with regard to these 
lines of china. It seems clear that these designs are not merely indicia of source, 
so that one who copies them can have no real purpose other than to trade on his 
competitor’s reputation. On the contrary, to imitate is to compete in this type of 
situation. Of course, Tepco can also compete by developing designs even more 
aesthetically satisfying, but the possibility that an alternative product might be 


developed has never been considered a barrier to permitting imitation competition 
in other types of cases. The law encourages competition not only in creativeness 
but in economy of manufacture and distribution as well. Hence, the design being 
a functional feature of the china, we find it unnecessary to inquire into the ade- 
quacy of the showing made as to secondary meaning of the designs. 


5. Cf. William R. Warner & Co. v. Eli Lilly @ Co., 265 U. S. 526. Smith, Kline @ 
French Laboratories v. Waldman, 69 F. Supp. 646. 

6. Cases in Note 5, and Flagg Mfg. Co. v. Holway, 178 Mass. 83; Notes, 32 Harv. L. 
Rev., 181 (1918); 3 Callman, Unfair Competition and Trade-Marks, §§77.4(e) (1), 77.4(e) 
(2); Note 23 Temple L. Q. 64 (1949). 

7. Cf. Cheney v. Doris Silk Co., 35 F. 2d 279 [19 T. M. R. 225, 491]; Restatement, Torts, 
$742, Comment a; 3 Callman, supra, note 4, §77.4(e) (3). 
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The injunction also prohibited Tepco from using the terms “Shadowleaf,” 
“Tweed,” “Hibiscus” and “Magnolia” ‘“* * * in the identification of the hotel 
chinaware manufactured and sold * * * [by it].” From the showing made on the 
application for the preliminary injunction we are not prepared to say that the trial 
court abused its discretion in awarding temporary relief in this respect. The in- 
junction does not prohibit descriptive uses for the words, but only denominative 
or, in effect, trade-mark uses. The question of whether deception has been practiced 
in the use of the words and whether they have acquired a secondary meaning is one 
which the parties should have full opportunity to present and defend against on 
a hearing of the merits. Doeskin Products v. United Paper Co., 195 F. 2d 356 
(42 T. M. R. 555}. 

The preliminary injunction is modified by striking therefrom all reference 
to the use of the designs by Tepco, and as so modified the preliminary injunction 
will stand. 





NANCY ANN STORYBOOK DOLLS, INC. v. DOLLCRAFT CO. ET AL 
No. 12953—C. A. 9—May 31, 1952 


Courts—JuURISDICTION—VALIDITY OF REGISTRATIONS 
Whether registered trade-mark is entitled to legal protection is question for court 
to determine. 


TrapDE-Marks—Worps INCAPABLE OF ExcLusiIve, APPROPRIATION—DESCRIPTIVENESS 
Storybook, Goldilocks, Little Bo-Peep, June Girl, Mistress Mary, Curly Locks, Little 
Miss Donnett, Red Riding Hood, Little Miss Muffett and Story held descriptive of dolls 
dressed to resemble well-known fictional characters whose names they bear; and such 
names held not to have acquired secondary meaning. 


CourTsS—PLEADING AND PracticE—GENERAL 
Litigant in trade-mark case held not required to make his conduct consistent with 


his position in another case involving third party. 
CANCELLATIONS—J URISDICTION—-GENERAL 
Fact that Patent Office has procedure for cancellation of registrations held imma- 
terial since court also has jurisdiction and party is free to choose forum. 

Appeal from Northern District of California. 

Declaratory judgment suit for cancellation of registrations of trade-marks by 
Dollcraft Co., Lester F. Hinz, and Robert E. Kerr against Nancy Ann Storybook 
Dolls, Inc. Defendant appeals from judgment for plaintiffs cancelling registrations 
and dismissing counterclaim. Affirmed. 

Hugh N. Orr, and William G. MacKay, of San Francisco, Cal., for Defendant- 
appellant. 

Mellin, Hanscom & Hursch, Oscar A. Mellin, LeRoy Hanscom, and Jack E. Hursch, 
of San Francisco, Cal., for appellees. 

Before SrepHens, Heaty and Goopricu (specially designated from Third Circuit 
of Appeals), Circuit Judges. 

Goopricn, C. J.: 

This litigation involves the validity of registered trade-marks and a claim for 
damages for alleged unfair competition. The form of proceeding was an action for 
a declaratory judgment and the defendant put in a counterclaim. The position 
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of the parties will be kept more clearly in mind if they are called by name rather 
than as plaintiff or counterclaimant. The dispute is between Nancy Ann Storybook 
Dolls, Inc. (Nancy Ann) and Dollcraft Company (Dollcraft). There are two 
individuals, officers of Dollcraft, in the litigation but, as will be shown, we are 
not concerned with their part in the lawsuit. 

Nancy Ann markets dolls. It has secured trade-mark registration under such 
names as “Red Riding Hood,” “Little Miss Muffett,” “Little Bo-Peep,” ‘Mistress 
Mary,” “Little Miss Donnett,” “Curly Locks,” “Goldilocks,” and so forth. Doll- 
craft also sells dolls and it, too, has a “Red Riding Hood” and several other named 
dolls in the list covered by Nancy Ann’s registered trade-marks. 

Nancy Ann says that Dollcraft’s use of the names it has protected by registering 
them as trade-marks is actionable. Dollcraft, on the other hand, attacks the validity 
of the claim that the names listed are to be classed as trade-marks and says it has 
been guilty of no unfair competition. 

In the district court two of the names registered by Nancy Ann were upheld! 
but the remainder were rejected.2, Nancy Ann brings the case here for review. 


The appellant makes much of the fact that these trade-marks were registered 
by the Patent Office. Such registration does not, of course, bind this court. Jacuzzi 
Bros. v. Berkeley Pump Company, 191 F. 2d 632. It is our responsibility to decide 
whether the registered trade-mark is entitled to legal protection. 

“The office of a trade-mark is to point out distinctively the origin or ownership 


of the article to which it is affixed; or, in other words, to give notice who was the 
producer.” Delaware @ Hudson Canal Co. v. Clark, 13 Wall 311, 322.3 


Both companies market dolls which are expressly dressed to resemble the 
fictional characters whose names they bear. The names for which Nancy Ann 
claims protection identify characters well-known in the literature of childhood 
for scores of years. Little “Red Riding Hood” does not designate Nancy Ann but 
quite clearly refers to a character in childhood fiction who had a very interesting 
adventure with a wolf. The same is true of the other names which the trial judge 
held not to be protected as trade-marks. 

The Nancy Ann claim, if upheld, would lead to startling results. Here are 
some well-known names which have for years been in the public domain and a 
part of the literary background of almost every American child. Manufacturers 
surely cannot be allowed to reach into this public domain and appropriate portions 
thereof for their own exclusive use even if thousands of other characters still remain 
in that domain unappropriated. If Nancy Ann had its way a woman could not 
dress dolls for a church bazaar and call them by any of the Mother Goose character 
names which Nancy Ann claims to have secured a trade-mark upon. It was found as 
a fact in the district court that the names rejected as trade-marks by the trial judge 


1. The registrations “Sugar and Spice” and “Fairyland” were upheld. 
2. The cancelled registrations are: Storybook; Goldilocks; Little Bo-Peep; June Girl; 
Mistress Mary; Curly Locks; Little Miss Donnett; Red Riding Hood; Little Miss Muffett; Story. 
3. See for similar language: Columbia Mill Co. v. Alcorn, 150 U. S. 460, 463; Hanover 
ogy | 5 v. Metcalf, 240 U. S. 403, 412; United Drug Co. v. Theodore Rectanus Co., 
8 U. S. 90, 97. 
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were descriptive. We agree. They are descriptive and they are descriptive of the 
characters who bear the names, not the output of Nancy Ann. 

Dollcraft makes something of the point that Nancy Ann took a position incon- 
sistent with the one it takes in this case in some comparable litigation before the 
United States Court of Customs and Patent Appeals. See Ippolito v. Nancy Ann 
Dressed Dolls, 184 F. 2d 201 [40 T. M. R. 972]. That is immaterial. It is not 
required of a litigant in a trade-mark case that his conduct be consistent with his 
position in another case. 

Nancy Ann also urges that if Dollcraft wanted to attack its trade-marks it 
could have done so through established procedure in the Patent Office. That, too, 
is an immaterial fact. If sword, spear and battleax are in the legal armory and 
available to a party, he may fight with any of them he pleases. 

Nancy Ann’s claim for unfair competition falls with the rejection of the 
validity of its alleged trade-mark. Dollcraft was guilty of no palming off or at- 
tempting to palm off its products as those of Nancy Ann. This was found as a fact 
and there is nothing to the contrary. Nor is there shown any violation of trade 
secrets or anything of the kind. The real basis of Nancy Ann’s complaint is that the 
products of Dollcraft infringe Nancy Ann’s claimed trade-marks. But when the 
trade-mark claim falls to the ground because these names do not constitute valid 
trade-marks, the rest of Nancy Ann’s case goes by the board. 

The attempt is made here to get some benefit from the secondary meaning 
doctrine and the Shredded Wheat case was cited. Kellogg Co. v. National Biscuit 
Co., 305 U. S. 111 [28 T. M. R. 569]. There is nothing in this case to justify a 
conclusion that Little Red Riding Hood, for instance, has a secondary meaning 
indicating that she is a Nancy Ann doll. The secondary meaning rule has no 
application to the facts here. 

The above conclusions are consistent with former decisions of this court. See 
Sunbeam Lighting Co. v. Sunbeam Corp., 183 F. 2d 969; Sunbeam Furniture 
Corp. v. Sunbeam Corp., 191 F. 2d 141 [41 T. M. R. 818], same case on application 
for rehearing, 191 F. 2d 731 [33 T. M. R. 186]. See also Lerner Stores Corp. v. 
Lerner, 162 F. 2d 160, 161 [37 T. M. R. 452]. The Second Circuit’s decision in 
Durable Toy G Novelty Corp. v. J. Chein & Co., Inc., 133 F. 2d 853, is helpful. 
We have been greatly aided in our consideration of this case by the thorough con- 
sideration given to the law shown in the opinion of Chief Judge Michael J. Roche, 
the trial judge, 94 F. Supp. 1, and further helped by the very complete set of findings 
of fact made by him. 

The decision of the district court will be affirmed. 


LEVER BROTHERS COMPANY v. BABSON BROS. CO. 
No. 5865—C. C. P. A.—June 24, 1952 


TraDE-MarKs—COoNFUSING SIMILARITY—GENERAL 
Similarity of marks must be determined largely as a matter of opinion, considering 
their entireties. 
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TraDE-Marks—Marxs Not ConFusINGLy SIMILAR—PARTICULAR INSTANCES 
“Surge” held not confusingly similar to “Surf,” used on identical goods, under 1946 
Act. 


Trade-mark opposition by Lever Brothers Company against Babson Bros. Co. 

Opposer appeals from dismissal of notice of opposition. Affirmed. 

Spencer A. Studwell, for Opposer-appellant. 

Jules L. Brady and John Rex Allen (Francis C. Browne and William E. Schuyler, 
Jr., of counsel) for Appellee. 

Before GarreTT, Chief Judge and Jackson, O’CoNNELL, JoHNSON, and Wor ey, 
Associate Judges. 


On PETITION FOR RECONSIDERATION 
Jounson, J.: 

This is an appeal from the decision of the Commissioner of Patents, acting 
through the Examiner-in-Chief of the Board of Appeals, 88 U. S. P. Q. 48, affirm. 
ing the decision of the Examiner of Trade-Mark Interferences dismissing appellant’s 
opposition to the registration of appellee’s trade-mark “Surge” for a detergent 
washing powder with a wetting agent added, in tablet and powder form, partic- 
ularly for cleaning dairy utensils. 

Appellee alleged June 20, 1947, as the date of first use of the mark on the 
above-mentioned product, and in commerce among the several states. 

The record discloses that appellee filed its application on July 5, 1947. It 
was passed in due course for publication in the Official Gazette. On November 26, 
1948, appellant filed a notice of opposition alleging that it is the owner of the 
trade-mark “Surf” which was duly registered on January 28, 1936, for a detergent 
compound for general washing and cleaning; that the detergent washing powder for 
which appellee seeks to register “Surge” is an article used for identical purposes as the 
detergent compound in connection with which appellant has long used “Surf” and 
for which “Surf” has been registered; that “Surge” so resembles “Surf,” both in 
sound, appearance and signification, as to be likely, when applied to the goods of 
appellee, to cause confusion or mistake or to deceive purchasers; and that the use 
and registration of “Surge” by appellee stakes the reputation of appellant and its 
products on the goods of appellee, interferes with appellant’s business and popular- 
ization and sale of its product, appropriates part of the celebrity of “Surf,” which 
is appellant’s creation and property, forestalls the legitimate future extension of 
appellant’s trade, misleads and confuses the public, and damages appellant. 

Appellee, in its answer to the notice of opposition, alleged that it and its prede- 
cessors have used the trade-mark “Surge” in the dairy field (on milker units) since 
1925; that since that time it has continuously expanded the use of its mark “Surge” 
to other products in the dairy field; that the use of its mark “Surge” on a detergent 
washing powder with a wetting agent added for cleaning dairy utensils is a proper 
and legitimate expansion of its use of its mark; and that it is the owner of 23 
registrations of the trade-mark “Surge,” the first of which was issued in 1926 and 
the last in 1948 and most of them relating to the dairy industry. 

Both parties filed stipulated evidence in lieu of testimony. 
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It appears from the stipulated evidence that appellee adopted the trade-mark 
“Surge” in January, 1925, for use on milker units or milking machines and that 
such use has continued; that since 1925 appellee has extended the use of its trade- 
mark “Surge” to its various products; that since 1925 appellee has expended 
in excess of $2,400,000 for advertising its “Surge” products, of which in excess of 
$1,000,000 was spent in advertising media restricted to farmers; that it has sold its 
“Surge” products at retail in an amount of over $55,000,000; that there has been 
no advertising directed solely to the sale of a “Surge” detergent, but that the im- 
portance of using a detergent was stressed in some of the advertising. The stipulated 
evidence also shows that since 1937 appellee has published a paper known as “The 
Surge News,” which is issued four times a year and has a circulation of 400,000 
which is restricted to dairy farmers and those engaged in the dairy industry; that 
since 1925 all of appellee’s products bearing the trade-mark “Surge” have been 
sold to dairy farmers through appellee’s dealers; that from 1925 to 1942 most, and 
from 1942 to 1947, all of these dealers were known as “Surge Dealers”; that these 
dealers delivered their “Surge” products to their customers in trucks on which the 
name “Surge” was prominently displayed, and their establishments also bore the 
name “Surge”; that from 1925 to 1935 all of appellee’s milking machines were sold 
in packages which bore the trade-mark “Surge” and contained two pounds of a 
detergent, although the detergent package itself did not bear the trade-mark “Surge”; 
that since 1935, “many, but not all,” of the packages containing a “Surge” milking 


machine have been provided with a detergent package; and that since about June 20, 
1947 appellee has used its trade-mark “Surge” on its detergent for cleaning dairy 
utensils. 


The stipulated evidence shows that appellant is the owner of the trade-mark 
“Surf,” which was registered January 25, 1936, for detergent compound for general 
washing and cleaning; that since September, 1935, it has continuously used its 
trade-mark “Surf” as the name of a detergent compound adapted, advertised, and 
used for washing and cleaning clothes, dishes, glassware, floors, windows, silverware, 
refrigerators, farm utensils, bathrooms, woodwork, tile, canning jars, porch furniture, 
walls, etc.; that since 1935 it has expended in excess of $3,000,000 to advertise “Surf,” 
and during that time has sold more than 24,000,000 packages of its “Surf” detergent 
having a retail value of more than $7,000,000. 

The sole issue here presented is whether the marks, when applied to a detergent, 
would cause confusion or mistake or deceive purchasers. 

From the above it will be noted that appellant is the owner of the trade-mark 
“Surf” and has used it on a detergent compound since 1935; that appellee is the 
owner of the trade-mark “Surge” for various articles and has used its mark “Surge” 
since 1925. Both parties have expended large sums in advertising their products and 
have sold large quantities of their merchandise. 

In his decision the examiner states: 

The examiner cannot agree with the opposer, however, in its contention that the 
marks “Surf” and “Surge” are confusingly similar as applied to detergents, and that 

for that reason applicant is not entitled to the registration here applied for. Nor is the 


examiner persuaded that the marks “Surf” and “Surge” as here used “are very similar 
in appearance and sound” and “also closely related in signification.” On the contrary, 
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it seems to the examiner that, as words of the English language, they convey different 
meanings to the ordinary purchaser, and that the very fact that such different mean- 
ings are suggested by these words would eliminate to a large extent any confusion 
caused by the similarity in sound or appearance of the first three letters of these words. 
According to Webster’s New International Dictionary (Unabridged, G. & C. Merriam 
Company, 2nd Edition), the word “surf” has the following meaning: 

“SURF (formerly suffe, of unknown origin). 


n. The swell of the sea which breaks upon the shore, as upon a sloping 
beach; also, the breaking waves, or their foam, splash and sound.” 


On the other hand, “surge” has at least six different meanings, as follows: 


“SURGE (from L. surgere, surrectum—to raise, to rise; fr. subs for sub under/ 
regere—to direct, probably thru F.; cf. O.F. sourgeon fountain, F. 
surgeon sprout, sucker, and E. surge, v.). 


n. 1. A spring, a fountain, a source. (obs.) 


2. A large wave or billow, a great rolling swell of water; also such 
swells or billows collectively. 


A swelling, rolling or sweeping forward like that of an oncom- 
ing billow or series of billows; onward rush; a violent rising 
and falling, as a surge of tone, or of emotion; the surge of the 


hills. 


(Elec.) A transient and abnormal rush of current in a circuit. 
Cf. Transient current. 


(Meteor.) A barometric wave apparently independent of, and 
unexplained by, existing barometric gradients. 


(Naut.) a.) A surging or slackening of a rope or cable; also, 
a jerk caused by such. b.) The tapered part of a windlass 
barrel or a capstan, on which the cable surges. 


Only the second of these suggests a similar association to the definition given under 
“surf.” In everyday language, it is believed the word “surge” more commonly suggests 
any type of swelling or rolling, be it of water or any other element. If this difference 
in meaning is considered in conjunction with the undisputed history of the applicant 
and its uninterrupted use of the trade-mark “Surge” for a great many dairy industry 
products, the conclusion seems justified that no likelihood of confusion will result if 
applicant be now permitted to extend the use of its mark to detergents and register 
it for such products. This conclusion is fortified by the stipulated fact that during a 
number of years past applicant has included a detergent in its various dairy machinery 
products, although the detergent as such was not identified by the trade-mark “Surge,” 
while the machine itself was so identified. * * * 


In his decision the examiner-in-chief states: 


The terms “surf” and “surge” are simple, well-known words easily distinguished 
in pronunciation and ordinary connotation by the average person. The final letters 
“f” and “ge” of the two words are distinctively different both in sound and appear- 
ance and I do not find such similarity between the words as a whole as would be likely 
to lead to confusion. 

In regard to the question of the contended similarity or dissimilarity, as the case 
may be, between the meanings of the two words “surf” and “surge,” whether or not 
they have a single meaning in common or whatever their mutual significance, this 
factor is not considered controlling since appearance and sound are of equal im- 
portance which, in this case, outweigh any actual significance which purchasers might 
attach to the meaning of the two words as applied to a detergent. Kroger Grocery @ 
Baking Co. v. Blue Earth Canning Co., 24 C. C. P. A. 1098, 88 Fed. (2d) 725. 
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Despite what dictionary definitions may be seized upon to show that the words do or 
do not mean the same thing, it is my view that likelihood of confusion as to source 
of origin of the goods would not be likely to arise because of this factor. [Italics 
added.] 


We are in agreement with the reasoning of the examiner of interferences and 
the examiner-in-chief as set out in the above-quoted excerpts from their opinions. 
We think the words “Surge” and “Surf” considered in their entireties do not look 
alike or sound alike. While the first three letters of each word are alike, there is 
quite a difference between the final letters “f” and “ge”, so much so as to make the 
words as a whole distinctively different in sound, pronounciation, and appearance. 
Moreover, we think, as pointed out by the examiner in his opinion, that the two words 
do not ordinarily have the same significance or connotation, notwithstanding that one 
of the six dictionary definitions of the word “surge” is similar to the definition of 
the word “surf.” 

In the last analysis, the similarity of marks must be determined largely as a 
matter of opinion. United-Carr Fastener Corporation v. The Capewell Manu- 
facturing Company, 38 C. C. P. A. (Patents) 1153, 189 F. (2d) 1000, 90 U.S. P. Q. 
98, and cases cited therein. It is our opinion that the marks here involved, when 
viewed as a whole, are not so similar that their concurrent use on detergents would 
cause confusion or mistake or deceive purchasers. 

The decision of the commissioner is therefore affirmed.1 
O’CoNNELL, J., (dissenting) : 

The merchandise for which appellee seeks to register “Surge” consists of a 
detergent washing powder used, among other things, for cleaning farm utensils. It 
is identical with merchandise for which appellant has previously used the registered 
mark “Surf” for almost twelve years. 

The goods of both of the parties are put up in small packages and marketed at 
a low price to the same class of purchasers for identical purposes. Each of the 
contested marks is printed in bold face type. Both words are dictionary terms in 
common use but neither is descriptive of the goods to which it is attached. 

The following pertinent observations are quoted from appellant’s brief: 


That “Surge” and “Surf” are in fact very closely related in signification is evident 


1. May 28, 1952, we issued a written opinion in this case affirming the decision of the 
examiner-in-chief sustaining the decision of the examiner of interferences dismissing appellant’s 
opposition to registration of appellce’s mark. In conformity with our practice, the decision 
was withheld from formal publication pending the exercise of appellant’s right to petition for 
reconsideration. 

Appellant filed a petition for reconsideration calling our attention to certain misstatements 
of the stipulated evidence in that opinion. 

We have reconsidered the case and have concluded that the misstatements of fact in our 
original opinion are immatcrial to a decision of this case since, as we stated in the original 
opinion, “The sole issue here presented is whether the marks, when applied to a detergent, 
would cause confusion or mistake or deceive purchasers.” The stipulated evidence was set out 
merely to show the factual history of the marks of the parties. 

In the foregoing opinion we have corrected the misstatements of the evidence called to 
our attention by appellant. In view of the fact that we regard those misstatements as im- 
material to the decision of this case, we adhere to our decision in our original opinion. Our 
original opinion is withdrawn, and this opinion is presented in lieu thereof. 

_ Jackson, J., sat during the argument in this case but retired April 1, 1952, before the 
opinion was fully prepared. He was recalled in conformity with Section 294 (c) (d), Title 28, 
U.S. C., to participate in the decision and did so. 
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from dictionary definitions. “Surf” is defined in the New Standard Dictionary 
[1931] as “The swell of the sea, that breaks upon a shore; the disturbed and surging 
condition of water where it meets the land.” 

In the same dictionary “Surge” is defined as “‘A large swelling wave or mass of 
waves; a great rolling volume of water; billow; sometimes used collectively and often 
figuratively; as, a coast beaten by the surge * * *.” The definitions make plain that 
the words describe the same things and bring to mind the same associations. 


In support of the contention that the marks so nearly resemble each other in 
sound and appearance that, considered as a whole, they are likely to cause con- 
fusion when concurrently used on identical merchandise, appellant asserts that 
“Surge” and “Surf” are each words of one syllable which start with the same three 
letters, “Sur,” thus forming the identical and dominating part of the two short words 
which cannot be otherwise than very much alike in sound and appearance. 

On the arguable distinction due to the final “f” and “ge,” respectively, appel- 
lant correctly urges that the difference in appearance and pronunciation of the 
two words is so comparatively slight that the purchasing public would nowise retain 
the recollection thereof, particularly since both words are practically identical in 
significance. Confusing similarity of competing trade-marks attached to identical 
goods does not depend on the use of identical words; it is sufficient if the trade- 
mark is so like another in form, spelling, or sound that one, with no clear or definite 
recollection as to the real trade-mark, is likely to become confused or misled as to 
the origin of the goods. Northam Warren Corporation v. Universal Cosmetic Co., 
18 F. (2d) 774. 

The interests of the buying public in their reliance upon brand names or marks 
must also be taken into consideration. Mishawaka Mfg. Co. v. Kresge Co., 316 
U. S. 203, rehearing denied, 316 U. S. 712; Sunbeam Furniture Corp. v. Sunbeam 
Corp., 191 F. (2) 141. 

It is my opinion that in the case at bar the marks are obviously confusingly 
similar and the applicant from the outset of the use of “Surge” for a detergent, 
beginning as late as June 20, 1947, has been in a position to benefit by appellant’s 
extensive advertising, if it has not virtually done so, with respect to the mark 
“Surf.” 

The tribunals of the Patent Office in reaching their final conclusion that no 
confusion would likely result from the concurrent use of the marks on identical goods 
relied on the alleged fact that because appellee’s detergent has been sold in the 
past to dairy farmers through applicant’s dealers, such dealers are to constitute 
the only channel of distribution for the goods in the future, and the sale thereof 
is to be restricted solely to dairy farmers. There is no merit whatever in that 
proposition. 

In the first place there is no evidence of record that such dealers have not also 
sold and delivered appellant’s “Surf” to dairy farmers who have used appellee's 
milking machines and other mechanical equipment. Secondly, appellee is nowise 
restricted to sell its goods exclusively to dairy farmers nor to maintain its present 
trade practices. Celanese Corp. of America v. E. I. DuPont De Nemours & Co., 
33 C. C. P. A..(Patents) 857, 154 F. (2d) 143, 69 U.S. P. Q. 69. Nor is there any 
evidence that appellee at will may not or will not wholly dispose of its subsidiary 
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organization and the trade-mark “Surge” with which that business is identified. 
For the reasons hereinbefore stated, the decision of the Acting Commissioner 

of Patents should be reversed. 

Wor Ey, J. also dissents. 


ADMIRAL CORPORATION v. PENCO, INC. 
No. 5036—U. S. D. C. W. D. N. Y.—August 1, 1952 


CourTts—J URISDICTION—GENERAL 
A showing anywhere in the record that the jurisdictional amount is involved will 
satisfy statutory requirement. 
On facts of record, defendant’s use of plaintiff’s registered trade-mark held sufficient 
to show that it has or may affect interstate commerce. 


Trave-MarK INFRINGEMENT AND UNFAIR CoMPETITION—BAsiIsS OF RELIEF—GENERAL 

Right to protection of goodwill in established mark extends not only to identical 
goods but to items of same general kind to which the mark would bear a natural trade 
significance, anticipating natural expansion. 

Impending threat of damage to plaintiff’s goodwill and reputation by defendant’s 
continued use of plaintiff’s mark justifies court granting equitable relief to prevent 
further infringement and unfair competition. 

Defendant’s deliberate and intentional infringement and unfair competition held 
sufficient reason for granting extra allowance of costs. 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—DEFENSES—GENERAL 
What is important is not whether mark is a coined one but what proof establishes 
as to what the mark has come to mean in the trade. 
_ Third party uses of mark in other fields held to have no bearing on scope of 
plaintiff’s rights against deliberate infringer in the same field. 


TraDE-MARK INFRINGEMENT AND UNFAIR COMPETITION—ScoPE OF RELIEF—PARTICULAR 
INSTANCES 
Plaintiff held entitled to permanent injunction restraining defendant from using 
“Admiral” on electrical household appliances including sewing machines and vacuum 
cleaners. 
Plaintiff held entitled to ordinary taxable costs plus additional allowance for 
attorney fees. 
Plaintiff held not entitled to accounting for profits, in absence of proof of loss 
of sales or of any material damage to plaintiff’s reputation or goodwill. 


Trade-mark infringement and unfair competition suit by Admiral Corporation 
against Penco, Inc. Judgment for plaintiff granting injunction and extra allowance 
of costs for attorney fees. 

Charles Shepard, of Rochester, N. Y. (Wilkinson, Huxley, Byron & Hume, Gerrit 
P. Groen, and James R. Oberly, of Chicago, Ill., of counsel) for plaintiff. 

Marvin L. Falk, of Rochester, N. Y. (Caesar & Rivise and A. D. Caesar, of Phila- 
delphia, Pa., of counsel) for defendant. 

Burke, D. J.: 

This action is based upon alleged trade-mark infringement and unfair com- 
petition. Admiral Corporation owns and operates numerous manufacturing plants 
throughout the United States and maintains distributors throughout the United 
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States and the world. At the present time it manufactures or distributes television 
sets, radios, radio-phonograph combinations, refrigerators, electric ranges and some 
miscellaneous appliances and parts. Penco has an office and store in Rochester, 
N. Y., and operates stores in Elmira, Binghamton, Syracuse and Buffalo. It manu- 
factures none of the products it sells. It sells at retail, electric vacuum cleaners, 
electric sewing machines, electric floor polishers and parts for these appliances, 
Jurisdiction is invoked by reason of the fact that Admiral charges Penco with 
infringement of its trade-mark Admiral which has been registered in the United 
States Patent Office. The registrations cover a variety of electrical appliances, 
It is further invoked on the ground of diversity of citizenship involving a claim 
exceeding the jurisdictional amount for damages based on alleged unfair com- 
petition. 

Admiral’s predecessor, Continental Radio and Television Corporation, acquired 
the trade-mark Admiral together with its good will by assignment from Columbia 
Radio Corporation in 1936. Admiral was first adopted by Columbia:as its mark 
for radios in October, 1929. Continental was organized in 1934. Admiral has been 
used as its house mark since 1939. In 1943 it changed its name to Admiral 
Corporation. It has continuously used the mark Admiral as the dominant trade- 
mark for all of its products. Current annual sales are in excess of two hundred 
million dollars. Since the adoption and use of the trade-mark Admiral it has 
sold in excess of one billion dollars’ worth of its products valued at retail under the 
trade-mark Admiral. For the same period it spent approximately forty-seven 
million in advertising its goods under the trade-mark Admiral through direct 
advertising and distributor and dealer advertising. Its products are sold through 
out the United States, Canada and Mexico and in every other continent in the 
world. Its trade-mark Admiral has been registered in the United States and thirty 
foreign countries. It is the world’s largest manufacturer of television sets. It 
maintains a large research staff and is constantly on watch for expansion of its 
line of products. It has a sales organization consisting of eighty-one distributors 
and over thirty-one thousand dealers. Its products have attained wide and general 
acceptance and a reputation for quality. 

The defendant has challenged jurisdiction on both asserted grounds. Plain- 
tiff’s extensive sales of electrical appliances bearing the mark Admiral covering 
the entire United States, Canada, Mexico and foreign countries, and its large 
expenditures for advertising the mark in connection with its products, and public 
recognition of the mark as denoting plaintiff’s electrical appliances are ample to 
establish the statutory requirement of the amount in controversy to justify juris- 
diction on the ground of diversity of citizenship. A showing anywhere in the record 
that the jurisdictional amount is involved will satisfy the statutory requirement. 
Harvey v. American Coal Co., 50 F. 2d 832 [21 T. M. R. 495]; Food Fair Stores v. 
Food Fair, 177 F. 2d 177 [39 T. M. R. 894]. Defendant asserts that its activities 
are wholly intrastate and not subject to attack for infringement arising as a result 
of rights conferred on the plaintiff by its federal trade-mark registrations. Defend- 
ant buys its vacuum cleaners in Chicago. The cleaners are shipped from Chicago 
either to defendant’s headquarters in Philadelphia or direct to its stores in New 
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York. Its sewing machines are imported from Japan, where the trade-mark 
Admiral is affixed. The sewing machines are delivered to defendant’s headquarters 
in Philadelphia and shipped from there to its stores in New York. This is sufficient 
to establish that its activities are not wholly intrastate. Attempting to distinguish 
its activities from those under consideration in Pure Oil Co. v. Puritan Oil Co., 
127 F. 2d, it makes the novel argument that the shipments of vacuum cleaners 
and sewing machines bearing the mark Admiral, concedely interstate shipments, 
were shipments in cartons or crates which did not bear the trade-mark Admiral on 
the outside, and so did not involve the use of the mark in interstate shipments. 
This argument appeals neither to reason nor to precedent. Ironite Co. v. Guarantee 
Waterproofing Co., 6 F. 2d 608, 610. Moreover, even if it were established that 
defendant’s use of the trade-mark Admiral was wholly intrastate. There is enough 
in the proof to show that such use has affected or may affect plaintiff’s interstate 
use of the mark. Plaintiff has built up a reputation for quality of its products sold 
under the mark Admiral and public recognition of the mark as denoting electrical 
appliances of quality originating with Admiral Corporation. Defendant by its 
methods of selling products marked Admiral, over whose quality and over whose 
selling procedures the plaintiff has no control, has endangered plaintiff’s reputation 
by customer confusion, and it may fairly be inferred that if defendant’s use of the 
mark Admiral is allowed to continue, such use by defendent, even if wholly intra- 
state would result in a falling off of plaintiff’s sales in the area where defendant 
operates. This court has jurisdiction of the controvery on both asserted grounds. 

Penco started selling its electric sewing machines and vacuum cleaners under 
the trade-mark Admiral in early 1950. It is undisputed that plaintiff used the trade- 
mark Admiral in marketing its products long before Penco decided to adopt it as 
its mark for vacuum cleaners and electric sewing machines. Up to early 1950 Penco 
had used the trade-mark Avalon to identify its vacuum cleaners. It then adopted 
the mark Admiral because “we thought it would be more receptive,” because “it 
means tops in something.” This explanation suggests the query why it meant “tops 
in something” in 1950 and not before, and if it meant “tops in something,” why 
the mark was not used in its advertising. It did not advertise its Admiral vacuum 
cleaners or sewing machines. It consistently advertised rebuilt Singer sewing 
machines and Electrolux vacuum cleaners at a very low price for the purpose of 
securing leads to sell its Admiral machines. It is not too much to say that the 
rebuilt Singer sewing machines and Electrolux vacuum cleaners which Penco 
consistently advertised were not advertised primarily for sale. These rebuilt machines 
were advertised two or three times a week. Despite this consistent advertising Penco 
carries a stock in its Rochester store of about twelve to fourteen rebuilt Electrolux 
cleaners and the same number of Singer sewing machines. A salesman’s com- 
mission was three per cent on rebuilt machines and eleven per cent on new 
machines. The primary purpose in advertising the rebuilt machines is to sell the 
Admiral vacuum cleaners and sewing machines which are not even advertised. 
The adoption of the mark Admiral on goods so closely related to those sold by the 
plaintiff strongly suggests that the motive was to take advantage of the plaintiff's 
established reputation. 
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The main issue for determination is whether there is sufficient similarity of 
goods between defendant’s electric sewing machines and vacuum cleaners and plain. 
tiff’s products consisting of television sets, radios, radio-phonograph combinations, 
refrigerators and electric ranges so as to cause confusion or likelihood of confusing 
ordinary purchasers of defendant’s sewing machines and vacuum cleaners as to 
their origin or source. 


Penco’s established selling policy is a shabby plan to foist on customers by 
subtle means strikingly devoid of forthright approach its Admiral marked vacuum 
cleaners and sewing machines which customers have had no previous opportunity 
to consider on their merits, either through descriptive literature distributed before 
purchase or through conventional advertising. On the hearing on the motion for 
temporary injunction defendant’s store manager called it “step up selling.” On 
the trial his successor as store manager was less dignified and more frank. He 
called it “bait advertising.” He said “Penco advertises rebuilt cleaners and rebuilt 
sewing machines. That is the method they use to get into the house.” This method 
of selling Penco had followed for two and a half years. It issued instruction booklets 
and guarantees which accompanied the Admiral branded products when sold, 
encouraging purchasers to rely upon liberal guarantees by “authorized Admiral 
dealers.” 

All this might still be unactionable but for the fact that it is precisely this 
devious approach which makes it possible for Penco to deceive the average unwary 
purchaser into believing that its products originate with Admiral Corporation. 
The mark Admiral is prominently displayed on both the vacuum cleaner and the 
sewing machine. On the vacuum cleaner the plate showing the source of the 
product is on the bottom of the cleaner which necessitates turning the cleaner 
bottom side up for one to examine it. On the sewing machine exhibited at the 
hearing on the motion for a preliminary injunction the stamp “Made in Japan” 
is placed on the head of the sewing machine back of the motor, so that it is difficult 
if not impossible to read it. Later models display the “Made in Japan” plate in a 
conspicuous place. Defendant issued an instruction booklet which accompanies 
its sewing machines which contains the legend “Nationally distributed and serviced 
by authorized Admiral sewing machine dealers everywhere,” when in fact the 
defendant operates only in New York. The Rochester store has one repair man. 
These pertinent facts, coupled with the fact that prospective purchasers had no 
means of knowing the origin of defendant’s vacuum cleaners before they were 
physically exhibited for sale and the fact that neither the sewing machine nor 
its case disclosed the manufacturer’s name are persuasive evidence that defendant’s 
selling policy is designed to reap the benefit of Admiral’s extensive advertising 
and the reputation for its products obtained thereby, and that customers were both 
likely to be confused and were actually confused as to the source of defendant’s 
machines. Unless a customer was sufficiently aggressive to overcome the obstacle of 
the physical placement of the name plates on the vacuum cleaners showing their 
source she had three possible ways of learning their source: (1) By a volunteered 
statement of the salesman that the cleaner did not originate with Admiral Cor- 
poration. I am not so naive as to conclude in this setting that such volunteered 
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statements were either frequent or a matter of policy; (2) She could ask the 
direct question whether the cleaner was made by Admiral Corporation. The evi- 
dence establishes that frequently this was met by an outright deceptive answer; 
(3) She could learn the origin from previous purchasers of defendant’s cleaners. 
But there is no proof that defendant’s cleaners were so widely distributed and so 
well known as to make this means an adequate or satisfactory notice of their 
origin or source. As to the sewing machines even an owner of one had no means 
of knowing the manufacturer’s name from any identification or reference either 
on the machine or on its case. 


Plaintiff does not sell sewing machines or vacuum cleaners but that does 
not preclude it from obtaining equitable relief under these circumstances for the 
protection of its trade in products sold under the trade-mark Admiral. Plaintiff 
had established a substantial market for its products sold under the mark Admiral 
long before defendant’s use of the same mark on articles not so far removed from 
the nature and kind of plaintiff’s products as to obviate the likelihood of customer 
confusion as to the origin of the goods. The right to protection of good will and repu- 
tation in connection with the trade in goods sold under an established mark extends 
not only to the identical goods but to items of the same general kind or of the 
same descriptive properties to which the mark would bear a natural trade signifi- 
cance. Landers, Frary & Clark v. Universal Cooler Corp., 85 F. 2d 46 [26 T. M. R. 
591]; Aunt Jemima Mills Co. v. Rigney & Co., 247 F. 407; Anheuser-Busch v. 
Budweiser Malt Products Corp., 295 F. 306; Yale Electric Corp. v. Robertson, 
26 F. 2d 972. The mere fact that the defendant’s salesmen on occasions repre- 
sented to customers that the sewing machines and vacuum cleaners were products 
of Admiral Corporation and that customers readily believed them is evidence of 
the strongest character that the products are closely related in the trade. So also is 
defendant’s adoption of the identical mark used by the plaintiff. A dealer in electric 
household appliances would readily foresee customer susceptibility to any suggestion, 
even direct, that electric household appliances usually sold together in the same 
outlets and bearing the identical name would come from the same source. The 
susceptibility is engendered by the close association of the goods in the trade. It 
is too obvious for argument that plaintiff is entitled to some kind of injunctive 
relief, at the very least that which would enjoin the defendant from affirmatively 
representing to prospective customers that defendant’s products originate with 
Admiral Corporation. Such affirmative representations were amply established at 
the trial. 


But such limited relief is not adequate to protect the plaintiff’s good will and 
reputation that has been established by the use of its trade-mark Admiral on 
electrical appliances that it sells. Electric sewing machines and vacuum cleaners 
are commonly sold in the same stores which sell television sets, radios, electric 
ranges and electric refrigerators. They are sold to the same class of purchasers. 
The proof at the trial through customer evidence establishes, wholly apart from 
affirmative misrepresentations as to origin, not only likelihood of customer confusion 
that electric sewing machines and vacuum cleaners bearing the trade-mark Admiral 
are products of Admiral Corporation but also actual customer confusion as to origin. 
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Plaintiff has no control over the methods used by defendant in selling its appliances 
nor has it any control over the quality of defendant’s products. It has a property 
interest in the ownership of its mark in connection with established use in identify. 
ing its line of merchandise. This should not be subjected to the risk of damage by 
an intruder in the field who, offering no plausible explanation, adopts the identical 
mark on related goods. Moreover that interest is entitled to protection even beyond 
the trade in the goods currently manufactured or sold. The protection should be 
broad enough to sufficiently safeguard its interest by anticipating natural expansion 
to cover the sale of closely related items in the same general field of electric house- 
hold appliances for the reason that such closely related items would reasonably be 
thought by customers to have the same origin if sold under the same trade-mark. 
Landers, Frary & Clark v. Universal Cooler Corp., supra; Yale Electric Corp. v. 
Robertson, supra; Standard Brands v. Smidler, 151 F. 2d 34; Standard Brands vy. 
Eastern Shore Canning Co., 172 F. 2d 144 [39 T. M. R. 203]. 


Defendant asserts that since the mark Admiral was not a coined mark it is 
not entitled to protection beyond the articles on which it has been used. Counsel 
refers to France Milling Co. v. Washburn Crosby Co., 7 F. 2d 304, as the leading 
case supporting that contention. In Landers (supra) the Court pointed out that 
what was said in support of that contention in the France Milling case was orbiter, 
and that it is but a matter of proof and of that alone as to how far the connota- 
tion of a mark has extended. In Landers the mark was Universal which, as the 


Court pointed out “had already been applied to every conceivable kind of goods, 
but that was material only as evidence of whether it did in fact mean the plaintiff 
here.” (page 49). Without attempting to discuss all of the cases relied on in 
support of defendant’s contention it is enough to say that what is important is 
not whether the mark is a coined one or not but what the proof establishes as to 
what the mark has come to mean in the trade. 


In further support of its asserted defense that Admiral is a weak mark not 
entitled to protection beyond existing use, defendant introduced in evidence thirty- 
one trade-mark registrations using the word Admiral either alone or in combina- 
tion. Six were applied to automotive products and motor fuel, three to alcoholic 
beverages, five to clothing and fabrics, four to food products, and the balance 
to miscellaneous items covering a wide variety of products. All of the items to 
which the registrations applied are wholly unrelated to electrical household ap- 
pliances and have no bearing on the question of the scope of plaintiff’s rights in 
the mark Admiral. 

On the trial market survey evidence of likelihood of customer confusion was 
offered by the plaintiff and over objection was received. The court, however, left 
open the question of its competency. In deciding this case I have found it un- 
necessary to consider such testimony. The conclusions reached here have been 
arrived at entirely without any consideration of such testimony. Neither have I 
considered the testimony of the witness who testified on the original hearing on the 
motion for a preliminary injunction to defendant’s misrepresentations, but who did 
not testify at the trial. 

Although the evidence has established infringement and unfair competition, 
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it has not established that the plaintiff up to now has sustained any material 
damage to its reputation or good will, nor does the evidence establish that it has 
lost any sales of its products by reason of defendant’s unlawful use of the mark 
Admiral. An accounting for profits should therefore be denied. Champion Spark 
Plug Co. v. Sanders, 331 U. S. 125, 131 [37 T. M. R. 323] ; Triangle Publications 
vy. Rohrlich, 167 F. 2d 969. But the impending threat of damage to the plaintiff’s 
good will and reputation by continued use of the mark by the defendant justifies 
the court in using its equitable powers to prevent further infringement and unfair 
competition by injunction. 

The plaintiff in its prayer for relief has asked the recovery of reasonable 
attorney’s fees to be determined in the accounting for profits and damages. Since 
an accounting for profits has been denied, there being no material damage, I con- 
strue the prayer for relief as an application for an additional allowance. The 
defendant has deliberately appropriated plaintiff’s trade-mark with the intention 
of inducing customers to believe that its products originate with Admiral Corpora- 
tion and with the intention of reaping the benefit of plaintiff's good will and 
reputation by confusing its customers as to the source of defendant’s goods. Its 
unlawful use has caused actual customer confusion and has placed the plaintiff's 
good will and reputation in imminent danger of damage. Such deliberate and 
intentional unlawful use of plaintiff's trade-mark has made it necessary for plaintiff 
by this suit to vindicate its exclusive right to the mark in the field of electric house- 
hold appliances, and to prevent threatened damage to its good will and reputation. 
These equitable considerations (exceptional because there has been no material 
damage although infringement has been established) are sufficient reasons in the 
interest of justice for the granting of an extra allowance in the exercise of discre- 
tion. Sprague v. Ticonic Bank, 307 U. S. 161; Reconstruction Finance Corp. v. 
]. G. Menihan Corp., 111 F. 2d 940, 942 [30 T. M. R. 430]. 

Judgment for plaintiff for a permanent injunction with ordinary taxable costs 
plus an additional allowance for attorney’s fees of $2,000. Separate findings and 
conclusions are filed herewith. 


THE SQUIRT COMPANY v. SANTA COLA COMPANY 


Commissioner of Patents—August 5, 1952 


TraADE-Marks—Marxs Not CoNnFusINGLy SIMILAR—PARTICULAR INSTANCES 
Composite mark consisting of words “Old Squire” and pictorial representation of 
a squire held not confusingly similar to “Squirt”, used on similar goods, under 1946 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by The Squirt Company against Santa Cola Company. 
Opposer appeals from dismissal of notice of opposition. Affirmed. 
James Atkins, of Washington, D. C., and Huebner, Beehler, Worrel & Herzig, of 
Los Angeles, Cal., for Opposer. 
Fulton Brylawski, of Washington, D. C., for Applicant. 
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McCanwn, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Interferences dismissing 
the opposition brought by The Squirt Company to the composite registration by 
applicant of “Old Squire,” and a pictorial representation of a squire above the word 
“Squire,” as applied to “ginger beer, a non-cereal maltless beverage in the nature 
of a soft drink.” 

The opposer relies upon its prior use and ownership of the registered mark 
“Squirt” as applied to a nonalcoholic grapefruit drink. Only the opposer has filed 
testimony and applicant admits that there is no question as to priority and that the 
only issue is whether or not the marks are so similar that there would be likelihood 
of confusion if they are contemporaneously applied to the specified goods. 

The words “Old,” “Squire,” and “Squirt” are all well-known dictionary words 
that have fixed meanings as distinguished from coined arbitrary words and while 
the word “Squire” is similar in appearance and sound to “Squirt” it is very clearly 
dissimilar in meaning or significance. Furthermore, applicant’s mark comprises 
the words “Old Squire.” As stated above the word “Old” has a fixed dictionary 
meaning which qualifies and enhances the significance of the word “Squire.” The 
pictorial representation of a squire, while not spoken, clearly makes it easier for the 
meaning of the words “Old Squire” to be conveyed to and impressed upon the 
observer. 

I agree with the Examiner of Interferences that the marks are so different in 


meaning and appearance that there would be no likelihood of confusion by reason 
of their contemporaneous use on the specified goods. 
The decision of the Examiner of Interferences is affirmed. 


CLUETT, PEABODY & CO. INC. v. H. MENDEL & CO., INC. 


Commissioner of Patents—August 5, 1952 


TraDE-Marks—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—GENERAL 
The word “Dale,” while it may have been a surname, held not descriptive of shirts. 


TraDE-MarKs—COoNnFUSING SIMILARITY—PARTICULAR INSTANCES 
The mark “Texdale,” incorporating the entire mark “Dale,” held confusingly 
similar to “Dale,” used on similar goods, under 1946 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Cluett, Peabody & Co. Inc. against H. Mendel & Co., 
Inc. 
Applicant appeals from decision sustaining notice of opposition. Affirmed. 
Max D. Farmer, of Troy, N. Y., for Opposer. 
Kimmel & Crowell, of Washington, D. C., for Applicant. 
McCann, Examiner in Chief: 
This is an appeal from the decision of the Examiner of Interferences sustaining 
the opposition brought by Cluett, Peabody & Co. Inc. to the registration by applicant 
of the mark “‘Texdale” as applied to “wearing apparel for men, women and children, 





42 T.M.R. CAREW STEEL v. SOULE STEELE 861 


ee 


namely, raincoats, raincapes, rainhoods, jackets, undershorts, undershirts, dress, 
negligee and sports shirts, sweaters, and lingerie, namely brassieres, panties and slips.” 

The statutory basis for the opposition pertains to that clause of section 2(d) of 
the Act of 1946 relating to the likelihood of confusion or deception of purchasers. 

The opposer relies upon its prior use and ownership of the registered mark 
“Dale” as applied to “outer shirts” which was registered under the Act of 1920 
and reregistered under section 2(f) of the Act of 1946. Neither party has filed 
testimony and only applicant was represented at the oral hearing. 

Inasmuch as the goods are unquestionably similar and since the opposer 
filed his application for registration under the Act of 1946 prior to the alleged 
date of applicant’s first use, there is no question of priority. The sole question 
to be determined is whether or not the marks as applied to the specified goods 
are such as to cause the likelihood of confusion. 

The Examiner of Interferences held that the word “Dale” is obviously not 
descriptive although applicant insists that it is. In my opinion the Examiner 
of Interferences is correct since while the word “Dale” may have been a surname 
it clearly is not descriptive of the character of goods to which it is applied. 

In Lever Brothers Co. v. The Sitroux Company, Inc., 27 C. C. P. A. 858, 
109 F. 2d 445, 44 U. S. P. Q. 357, it was held that “Sitru-Lux” was confusingly 
similar to “Lux.” In that case the court held that while there was a difference 
between the marks the appellee had taken the entire mark of the appellant and 
used it in connection with other syllables representing the phonetic misspelling 
of its corporate name upon goods which obviously belong to the same class. In 
Rogers Peet Co. v. B. F. Goodrich Co., 31 C. C. P. A. 1191, 143 F. 2d 880, 62 
U. S. P. Q. 282, the court held “Koromist” to be confusingly similar to “Mist”; 
in Ex parte Van Pelt @ Brown, Inc., 77 U. S. P. Q. 130 “Amphedrine” was held 
to be confusingly similar to “Fedrin”; in Ex parte Crest Laboratories, Inc., 55 
U. S. P. Q. 233, “Crest” was held to be confusingly similar to “Velcrest”; in 
E. R. Squibb & Sons v. O. A. Battista, 53 U.S. P. Q. 606, 540 O. G. 713, “Glico- 
lixer” was held to be confusingly similar to “Colixer.” It seems to me that the facts 
in these cases are similar to the instant case since in each one of the above cases 
the mark of another was bodily adopted and a prefix attached thereto which corre- 
sponds exactly to the instant case. The word “Tex” is frequently used as a prefix 
and as a suffix and it is my opinion that there would be as much likelihood of 
confusion in the contemporaneous use of the marks “Texdale” and “Dale” on the 
stipulated goods as was held to be present in the cases cited above. 

The decision of the Examiner of Interferences is affirmed. 


CAREW STEEL PRODUCTS CORPORATION v. SOULE STEEL COMPANY 
Commissioner of Patents—October 1, 1952 


TraDE-Mark Act oF 1946—REGISTRABILITY—SECTIONS 17 AND 18 
OpposiTions—PLEADING AND PracTiIcE—GENERAL 
Examiner of Interferences exercises right to refuse to register opposed mark pursuant 
to Sections 17 and 18 of 1946 Act. 
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Action of Examiner of Trade-Marks on question of descriptiveness does not control 
Examiner of Interferences. 

Application involved in contested proceeding can only be amended as provided in 
Rule 24.5. 

Where notice of opposition is sustained on ground of descriptiveness of mark, appli- 
cant is not precluded from amending application for consideration under Section 2(f) 
of 1946 Act. 


TrapE-Marks—Worps INCAPABLE oF ExcLusivE APPROPRIATION—DESCRIPTIVENESS 
“Steeline” held an obvious contraction of “Steel Line” and merely descriptive of pre- 
fabricated steel buildings and steel building frames. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Carew Steel Products Corporation against Soule 
Steel Company. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 

Shepherd & Campbell, of Washington, D. C., for Opposer. 
Stephen S. Townsend, of San Francisco, Cal., and Stone, Boyden & Mack, of 

Washington, D. C., for Applicant. 


McCann, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Interferences sustaining 
the opposition brought by the Carew Steel Products Corporation to the registration 
of the mark “Steeline” by the Soule Steel Company for “prefabricated steel buildings 
and steel building frames” for which use is claimed since June 1, 1940. The parties 
have filed a stipulation as to the facts in lieu of testimony and both were repre- 
sented at the oral hearing. 

The statutory basis for opposition is based upon Section 2(e) of the Act of 
1946 which prohibits the registration of a mark that is “merely descriptive” of the 
goods to which it is applied. 

The opposition was sustained on the ground that “Steeline” is substantially the 
same as “Steel Line” which the examiner held to be descriptive of steel products 
and as such may be rightfully used by any manufacturer of steel products. 

Applicant points out that during the ex parte prosecution registration was 
initially refused on the grounds that the mark was descriptive. Applicant then 
amended the statement and filed an appropriate declaration and asked to have 
the case considered under the provisions of Section 2(f). This amendment was 
accompanied by affidavits from six competitors who attested that the mark “‘Steeline” 
was distinctive of applicant’s goods. The examiner withdrew his holding that the 
mark was descriptive and ruled that it was registrable on the Principal Register 
and required that applicant supply an appropriate declaration not under section 
2(f) which requirement was complied with. In view of this applicant contends 
that the examiner’s ruling should have been persuasive on the Examiner of Inter- 
ferences in the absence of new and different evidence. 

This contention is not believed to be well taken since Section 17 of the Act 
gives the Commissioner authority to direct the examiner in charge of interferences 
to determine and decide the respective rights of registration in opposition proceed- 
ings and Section 18 of the Acts states that in such proceedings the Commissioner 
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may refuse to register the opposed mark. This right to refuse the registration of 
the opposed mark is exercised by the examiner in charge of interferences. 

Applicant also contends in his main brief that the above stated facts would 
warrant the application of Section 2(f) of the Act to this case but tacitly admits 
that this cannot be done during the pendency of an opposition proceeding. An 
application involved in a contested proceedings can only be amended as provided 
for in Rule 24.5. 

Applicant also contends that his mark is not descriptive and that the registra- 
tion thereof would be consistent with “Airline” used by Montgomery Ward as a 
trade-mark for radios, Firestone Tire and Rubber Co. v. Montgomery Ward & Co. 
32 C. C. P. A. 1074, 150 F. 2d 439, 66 U. S. P. Q. 111; “Oraline” used by S. S. 
White Dental Mfg. Co. on a line of goods used orally, §. S. White Dental Mfg. Co. 
v. Ormont (D.C. N. Y. 1949), 81 U.S. P. QO. 341, 39 T. M. Rep. 593; “Microline” 
used by Sperry Gyroscope Co. on a line of goods useful in micro-wave electronic 
work, First Industrial Corp. v. Sperry Gyroscope Co., Inc., 610 O. G. 780, 77 
U. S. P. Q. 230; “Fluoroline” used on a line of goods which includes fluorescent 
lights, Ex parte Westinghouse Electric @ Mfg. Co., 600 O. G. 678, 74 U.S. P. Q. 43; 
and “Lumiline” used by General Electric Company on a line of electric lamps, 
General Electric Company v. Kaufmann, 649 O. G. 938, 90 U.S. P. Q. 239. 

I have carefully considered applicant’s argument but find no error in the 
interference examiner’s decision since it seems clear that “Steeline” is an obvious 
contraction of “Steel Line” and whether it is written with capital letters or small 
letters or both is immaterial since the meaning conveyed by the mark is the same, .e., 
it relates to a line or supply or series of goods made of steel and as such is descriptive 
thereof. 

Applicant’s case is believed to be clearly distinguishable from the “Airline”, 
“Oraline”, ‘“Microline”, Fluoroline”, and “Lumiline” decisions cited by him in 
his brief. In those decisions the word “line” was not used to indicate a line of goods 
identified by the first part of the mark. In applicant’s case, however, the word 
“Line” is used to denote a line of goods made from steel. 

In view of the circumstances of this case applicant is not precluded by this 
decision from amending this application for consideration by the examiner under 
the provisions of Section 2(f). 

The decision of the Examiner of Interferences is affirmed. 


LEHN & FINK PRODUCTS CORPORATION v. MAGNOLIA 
CHEMICAL CO., INC., ETC. 


Commissioner of Patents—October 2, 1952 


TraDE-Marks—Goops oF THE SAME CLass—GENERAL 
On facts of record, held fact that opposer’s goods may have additional uses in other 
fields cannot detract from fact that goods of both parties are sold and recommended for 
the same uses set forth in application. 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Pine-Sol” held confusingly similar to “Lysol,” used on similar goods, under 1946 Act. 
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TraDE-MarkKs—ConFusING SIMILARITY—GENERAL 
Applicant having bodily adopted part of arbitrary mark held under clear duty to 
adopt such other word or words in connection therewith as to avoid any likelihood of 
confusion. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Lehn & Fink Products Corporation against Magnolia 
Chemical Co., Inc., (name changed to Milner Products Company). Applicant 
appeals from decision sustaining notice of opposition. Affirmed. 

Alexander, Maltitz, Derenberg & Daniels, of New York, N. Y., for Opposer. 
M. S. Meem, of Washington, D. C., for Applicant. 
McCann, Examiner in Chief: 

This is an appeal by the applicant from the decision of the examiner of Inter- 
ferences sustaining the opposition of Lehn & Fink Products Corporation to the 
registration applied for by applicant. 

Applicant is seeking to register under section 2(f) of the Act the notation 
“Pine-Sol” for a liquid composition for use as a general household cleaner, disin- 
fectant and deodorant. 

The opposition is based on that clause of section 2(d) of the Act of 1946 
relating to the likelihood of confusion or deception of purchasers as to the origin 
of the goods. 

The opposer asserts prior use and ownership of the mark “Lysol” and of the 
following registrations of this mark: 

No. 53,937 June 12, 1906, renewed in 1926 for “disinfectants and antiseptics.” 

No. 128,764 Jan. 13, 1920, renewed in 1940 for “fan antiseptic and disinfectant.” 

No. 136,729 Oct. 19, 1920, renewed in 1940 for “soap.” 

No. 137,640 Nov. 30, 1920, renewed in 1940 for “shaving cream and soap.” 

No. 219,630 Oct. 19, 1926, renewed in 1946 for “antiseptics and disinfectants.” 

No. 224,321 Feb. 22, 1927, renewed in 1947 for “antiseptic disinfectant prep- 
arations,—deodorant—.” 

No. 225,545 Mar. 22, 1927, renewed in 1947 for “soap, shaving cream, and 
preparations having cleaning qualities recommended for use in the household—.” 

No. 381,120 Sept. 10, 1940 for “preparations recommended for—disinfectant, 
antiseptic.—purposes ;—for the cleaning and disinfection, of artificial dentures ;— 
for internal use as an intestinal or urinary antiseptic; for deodorizing premises,—; 
for personal use as a deodorant in the bath, in armpits and for perspiring hands and 
feet; for the disinfection of surgical, dental, veterinary and other medical instruments, 
rubber gloves, sutures, catgut and similar appliances; for cleaning and disinfection 
of barber’s utensils,—for agricultural and horticultural uses of a disinfectant,—”, etc. 


Both parties filed stipulated facts and exhibits in lieu of testimony. Both 
parties filed briefs and appeared at oral hearing. The stipulated facts clearly 
establish opposer’s priority of use of its mark upon its goods and this is admitted 
by applicant who states that “there is no question of priority as opposer has long 
prior use”. 

The examiner states that no testimony having been taken and there being 
nothing in the stipulated facts about any differences in the goods the question of 
similarity or dissimilarity thereof must be determined from the description of the 
goods in the application of applicant and the registrations of opposer. However 
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the labels comprising Exhibit C of item 7 of applicant’s stipulated facts disclose 
the use of steam distilled pine oil, soap and isopropyl alcohol as the active ingredients 
whereas Exhibits I & J of item 3 of opposer’s stipulated facts disclose the use of 
soap, cresylic acid and orthohydroxdiphenyl as the active ingredients. 

The examiner held that opposer’s registrations cover products having the 
identical uses specified in applicant’s registration, i.e., a liquid composition for use 
as a general household cleaner, disinfectant and deodorant. 

Applicant takes issue with this holding and states that “Lysol” is always diluted 
with water and is a poison whereas “Pine-Sol” is a distilled pine oil product which 
is noninjurious and used principally as a cleaner. The labels attached to applicant’s 
stipulated facts clearly disclose that “Pine-Sol” is also diluted with water in all but 
two of the uses set forth on the label. 

The question before us is not a question of confusion of goods, as applicant 
seems to contend, but a question of the likelihood of confusion of the origin or 
source of the goods, since “‘Pine-Sol” has a strong pine odor and would not ordinarily 
be mistaken for “Lysol”. It seems clear from a mere reading of the description of 
the goods with which opposer’s marks are used, as set forth in the pleaded registra- 
tions, that opposer’s registrations cover a product having the identical uses specified 
in applicant’s application and the fact that opposer’s product may have additional 
uses in other fields cannot detract from the fact that both are sold and recommended 
for the same uses set forth in applicant’s application. This being so the only re- 
maining question to be determined is whether or not applicant’s mark and opposer’s 
mark are confusingly similar. 

Applicant states that “Pine” means a definite thing and “Ly” would suggest 
lye and that no one is entitled to exclusive right to “Sol”, as solvent. Applicant also 
calls attention to the extensive advertising by both parties and states that no claim 
is made that confusion has ever occurred in 23 years of concurrent use. 

Opposer’s mark “Lysol” is an arbitrary mark and there is nothing in the record 
to suggest that “Sol” is a contraction for solvent as applicant infers. There is also 
nothing in the record to substantiate applicant’s assertion of 23 years of concurrent 
use. On the contrary applicant’s stipulated facts state that it has used the mark 
“Pine-Sol” continuously since April 3, 1945. In his decision the examiner cited 
four cases wherein the opposer’s mark “Lysol” was involved, namely Lehn & Fink 
Products Corporation v. Barrett Products Co., Inc., 519 O. G. 1055, 47 U.S. P. Q. 
82; Lehn & Fink Products Corporation v. The Pynol Company, 621 O. G. 962, 80 
U.S. P. Q. 379; Lehn & Fink Products Corporation v. Ney, 631 O. G. 942, 84 
U.S. P. Q. 197; Lehn & Fink Products Corporation v. Cordes, 643 O. G. 1067, 
88 U. S. P. Q. 119, as well as the case of Tung-Sol Lamp Works v. King-Sol 
Research Corporation, 688 O. G. 852, 76 U. S. P. Q. 269, in which the marks 
“Tung Sol” and “King-Sol” were found to be confusingly similar, and it was the 
examiner’s position that the probability of confusion of the marks involved herein 
applied to the same or similar goods is about the same as the probability of con- 
fusion of the mark “Lysol” with any of the marks “Tri-So,” ‘“Pynol,” “Neyso,” and 
“Riasol” as well as that between the marks “Tung Sol” and “King-Sol” involved 
in the cases cited. 
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Applicant’s brief as well as the remarks made at the oral hearing have been 
carefully considered, but it is my opinion that the examiner’s decision is correct, 
Applicant bodily adopted part of an arbitrary trade-mark, i.e., the word “Sol”, 
Under such conditions he is under a clear duty to adopt such other word or words 
in connection therewith so that there will be no likelihood of confusion. This appli- 
cant has not done. The word “Pine” is capable of being readily slurred to “Pi” and 
when so spoken in connection with “Sol” would be “Pi-Sol” which could easily be 
misunderstood for “Lysol.” Furthermore even if clearly spoken a customer might 
readily be confused as to the origin of the goods due to the bodily adoption of the 
word “Sol” by applicant. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


EX PARTE LYON METAL PRODUCTS, INCORPORATED 


Commissioner of Patents—August 5, 1952 


TrRADE-MarKS—LIKELIHOOD OF CONFUSION—GENERAL 
In determining question of likelihood of confusion, it is necessary to consider such 
things as nature and character of the goods, their intended use, when they are sold and 
the type of purchasers. 
TRADE-Marks—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 
Combination locker and clothes racks held goods within the same definitive class 
as filing cases. 
TRADE-MarKs—REGISTRABILITY—EFFECT OF CONSENTS 
Letter of consent filed by owner of prior registration of confusingly similar mark 
held to have no effect in overcoming statutory bar contained in section 2(d) of 1946 Act. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Lyon Metal Products, Incorpo- 
rated. Applicant appeals from refusal of registration, under 1946 Act. Affirmed. 
Moore, Olson & Trexler, of Chicago, IIl., for Applicant. 

McCann, Examiner in Chief: 

This is an appeal from the decision of the examiner finally refusing to register 
on the Principal Register of the Act of July 5, 1946, the mark “Economy Locker 
Rack” for “combination lockers and clothes racks.” The words “Locker Rack” 
have been disclaimed apart from the mark as shown. 

The registration is refused in view of trade-mark registration No. 59,036 for 
“Economy” used with “drawing tables and filing cases.” 

It is the examiner’s position that the goods are closely related particularly 
as to locker racks and filing cases and he points out that wardrobe racks, ward- 
robe cabinets, office valets, combination wardrobe and storage cabinets, and 
combination clothes racks and lockers are used in the same shops and offices, are 
sold in the same channels of trade, and are advertised in office furniture catalogs. 

In connection with a letter of consent filed by the owner of trade-mark regis- 
tration No. 59,036 the examiner states that such a letter cannot overcome the 
effect of Section 2(d) of the Act of 1946, in view of the similarity in the marks 
and goods and the likelihood of confusion that exists. 
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Applicant does not contend that the marks are not similar but bases his 
argument on the ground that the goods are specifically different from those named 
in the reference. He does contend that this considered together with the manner 
in which the goods are marketed, the relatively weak character of the word 
“Economy” as a trade-mark and the lack of any actual confusion during six 
years of concurrent use are sufficient to at least create a doubt as to whether 
confusion is likely to occur and, since a doubt has been created, the letter of consent 
from the owner of registration No. 59,036 becomes material as it indicates that 
the owner of the registration No. 59,036 does not think that there is any likeli- 
hood of confusion. 

Inasmuch as the marks are identical, except for the disclaimed name of the 
goods, the only question to be decided is whether the contemporaneous use of 
applicant’s mark and the registrant’s mark on the specified goods is likely to 
cause confusion or mistake or to deceive purchasers. In determining whether or 
not there is a likelihood of confusion when the marks in question are applied 
to the specified goods it is necessary to consider such things as the nature and 
character of the goods, their intended use, where they are sold and the type of 
purchasers. McKesson & Robbins, Incorporated v. Fischer Industries, Inc., 641 
O. G. 1028, 87 U. S. P. Q. 272. In the instant case it seems to me that applicant’s 
combination locker and clothes racks are in the same definitive class as filing 
cases since they are both forms of office and store furnishings and could probably 


be purchased from the same supply store and might well be purchased by the same 
purchaser or class of purchasers desiring to furnish or supplement the furnishings 
of their stores or offices. 


As stated above applicant’s mark and that of the reference are identical 
except for the disclaimed part and it is not seen under such circumstances how 
the letter of consent filed by the owner of trade-mark registration No. 59,036 
can have any effect in overcoming the statutory prohibition against registration 
of a mark which is confusingly similar within the meaning of section 2(d) of 
the Act of 1946. Ex parte Thompson Products, Inc., 636 O. G. 1091, 85 U.S. P. Q. 
514; Herbert C. Beyer v. National Tea Co., 643 O. G. 1069, 88 U.S. P. Q. 230; 
In re Fleet-Wing Corporation, 38 C. C. P. A. 1039, 188 F. 2d 476, 89 U.S. P. QO. 369. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE ATLANTIC MANAGEMENT CO. 
Commissioner of Patents—September 12, 1952 


TrapE-Marx Act oF 1946—REGISTRABILITY—SECTIONS 3 AND 45 
SeRvicE MarKsS—REGISTRABILITY—USE IN COMMERCE 
Fact that applicant’s hotel service was advertised in newspapers having interstate cir- 
culation held not to establish that applicant’s hotel service was rendered in interstate 
commerce. 
Operating a single hotel, located in a single state, held not to qualify as “commerce,” 
which may lawfully be regulated by Congress, within the meaning of 1946 Act. 
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Use by public of travel agencies to make reservations at applicant’s hotel, paid for 
outside the state where applicant operates, held not to place applicant’s hotel service in 
interstate commerce. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Atlantic Management Co. Appli- 
cant appeals from refusal of registration of service mark, under 1946 Act. Affirmed. 
Meyer A. Baskin, of Miami, Fla., for Applicant. 

McCann, Examiner in Chief: 

This is an appeal from the final refusal of the examiner to register the words 
“Ritz Plaza” as a service mark for hotel services. 

Applicant operates the Ritz Plaza Hotel in Miami Beach, Florida, and the 
facsimiles accompanying the application show the mark as actually used in con- 
nection with advertising the hotel service. 

The examiner points out that applicant operates only one hotel in a single 
state, and it is the examiner’s position that the services which the mark identifies 
are purely local in nature and the mark is not used “in commerce” within the 
meaning of section 45 of the Act of 1946. 

Applicant points out that the mark is not only used on the hotel in Miami 
Beach, Florida, and in advertisements in the New York Times and other out-of- 
state newspapers, but is also used in connection with various travel agencies which 
arrange for reservations at the hotel that originate from, and are paid for, out of 
the State. 

Applicant does not deny that the intent of the Trade-Mark Act of 1946 is 
to regulate “commerce” which may be lawfully controlled by Congress, but con- 
tends that its hotel service, together with the out-of-state advertising and travel 
agency arrangements, satisfies the definition of “commerce,” as set forth in section 
45 of the Act. 

The fact that applicant’s hotel service was advertised in newspapers having 
interstate circulation does not establish that applicant’s hotel service was rendered 
in interstate commerce. Ex parte Gill, 641 O. G. 1028, 87 U.S. P. Q. 274. 

It is also not thought that operating a single hotel located in a single state can 
qualify as “commerce” which may lawfully be regulated by Congress within the 
meaning of the Act. At best such a service has only an indirect or remote con- 
nection with interstate commerce and is of the type of local service which was not 
intended to be registrable under the Act. Ex parte The Standard Oil Company, 
956 O. G. 932, 92 U.S. P. Q. 259. 

The use by the public of travel agencies to make reservations at applicant's 
hotel which are paid for wholly without the State of Florida, does not place the 
hotel service in interstate commerce. The travel agencies, which are authorized to 
accept and make reservations at applicant’s hotel, render a service which is distinct 
from the hotel service as such. 

After carefully considering applicant’s argument, I am of the opinion that the 
examiner was correct in his refusal to register applicant’s mark on the ground that 
it is not “used in commerce” within the meaning of section 45 of the Act of 1946. 

The decision of the Examiner of Trade-Marks is affirmed. 
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pre enhanc ERAT aCe lt een 
EX PARTE RUDIGER-LANG CO. 
Commissioner of Patents—September 12, 1952 


TraDE-MARKS—REGISTRABILITY—GENERAL 
In determining question of registrability, composite mark must be considered in its 
entirety; and if composite mark possesses element of incongruity it will constitute a valid 
trade-mark. 


TrADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Tension-Tite” held descriptive of complete window screen units. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Rudiger-Lang Co. Applicant 
appeals from refusal of registration, under 1946 Act. Affirmed. 

Mellin @ Hanscom, of San Francisco, Cal., for Applicant. 
McCann, Examiner in Chief: 

This is an appeal from the final refusal of the examiner to register the words 
“Tension-tite” as a trade-mark for “complete window screen units.” 

The examiner’s refusal is based on the ground that the words “Tension” and 
“tite” when used in conjunction with the specified goods are descriptive. The exam- 
iner contends that the terms “Tension” and “tite” refer to certain specific char- 
acteristics of the goods which are a common parlance in the trade and he calls 
attention to sections in Sweet’s Architectural File, which relate to the specified 
goods, and which uses such phrases as “always fit tight” (16a/13/p.12); “a 
positive tension” (16a/21/p.2) ; “taut and tightly in place” (16b/6/p.i2) ; “adjust- 
able spring tension” (18a/2/p.14); and “tension springs” (18a/6/p.3). 

_Applicant, in his main brief, contends that the examiner has insisted upon 
dissecting the mark into its component parts so as to establish the claim that the 
mark is descriptive and he states that in considering a composite mark the mark 
must be considered in its entirety, and if the composite mark possesses an element 
of incongruity, it will, as a composite mark, constitute, a valid trade-mark. 

This seems to be a proper statement of the law, but I find nothing incon- 
gruous in the words “Tension-tite”. One of the definitions of “tension” as given 
in Webster’s New International Dictionary, Second Edition, is “The state or degree 
of being stretched or strained”. The word “tite” is an obvious phonetic spelling 
of the word “tight” which is defined in the same dictionary as “firmly stretched or 
drawn.” From these definitions it is clear that the words “tension” and “tite” are 
not incongruous, and at best are somewhat redundant. The examiner’s holding that 
the words “Tension-tite” are descriptive when used in connection with complete 
window screen units appears to be proper. Ex parte Lehon Company, 480 O. G. 695, 
33 U.S. P. Q. 555; In re Holed-Tite Packing, Inc., 21 C. C. P. A. 1039, 70 F. 2d 
109, 21 U. S. P. Q. 235; American Mfg. Corp., Inc. v. Vanity Fair Silk Mills, 467 
O. G. 986, 29 U. S. P. Q. 374; In re Chas. R. Long, Jr., Co., 51 App. D. C. 399, 
280 F. 975. 

In a reply brief applicant points out, for the first time, that the goods in question 
are “frameless window screens, which are capable of being rolled up into a compact 
bundle for storage during periods of nonuse”, and he states it was with this fact in 
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mind he argued “that the window screening employed may be under ‘tension’ and 
may be ‘tite’ but they certainly do not describe window screens generally or a com- 
plete screen unit.” The particular goods specified in the original statement are not 
in any way limited to frameless window screens and as amended the statement of 
the goods reads better on framed window screens than it does on frameless ones. 

Applicant’s argument with respect to the meaning of the words “tension” and 
“tite” as used in connection with frameless window screens can accordingly be given 
no weight. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE PEOPLE’S OUTFITTING COMPANY 
Commissioner of Patents—September 12, 1952 


TrADE-Marks—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Pretty Princess,” the word “Pretty” being disclaimed, held merely descriptive of 
house dresses, sunback dresses, house coats and aprons, for women and girls, under 1946 
Act. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by People’s Outfitting Company. 
Applicant appeals from refusal of registration on Principal Register, under 1946 


Act. Affirmed. 
John S. Murray, of Detroit, Mich., for Applicant. 
McCann, Examiner in Chief: 

This is an appeal from the final refusal of the examiner to register on the 
Principal Register applicant’s mark “Pretty Princess,” with “Pretty” disclaimed, 
as applied to “house dresses, sun-back dresses, house coats and aprons, all for 
use of women and girls.” 

Refusal is based on the ground that the mark “Pretty Princess” is descriptive 
of the specified goods in that the articles of apparel are pretty and that they are 
made in the princess style. In this connection the examiner cites from Webster’s 
New International Dictionary and Funk & Wagnall’s New Standard Dictionary 
to show that the word “princess” has a well-defined meaning which designates 
a one-piece, close-fitting dress or slip. The examiner also cites from Sears, Roebuck 
and Co. catalog for Spring and Summer 1942, page 62, and from the Women’s 
Wear Daily, October 31, 1951, page 8, to show that the word “princess” is still 
commonly used in the trade in connection with various types of women’s garments. 

Applicant points out that the examiner’s refusal to register its mark is evidently 
based on section 2(e) of the Trade-Mark Act of 1946, which excludes from the 
Principal Register marks “merely descriptive or deceptively misdescriptive.” Appli- 
cant submits that its mark is not “merely descriptive” of the goods, since “princess” 
has various meanings, with its principal and most common use being to designate 
a female royal personage. Applicant concedes that “princess” or “princesse” is 
used, although by no means widely, to designate dress styles, and that this raises 
a question as to whether applicant’s mark is so displayed as to impress the public 
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ee 


with applicant’s intended meaning, that is, of using “Pretty” as an adjective to 
modify “Princess.” 

It seems to me the examiner has shown that the word “Princess” is not 
only used, but is widely used to designate a style of women’s clothing. In this 
connection, the following statement in the decision of Manchester (Home & Export) 
Limited v. The Printz Biederman Company, 35 C. C. P. A. 1245, 168 F. 2d 758, 
78 U. S. P. Q. 149, 150, appears to be pertinent. 

“Concurrently with its brief on appeal, applicant [appellant] filed a disclaimer of 
the word ‘Princess’ in its application, ‘apart from the other features of the mark;’ and 
now rests its case primarily upon the premise that this word is ‘in the public domain’ 
because descriptive. According to applicant [appellant] ‘there is absolute proof that 


from 1876 and down to date, the word “Princess” has been used universally to desig- 
nate or describe a certain style of women’s garments.’ ” 


Section 2(e) of the Act prohibits the registration of a mark which when applied 
to the goods is “merely descriptive or deceptively misdescriptive of them.” The 
fact that the word “Princess” may also have a different and accepted meaning when 
not applied to the goods is beside the point, since the statute is only concerned with 
the question of whether or not the mark is descriptive when applied to the goods. 
It is true that applicant’s mark could be applied to various styles of women’s dresses, 
and when so applied might be misdescriptive of the style and fall within the pro- 
hibition of section 2(e). It is obvious, however, that applicant’s mark could be used 
in connection with women’s garments having the accepted “princess style” and when 


so used would clearly be descriptive of the style of the garment. After carefully 
considering applicant’s argument, I am of the opinion that the examiner was correct 
in refusing to register applicant’s mark on the ground that it is descriptive of the 
style of the goods. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE HOLLYWOOD BRANDS, INC. ETC. 
Commissioner of Patents—Sept. 15, 1952 


TraDE-Mark Act oF 1946—REGISTRABILITY—SECTIONS 2(e€) AND 2(f) 
TraDE-MarKs—REGISTRABILITY—GENERAL 
While there is no doubt that “Butter-nut” is descriptive of at least some ingredients 
of applicant’s goods and Section 2(e) of 1946 Act prohibits registration of marks merely 
descriptive of goods, Section 2(f) permits registration of descriptive mark if it has become 
so distinctive of applicant’s goods in commerce that it primarily indicates source. 


TraDE-MARKS—SECONDARY MEANING—GENERAL 
On facts of record, applicant held to have failed to show that public in general has 
come to regard term “Butter-nut” as indicating origin of a particular candy. 
TraDE-MarKs—Worps INCAPABLE OF ExcLuUsIVE APPROPRIATION—PARTICULAR INSTANCES 
In absence of conclusive proof to contrary, term “Butter-nut” held substantially in- 
capable of identifying origin of candy. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Hollywood Brands, Inc., doing 
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business as Hollywood Candy Co. Applicant appeals from refusal of registration, 
under 1946 Act. Affirmed. 

T. W. Miller, of Chicago, Ill., for Applicant. 

McCann, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 
to register the words “Butter-nut” as a trade-mark for “candies” under section 2(f) 
of the Act of July 5, 1946. The refusal to register is based on the ground that the 
mark is believed to be incapable of distinguishing applicant’s goods from the goods of 
others. 

It is the examiner’s position that the words “Butter-nut” are merely a reference 
to some or all of the ingredients of the candy and since a “butter-nut” is a particular 
type of nut he is of the opinion that persons seeing the mark on candy would assume 
that the goods contained butter-nuts. It is also the examiner’s position, assuming the 
goods do not contain “butter-nuts” and that the words indicate that the goods contain 
butter and nuts, that the mark is deceptive and hence unregistrable, in view of the 
provisions of section 2(a) of the said Act. 

While it is possible that a few people might interpret applicant’s mark to 
indicate that the goods contain “butter-nuts” it is believed that the overwhelming 
majority of the public would interpret applicant’s mark to indicate that the ingre- 
dients of the candy include butter and nuts even though the word “nut” is used in 
the singular since it is common to refer to a candy bar having nuts therein as a 
“nut” candy bar. Accordingly the examiner’s refusal to register applicant’s mark as 
being deceptive in view of the provisions of section 2(a) is not affirmed. 

The examiner also states, that assuming that the mark refers to goods which 
contain butter and nuts, it is still not registrable because these words refer to the 
principal ingredients of the goods which cannot function to distinguish applicant's 
goods from the goods of others and the examiner cites the decisions in Skinner 
Manufacturing Co. v. Kellogg Sales Company, 143 F. 2d 895, 62 U.S. P. Q. 324, 
and Ex parte Interstate Bakeries Corporation, 91 U. S. P. Q. 340, as authority. 
The examiner also calls attention to page 739 of the Encyclopedic Cookbook by Ruth 
Berolzheimer, published by the Culinary Arts Institute, Chicago, 1948, wherein it 
is set forth that a recipe for “Butter-Nut Drops” are confections containing butter 
and Brazil nuts. The examiner also points out that applicant has made of record a 
considerable number of form affidavits from persons familiar with the trade which 
state that they do not consider the words “Butter-nut” to be descriptive but rather 
that they consider it as a trade-mark used to distinguish the goods of applicant from 
the goods of others, and it is the examiner’s position that while wording may indicate 
origin to persons familiar with the trade this factor is immaterial where it has not 
been shown that it would be so regarded by the general public and the examiner 
cites the decisions in Ex parte Oshkosh Trunks and Luggage, 86 U. S. P. Q. 321, 
and Ex parte Boott Mills, 78 U.S. P. Q. 338, as authority. 

Applicant contends that a secondary meaning has been acquired in the mark 
due to 36 years of extensive use in which the gross volume for the last 8 years alone 
on candies on.which the mark “Butter-nut” has been affixed to the cartons thereof 
has amounted to $11,500,000.00 and in which one-third of the total advertising 
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expenditure of $1,135,000.00 for the last 6 years alone has been allocated to pub- 
licizing the mark “Butter-nut”. 

Applicant does not deny that the words “butter” and “nut” are descriptive of 
some of the ingredients which are in applicant’s candy and he states that the sole 
issue is whether or not the mark has acquired a secondary meaning that is capable 
of distinguishing applicant’s goods in commerce. 

Section 2(e) of the Act prohibits registration of a mark that is merely de- 
scriptive of the goods. There is no doubt that applicant’s mark is descriptive of at 
least some of the ingredients of his goods. Section 2(f), however, permits registration 
of such a mark if it has become so distinctive of applicant’s goods in commerce that 
it primarily indicates the origin of the source of his goods rather than the goods itself. 
In the present case applicant has attempted to show that his mark has become dis- 
tinctive by the filing of 42 similar form affidavits from various owners, merchants 
and purchasing agents of stores in 23 different states. The affidavits set forth that 
the affiants consider that the term “Butter-nut” indicates a particular candy having 
its source of origin in the Hollywood Candy Co. and that the affiants do not con- 
sider the term “Butter-nut” to be in any way descriptive of the character, quality, 
or ingredients thereof. 

It is obvious that the various affiants cannot be considered as representative 
of the purchasing public and there is nothing in these affidavits which show that 
the public in general has also come to regard the term “Butter-nut” as indicating 
the source or origin of a particular candy. In the present case the words “butter” 
and “nut” are well-known words for ingredients which the public has come to 
associate with practically all kinds of candy nut bars and it is my opinion that in 
such a case, and in the absence of conclusive proof to the contrary, these words 
are substantially incapable of identifying the origin of the goods. Ex parte Mead, 
Johnson & Co., 91 U.S. P. Q. 377, Skinner Manufacturing Co. v. Kellogg Sales 
Company, supra. 

The decision of the Examiner of Trade-Marks is affirmed. 
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STATEMENT REQUIRED BY THE ACT OF AUGUST 24, 1912, AS AMENDED By 
THE ACTS OF MARCH 3, 1933, AND JULY 2, 1946 (Title 39, United States 
Code, Section 233) SHOWING THE OWNERSHIP, MANAGEMENT, 

AND CIRCULATION OF 


The Trade-Mark Reporter and The Bulletin of The United States Trade-Mark Asso. 
ciation. Published Monthly—10 times a year at Chicago, Ill—October 1, 1952. 

1. The names and addresses of the publisher, editor, managing editor, and business 
managers are: 

Publisher—The United States Trade-Mark Association, 522 Fifth Avenue, New York 36. 
Editor—Walter J. Halliday, 60 East 42nd St., New York 17. 

Managing editor—None. 

Business manager—Dorothy Fey, 522 Fifth Avenue, New York 36. 

2. The owner is: (If owned by a corporation, its name and address must be stated 
and also immediately thereunder the names and addresses of stockholders owning or holding 
1 percent or more of total amount of stock. If not owned by a corporation, the names and 
addresses of the individual owners must be given. If owned by a partnership or other unin- 
corporated firm, its name and address, as well as that of each individual member, must be 
given.) 

The United States Trade-Mark Association, 522 Fifth Avenue, New York 36. 

James M. Best, President—Quaker Oats Co., Merchandise Mart Plaza, Chicago 54, III. 
Richard S. Hayes, Treasurer—The Okonite Company, Passaic, N. J. 

Dorothy Fey, Executive Secretary, 522 Fifth Avenue, New York 36, N. Y. 

3. The known bondholders, mortgagees, and other security holders owning or holding 
1 percent or more of total amount of bonds, mortgages, or other securities are: (If there are 
none, so state.) None. 

4. Paragraphs 2 and 3 include, in cases where the stockholder or security holder 
appears upon the books of the company as trustee or in any other fiduciary relation, the name 
of the person or corporation for whom such trustee is acting; also the statements in the 
two paragraphs show the affiant’s full knowledge and belief as to the circumstances and 
conditions under which stockholders and security holders who do not appear upon the books 
of the company as trustees, hold stock and securities in a capacity other than that of a 
bona fide owner. 

5. The average number of copies of each issue of this publication sold or distributed, 
through the mails or otherwise, to paid subscribers during the 12 months preceding the date 
shown above was: (This information is required from daily, weekly, semiweekly, and tri- 


weekly newspapers only.) 
DOROTHY FEY 
Business Manager-Exec. Secy. 


Sworn to and subscribed before me this 17th day of September, 1952. 


HUBERT C. WILLIAMS 
(My commission expires March 30, 1953) 
(SEAL) 
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STATEMENT REQUIRED BY THE ACT OF AUGUST 24, 1912, AS AMENDED BY 
THE ACTS OF MARCH 3, 1933, AND JULY 2, 1946 (Title 39, United State 
Code, Section 233) SHOWING THE OWNERSHIP, MANAGEMENT, 

AND CIRCULATION OF 


The Trade-Mark Reporter and The Bulletin of The United States Trade-Mark Asso- 
ciation. Published Monthly—10 times a year at Chicago, Ill.—October 1, 1952 

1. The names and addresses of the publisher, editor, managing editor, and business 
managers are: 

Publisher—The United States Trade-Mark Association, 522 Fifth Avenue, New York 36. 
Editor—Walter J. Halliday, 60 East 42nd St., New York 17. 

Managing editor—None. 

Business manager—Dorothy Fey, 522 Fifth Avenue, New York 36. 

2. The owner is: (If owned by a corporation, its name and address must be stated 
and also immediately thereunder the names and addresses of stockholders owning or holding 
1 percent or more of total amount of stock. If not owned by a corporation, the names and 
addresses of the individual owners must be given. If owned by a partnership or other unin- 
corporated firm, its name and address, as well as that of each individual member, must be 
given. ) 

The United States Trade-Mark Association, 522 Fifth Avenue, New York 36. 

James M. Best, President—Quaker Oats Co., Merchandise Mart Plaza, Chicago 54, III. 
Richard S. Hayes, Treasurer—The Okonite Company, Passaic, N. J. 

Dorothy Fey, Executive Secretary, 522 Fifth Avenue, New York 36, N. Y. 

3. The known bondholders, mortgagees, and other security holders owning or holding 
1 percent or more of total amount of bonds, mortgages, or other securities are: (If there are 
none, so state.) None. 

4. Paragraphs 2 and 3 include, in cases where the stockholder or security holder 
appears upon the books of the company as trustee or in any other fiduciary relation, the name 
of the person or corporation for whom such trustee is acting; also the statements in the 
two paragraphs show the affiant’s full knowledge and belief as to the circumstances and 
conditions under which stockholders and security holders who do not appear upon the books 
of the company as trustees, hold stock and securities in a capacity other than that of a 
bona fide owner. 

5. The average number of copies of each issue of this publication sold or distributed, 
through the mails or otherwise, to paid subscribers during the 12 months preceding the date 
shown above was: (This information is required from daily, weekly, semiweekly, and tri- 
weekly newspapers only.) 

DOROTHY FEY 
Business Manager-Exec. Secy. 


Sworn to and subscribed before me this 17th day of September, 1952. 


HUBERT C. WILLIAMS 


(My commission expires March 30, 1953) 
(SEAL) 
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THE UNITED STATES TRADE-MARK ASSOCIATION 


522 Fifth Avenue, New York 36, N. Y. 


COMMITTEES 


LAWYERS’ ADVISORY COMMITTEE 


STEWART L. WHITMAN, Chairman 
Nims, Martin, Halliday, Whitman & Williamson 


A. ARNOLD BRAND 
Theiss, Olson @ 
Mecklenburger 

VICTOR D. BROMAN 
Union Carbide & 

Carbon Corp. 

FRANCIS C. BROWNE 
Jewett, Mead, Browne & 
Schuyler 

RUDOLF CALLMANN 

REUBEN T. CARLSON 
Holland, Armstrong, Bower 
& Carlson 

F. X. CLAIR 
Esso Standard Oil Company 

PAUL N. CRITCHLOW 
Brown, Critchlow, Flick 
& Peckham 

JOHN B. CUNNINGHAM 
Davis, Hoxie & Faithfull 
JAMES E. CURTISS 

| National Biscuit Company 

PHILIP T. DALSIMER 
Kane, Dalsimer & Kane 


HERBERT BAUER 
Vick Chemical Company 

VICTOR D. BROMAN 
Union Carbide @ 
Carbon Corp. 

DUDLEY BROWNE 
American Home Products 
Corp. 


X. CLAIR 
Esso Standard Oil Company 


ROBERT D. CLARK 
Warner-Hudnut Company 


ALEX FRIEDMAN 
Mock @ Blum 


GEORGE C. ARVEDSON 
Automobile Manufacturers 
Association 

CHARLES P. BAUER 
Union Bag & Paper 
Corporation 

DONALD BROOKS 

The Texas Company 

FRANKLIN M. DEPEW 
Standard Brands 
Incorporated 


JOE E. DANIELS 
Alexander, Maltitz, 
Derenberg & Daniels 

JOHN A. DIENNER, JR. 
Brown, Jackson, Boettcher 
& Dienner 

ISAAC W. DIGGES 

JOSEPH GRAVELY 
Gravely, Lieder, Woodruff 
& Dees 

JAMES F. HOGE 
Rogers, Hoge @ Hills 

JOHN HORAN 
Merck @& Co., Inc. 

JAMES P. HUME 
Wilkinson, Huxley, 

Byron & Hume 

W. D. KEITH 
Cooper, Byrne, Dunham, 
Keith & Dearborn 

A. C. MACMAHON 
The Borden Company 

GEORGE E. MIDDLETON 
Pennie, Edmonds, Morton, 
Barrows & Taylor 


INTERNATIONAL COMMITTEE 


HUGO MOCK 
Mock & Blum 
JOHN DASHIELL MYERS 
JAMES N. NAYLOR 
Naylor & Lassagne 
BEVERLY W. PATTISHALL 
Rogers and Woodson 
JOHN D. POPE, III 
Koenig & Pope 
STEWART W. RICHARDS 
Beer, Richards, Lane & 
Haller 
LESLIE D. TAGGART 
Watson, Johnson, 
Leavenworth & Blair 
ALBERT R. TEARE 
Bates, Teare @ McBean 
EARL H. THOMSON 
Thomson & Thomson 
ROBERT WHITTREDGE 
Fish, Richardson & Neave 
PERCY E. WILLIAMSON 
Nims, Martin, Halliday, 
Whitman @& Williamson 


WALTER J. DERENBERG, Chairman 
Alexander, Maltitz, Derenberg & Daniels 


L. L. GLEASON 
Marks and Clerk 


WALTER E. HOPPER, JR. 
California Texas Oil Co. Ltd. 


ARTHUR E. JOHNSTON 
Colgate-Palmolive-Peet Co. 


STEPHEN P. LADAS 
Langner, Parry, Card & 
Langner 

NORMAN ST. LANDAU 
Johnson and Johnson 


MAURICE W. LEVY 
Hoffman-La Roche Inc. 


STATE TRADE-MARK COMMITTEE 


JAMES E. CURTISS, Chairman 
National Biscuit Company 


JAMES C. DUNNE 

Sterling Drug, Inc. 
JOHN L. ESTERHAI 

Philco Corporation 
GEORGE HOPPER 

The Procter & Gamble Co. 
FREDERICK H. KNIGHT 

Corning Glass Works 
ARTHUR A. MARCH 

Johnson & Kline 
JOSEPH SHARP 

Wise, Corlett @ Canfield 


HORST von MALTITZ 
Alexander, Maltitz, 
Derenberg @ Daniels 

FREDERICK MOELLER 
Lehn @ Fink Products Corp. 

JOHN DASHIELL MYERS 

P. G. SADONA 
General Electric Co. 
(International) 

EDMUND DILL SCOTTI 
Wm. Wallace White & Scotti 

ERIC WATERS 
Haseltine, Lake & Co. 

DAVID WEILD 
Pennie, Edmonds, Morton, 
Barrows & Taylor 


JOSEPH STAMLER 
Lorentz & Stamler 

LENORE B. STOUGHTON 
Rogers, Hoge @ Hills 

BERNARD J. THOLE 
Socony-Vacuum Oil 
Company, Inc. 

JOHN WORTMANN 
Radio Corporation of 
America 


TRADE-MARK MANAGEMENT MANUAL COMMITTEE 
STEWART W. RICHARDS, Chairman 


EDGAR BAYOL 
lhe Coca-Cola Company 
DUDLEY BROWNE 
American Home Products 
Corp. 


Beer, Richards, Lane & Haller 


JOHN L. ESTERHAI 

Philco Corporation 
NORMAN ST. LANDAU 

Johnson and Johnson 
JACK T. REDWINE 

The Quaker Oats Company 


W. G. REYNOLDS 
E. I. du Pont de Nemours 
& Co., Inc. 

DAPHNE ROBERT 
The Coca-Cola Company 





